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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA
R. Danny Huntington,

)
)
Plaintiff,
)
)
v.
)
)
U.S. Department of Commerce,
)
)
Defendant.
)
___________________________________ )

Civil Action No. 15-CV-2249 (JEB)

PLAINTIFF’S MOTION FOR PARTIAL SUMMARY JUDGMENT
Pursuant to Federal Rule of Civil Procedure 56, Plaintiff R. Danny Huntington moves for
partial summary judgment1 on Defendant’s search for responsive records. In support of his
motion for summary judgment, Plaintiff is simultaneously filing his Memorandum of Points and
Authorities in Support of Partial Summary Judgment, Statement of Material Facts Not In
Dispute, Declaration of R. Danny Huntington, and a proposed Order.
Respectfully submitted,

_________________________
Scott A. Hodes (D.C. Bar 430375)
P.O. Box 42002
Washington, D.C. 20015
Phone: (301) 404-0502
Fax: (413) 641-2833
Dated: August 24, 2016

1

Attorney for Plaintiff

Plaintiff also contests the withholding of material under the FOIA. However, as Defendant has
not yet submitted its Vaughn declarations justifying its withholdings, Plaintiff will reserve his
right to address the issues concerning the agency’s use of FOIA Exemptions at this time.
Plaintiff will oppose and/or cross-move for summary judgment following Defendant’s motion
for summary judgment on its exemption claims.
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA
R. Danny Huntington,

)
)
Plaintiff,
)
)
v.
)
)
U.S. Department of Commerce,
)
)
Defendant.
)
___________________________________ )

Civil Action No. 15-CV-2249 (JEB)

PLAINTIFF’S POINTS AND AUTHORITIES IN SUPPORT OF HIS MOTION
FOR PARTIAL SUMMARY JUDGMENT
Plaintiff R. Danny Huntington (“Huntington”) initiated this action under the Freedom
of Information Act (“FOIA”), 5 U.S.C. § 552, on December 24, 2015, seeking the disclosure
of records maintained by defendant U.S. Department of Commerce’s component, the U.S.
Patent and Trademark Office (“PTO”) relating to the PTO’s Sensitive Application Warning
System (“SAWS”). According to PTO, the agency has completed its search for and the
processing of responsive records. See Status Report and Proposed Schedule filed July 19,
2016, ¶3 [Dkt. No. 9]. Plaintiff believes that PTO’s search was insufficient and moves this
Court to Order the agency to conduct additional searches for material responsive to
Huntington’s requests.1 For the reasons set forth below, Huntington moves for summary
judgment on the adequacy of defendant’s search for responsive material.

1

Plaintiff also contests the PTO’s withholding of material under the FOIA. However, as
Defendant has not yet submitted its Vaughn declarations justifying its withholdings,
plaintiff will reserve its right to address the issues concerning the agency’s use of FOIA
Exemptions at this time. Plaintiff will oppose and/or cross-move for summary judgment
following the PTO’s motion for summary judgment on its exemption claims.

Case 1:15-cv-02249-JEB Document 11-1 Filed 08/24/16 Page 2 of 21

Factual Background
The SAWS Program
The Patent Act establishes the PTO, 35 U.S.C. § 1, which is responsible for,
among other things, “the granting and issuing of patents.” 35 U.S.C. § 2(a). The Patent
Act provides that “[w]hoever invents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and useful improvement thereof, may
obtain a patent therefor, subject to the conditions and requirements of [the patent
statute].” 35 U.S.C. § 101. The Patent Act further provides that “[a] person shall be
entitled to a patent unless” the applicant fails to meet certain patent-eligibility and
patentability conditions. 35 U.S.C. § 102. (Emphasis added). Statutory patentability
conditions include novelty (§ 102), non-obviousness (§ 103), and enabling disclosure (§
112).
To ensure that the statutory conditions are met, the Patent Act contains a system
of patent application examination by patent examiners in the PTO. An inventor initially
applies for a patent by submitting a written patent application to the PTO, containing a
written description of the invention, drawings, and one or more numbered claims that
define the invention for which a patent is sought. 35 U.S.C. §§ 111, 112. The Patent Act
requires that the PTO “shall cause an examination to be made” of the application for an
“alleged new invention.” 35 U.S.C. § 131. If a patent examiner finds “that the
application is entitled to a patent under the law, the [PTO] shall issue a patent therefor.”
Id. If a patent examiner rejects a patent application, the Patent Act requires that the
examiner notify the applicant “stating the reasons for such rejection, or objection or
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requirement, together with such information and references as may be useful in judging
of the propriety of continuing the prosecution of his application.” 35 U.S.C. § 132(a).
The Examiner’s action must be “complete as to all matters,” 37 C.F.R. § 1.104(b),
including the complete identification and statement of “any objection or requirement.”
37 C.F.R. § 1.104(a). The first rejection is non-final and the applicant may reply by
amendment, argument, and/or evidence, which the examiner must consider before
making a final rejection. 37 C.F.R. §§ 1.111, 1.112. Should the application be finally
rejected by the examiner, the Patent Act provides for administrative review by the Patent
Trial and Appeal Board, 35 U.S.C. § 134(a), which prior to the America Invents Act of
2011 was called the Board of Patent Appeals and Interferences, (“BPAI”). Upon written
appeal, “[t]he [Appeal Board] shall…review [the] adverse decision of [the] examiner[].”
35 U.S.C. § 6(b)(1).
In or about early December 2014, news reports began to emerge in the media
from unofficial sources that the PTO had a confidential policy or program known as the
SAWS program involving a secret review process for some pending U.S. patent
applications selected based on internally-created criteria made up by the PTO. See
Declaration of R. Danny Huntington dated August 24, 2016, ¶9
The SAWS program does not appear to have been adopted by reference to any
specific statutory or regulatory authority. Nor does it appear to have been disclosed to
the public by the PTO whether through notice and comment, rulemaking, guidance or
otherwise. Applications designated under the SAWS are “applications which would
potentially generate unwanted media coverage (i.e., news, blogs, forums),” see Exhibit 23 attached to the Huntington Decl.at B-89, or “applications containing claims to subject
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matter which, if issued, would generate unfavorable publicity for the USPTO,” id. at B107, or “applications reciting processes/systems that PTO employees or IP attorneys
practice/use,” id. at B-55, “applications with pioneering scope,” id. at B-49, applications
singled out “based on the identity (i.e., ‘name’) of the inventor or assignee,” id. at C-7, or
applications “with a very old effective filing date (pre-GATT —before June 8, 1995) with
broad claim scope.” Id. at C-21; B-74. See also Exhibit 1-2 attached to the Huntington
Decl. (“All Pre-GATT cases should be flagged as SAWS and a SAWS report should be
prepared if near allowance when you send it up for 10th floor review.”)
The SAWS program operated since 1994, see Exhibit 2-3 attached to the
Huntington Decl. at B-019, and was declared “retired” on March 2, 2015. Id. at B4.
Consistent with its acronym, SAWS was said to be a “warning” system “designed as an
information gathering system to apprise various areas of the PTO of the prosecution of
patent applications that include sensitive subject matter.” Id. at B-31. The SAWS
program is intended to “help USPTO personnel in the Office of the Commissioner for
Patents and the Office of Public Relations interact with the press about applications that
may generate a high level of publicity.” Id. at B-32. In other words, the SAWS list is a
purported “Be On the Lookout” or “BOLO” list of certain patent applications.
The SAWS program operated in secrecy. Examiners were instructed that the
application file “shall not indicate it has been identified as a SAWS application;” that the
“[t]he Office shall not notify Applicant or any other party that any particular application
has been identified as a SAWS application;” that “examiners may not communicate with
the press or public on any application, SAWS or not.” Id. at B-44. Each Technology
Center (“TC”) at the PTO developed and maintained its own SAWS list of “sensitive”
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subject matter and criteria. Id. at B-114. Applications that met SAWS criteria were
“flagged,” or designated, as SAWS in the SAWS database and/or in the PTO’s Patent
Application Locating and Monitoring (“PALM”) System. Id. at B-115; Exhibit 1-1
attached to the Huntington Decl. (“SAWS TC POC [Point Of Contact] flags the
Application as SAWS in PALM to prevent issuance.”) This flagging prevented patents to
be issued until the flag was removed as flagging the SAWS application in PALM “will
prevent mailing at the time of disposal.” Exhibit 2-3 attached to the Huntington Decl. at
B-116; “Flagging an identified SAWS application in PALM to ensure that the case does
not issue until the flag has been removed.” Id. at B-074; Exhibit 1-1 attached to the
Huntington Decl. (“The SAWS PALM groupings prevent mailing and [patent]
issuance…”). “If during prosecution, the sensitive nature of the application has changed
(i.e., Applicants elect non-sensitive subject matter, Applicants amend the claims to
exclude sensitive subject matter), the SAWS POC can be notified to remove the
application from the SAWS database and unflag.” Exhibit 2-3 attached to the Huntington
Decl. at B-81.
An application that remained flagged as SAWS was examined nonetheless and if
it met all patentability requirements, the examiner would allow the application and a
“SAWS Report” or “SAWS Memo” was written at the time of allowance. Id. at B-83. If
the “TC Director reviews the SAWS Memo and determines that it should continue as
SAWS,” see Exhibit 1-1 attached to the Huntington Decl., the SAWS Memo and the
allowed application was forwarded to the “10th floor,” to the Office of Patent Legal
Administration (“OPLA”) for review. Id. (“SAWS TC POC forwards the SAWS Memo
to Tony Caputa for distribution/review.“) TC takes the action necessary [which] can include
specific claim amendments to address OPLA's concerns that Applicant might agree to … ,
5

Case 1:15-cv-02249-JEB Document 11-1 Filed 08/24/16 Page 6 of 21

reinstating a previous (improperly dropped) rejection, and reopening [prosecution] to apply a new
rejection. See Exhibit 1-1 attached to the Huntington Decl.

Designation under SAWS could substantially delay or prevented the issuance of
at least some of the SAWS patent applications. Based on records produced by the PTO,
as of March 2010, 45 of the SAWS applications pending (about 7%) were then pending
for more than 10 years. Exhibit 1-3 attached to the Huntington Decl. (adding all cases
having an age of more than 120 months). Pendency at disposition for these applications
(if and when it ever happens) is unknown, but must necessarily be longer than that. For
comparison, the Office’s average pendency at that time for all applications was 35.3
months. See “FY 2010 Performance and Accountability Report,”at 12. See
www.uspto.gov/sites/default/files/about/stratplan/ar/USPTOFY2010PAR.pdf .
FOIA Request No. F-15-00107
On February 12, 2015, plaintiff submitted via email a FOIA request to the PTO
seeking certain records concerning the SAWS Program. Specifically, plaintiff sought:
(1). The biannual SAWS update including a.) all documentation, guidance,
communication, articles or electronically stored emails or information as construed under
Federal Rule of Civil Procedure 34(a)(1)(A) (“Documents”) describing, documenting, or
relating to procedures (including all attachments and templates) issued with respect to
SAWS since this program has been in existence in the mid-1990s and b.) including
within the scope of the request any documents containing legal opinions, reports or
explanations of the statutory bases for the SAWS program and its procedures as furnished
after its first adoption in the mid-1990s and after any subsequent “update” thereof;
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(2). Documents directing, instructing, or specifying the action(s) to be taken upon
receiving a notification that “an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report.”;
(3). Information pertaining to complete SAWS Reports, specifically a.)
documents relating to, or instructing the preparation of, the “complete SAWS Report,”
including any listing, identification or explanations of the factors that should be
considered or included in the SAWS Report’s “Impact Statement” since this program has
been in existence in the mid-1990s and b.) copies of the “template of the required
[SAWS] report” provided in conjunction with every “update” of the SAWS procedures
since this program has been in existence in the mid-1990s; and
(4). Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically a.) documents relating to, or specifying the conditions, circumstances
or reasons for a Technology Center (“TC”) Director not to forward the completed SAWS
Report and instead save it “for future use,” b.) documents, routing slips or designations
identifying the positions or functions of persons “in other areas of the PTO” to whom the
TC Directors forward the completed SAWS Reports after having made “the final decision
on forwarding the SAWS report to other areas of the PTO,” c.) documents relating to, or
specifying how the forwarded complete SAWS Reports are used, assist, or contribute to
an identifiable agency decision made by person(s) “in other areas of the PTO” with
respect to the SAWS application, d.) documents relating to, or specifying how an
application previously flagged under SAWS is removed “from the SAWS database and
unflagged” other than by abandonment or “applicants electing non-sensitive subject
matter,” or “applicants amending the claims to exclude sensitive subject matter” and e.)
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documents relating to, or directing examiners’ communication with applicants through
office actions rejecting claims having “sensitive subject matter,” or suggesting the
election of “non-sensitive subject matter,” or amendment of “the claims to exclude
sensitive subject matter.” See Huntington Decl., ¶19 and Exhibit 2-1.
On March 20, 2015, the PTO responded to plaintiff’s request and assigned it
Request No. F-15-00107. Id., ¶20, and Exhibit 2-2. The PTO indicated that it had
located 118 pages responsive to plaintiff’s request but that certain of the material was
being withheld pursuant to FOIA Exemption 5. Id. The PTO provided administrative
appeal rights. Id. By letter dated April 15, 2015, plaintiff administratively appealed the
PTO’s March 20, 2015 action. Id., ¶ 21, and Exhibit 2-3. The PTO denied plaintiff’s
appeal on May 15, 2015. Specifically, the PTO found that it had conducted an adequate
search for responsive records and had properly been withheld pursuant to the quasijudicial privilege and the deliberative process privilege. Id., ¶ 22, and Exhibit 2-4.
Request No. F-15-00190
On April 30, 2015, plaintiff submitted via email, another request referred to as
“R3.” This request sought reporting separately for each Technology Center, wherein the
information for TC 3600 is separated by the business-method art units (AU 3621-29,
3681-89 and 3691-96) and other remaining art units, the following information on patent
applications designated, flagged, or grouped under the SAWS (“SAWS Applications”):
a. List of actual filing dates for each SAWS Application pending as of the latest
date available before the retirement of the SAWS program on March 2, 2015;
b. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2010;
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c. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2006;
d. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2002; and
e. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 1998. Id., ¶ 23, and Exhibit 3-1.
Plaintiff also submitted via email another FOIA request designated “R4” on April
30, 2015. This request sought three (3) items. Item 1 concerned SAWS Applications that
are “flagged by the SAWS POC,” by the “SAWS data base manager,” or removed and
“unflagged” by them. It specifically sought:
a. All manuals, instructions, training material, screen-shots, or records relating to,
or describing the “flagging” and “unflagging” of SAWS Applications in the “SAWS
database,” the PALM, or the PALM EXPO systems; and
b. All manuals, instructions, training material, screen-shots, or records relating to,
or describing the exportation of data or generation of reports pertaining to SAWS
Applications from the “SAWS database,” the PALM, or the PALM EXPO systems.
Further, plaintiff sought the PTO, at a minimum, search records and emails of “IT
specialist(s) who maintain the PALM system,” the “SAWS database manager,” and the
TC SAWS POCs including John LeGuyader, Kathleen Bragdon (TC1600), Peter Paras
(TC1600), Patrick Ryan (TC1700), Jill Warden (TC1700), Vincent Trans (TC2100),
Rehana Perveen (TC2100), Emmanuel Moise (TC2400), Tod Swann (TC2400), Daniel
Swerdlow (TC2600), Hien Phan (TC2800), Diane Lee (TC2800), Terry Melius
(TC3600), Robert Weinhardt (TC3600), Thomas Hughes (TC3700), Janet Baxter
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(TC3700), Greg Vidovich (TC3700), Henry Yuen (TC3700), Caron Veynar (TC2900),
and Gregory Morse (CRU). Id., ¶ 24, and Exhibit 3-2. Item 2 of R4 sought all records,
reports, or emails providing summary reports produced any time from 1994 to 2015 on
SAWS Applications by Technology Centers, including numerical summaries on
pendency or status, or separately reporting on issued, pending, or abandoned SAWS
Applications. Responsive records also include reports on the number of SAWS
Applications by TC, referred to “10th floor/OPLA review.” In searching for responsive
records for this request, the PTO should at least search the records and emails of the
persons identified in relation to Request 1 above, prior SAWS POCs, and of those having
overall responsibility for the SAWS program, including present and past Deputy
Commissioners for Patent Operations. Id. Item 3 of R4 sought, reporting separately for
each Technology Center, wherein the information for TC 3600 is separated by the
business-method art units (AU 3621-29, 3681-89 and 3691-96) and other remaining art
units, the following cumulative information on all SAWS Applications that were so
tracked until the retirement of the SAWS program:
a. for applicants claiming micro entity status, the numbers for issued, abandoned,
and pending SAWS Applications;
b. for applicants claiming small entity status, the numbers for issued, abandoned,
and pending SAWS Applications; and
c. for applicants claiming large entity status, the numbers for issued, abandoned,
and pending SAWS Applications.
Id.
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Plaintiff submitted a third FOIA request by email on April 30, 2015. This request
designated “R5” sought two items. Item 1 sought (a) all communication records
concerning Kimberly Jordan becoming the Board’s SAWS Point of Contact, including
job/task description and instructions for her handling and forwarding the SAWS
notifications and SAWS memoranda. Responsive records for this request include
Kimberly Jordan’s own notes or write ups on the subject and (b) all communications,
letters, memoranda, or emails concerning the SAWS program sent to the Board’s
personnel including to Administrative Patent Judges (“APJ”) since 1994 which contain
any alerts to the SAWS program or explanations or instructions for how APJs should use
or consider SAWS flag information or the SAWS memoranda. Item 2 of R5 sought all
post-decisional communications, letters, memoranda, or emails concerning the retirement
of the SAWS program or instructions to TC Directors, TC SAWS POCs, or examiners of
tasks and procedures for terminating or winding down the SAWS program, including
instructions for clearing SAWS flags, or retaining or purging SAWS-related records. Id.,
¶ 25, and Exhibit 3-3.
By letter dated May 20, 2015, the PTO acknowledged receipt of the three FOIA
requests of April 30, 2015 and assigned them one FOIA number, FOIA No. F-15-00190.
Further, the PTO estimated search and review fees of $5307.55 for the requests. Id., ¶ 26,
and Exhibit 3-4. Plaintiff requested a breakdown of the fees for all the distinct requests
consolidated by the PTO in FOIA No. F-15-00190 by letter dated June 11, 2015. Id., ¶
27, and Exhibit 3-5. By letter dated June 19, 2015, plaintiff promised to pay $250 to
cover the estimated cost of R3 but again asked for a breakdown of the fees for the
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remaining requests. Id., ¶ 28, and Exhibit 3-6. The PTO, via email dated June 22, 2015,
acknowledged receipt of plaintiff’s June 19, 2015 letter. Id., ¶ 29, and Exhibit 3-7.
By letter dated July 24, 2015, the PTO responded to plaintiff’s request R3. The
PTO stated it had located information concerning the filing dates and Technology
Center for SAWS applications pending as of March 2, 2015 and the end of fiscal year
2010. However, the PTO denied this material in full pursuant to Exemption 5 of the
FOIA. Id., ¶ 30, and Exhibit 3-8. Plaintiff appealed the PTO’s withholdings by letter
dated August 19, 2015 and appealed the PTO’s actions as to plaintiff’s requests R4 and
R5, including its failure to produce the records and provide plaintiff with an estimated
cost breakdown for the processing of each request. Id., ¶ 31, and Exhibit 3-9.
The PTO denied plaintiff’s appeal by letter dated September 22, 2015 and stated
that the search for the requested records in request R3 was adequate and that the material
was properly withheld pursuant to FOIA Exemption 5 as it was privileged under the
deliberative process and quasi-judicial privileges. Furthermore, the PTO disregarded
plaintiff’s arguments concerning requests R4 and R5 stating only that he argued “that the
Agency's response to FOIA Request No. F-15-00190 was untimely and, as a
consequence, the Agency may not require the payment of fees associated with the
request.” The PTO stated that it “did not require you to pay fees associated with FOIA
Request No. F -15-00190. Therefore, that aspect of your argument is inapposite.” No
further discussion of the agency’s failure to provide an estimated cost breakdown for
Requests R4 and R5 were provided. Id., ¶ 32, and Exhibit 3-10. Plaintiff emailed the
PTO on November 2, 2015, and informed the PTO he is still interested in requests R4 and
R5. He stated that he believed that the PTO’s failure to process these requests forfeited
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its opportunity to charge any fees. Furthermore, he stated that if it did believe that fees
could be applied, he still sought an estimated cost breakdown for the processing of the
requests. Id., ¶ 33, and Exhibit 3-11.
On December 24, 2015, plaintiff filed the complaint in this action due to the
inadequate searches and withholdings made by the PTO, and its failure to provide records
or even any cost breakdowns or records for Requests R4 and R5. Following the filing of
the Complaint, the PTO processed additional records without charging any fees and made
releases on April 8, 2016, May 12, 2016, June 1, 2016 and June 21, 2016. Id., ¶ 35, and
Exhibit 5.
Argument
DEFENDANT HAS NOT CONDUCTED AN ADEQUATE SEARCH
This Circuit has consistently held that in order to meet its burden of an adequate
FOIA search, an “agency must demonstrate that it has conducted a ‘search reasonably
calculated to uncover all relevant documents.’” Weisberg v. U.S. Department of Justice,
745 F.2d 1476, 1485 (D.C. Cir. 1984) (quoting Weisberg v. Department of Justice, 705
F.2d 1344, 1350-51 (D.C. Cir. 1983). An agency must demonstrate “beyond material
doubt that its search was reasonably calculated to uncover all relevant documents.”
Valencia-Lucena v. United States Coast Guard, 180 F.3d 321, 325 (D.C. Cir. 1999). As
demonstrated below, documents either released by the PTO or in the public domain
indicate that defendant has not conducted an adequate search and must again search for
responsive records.
Initially, very little information was located pursuant to plaintiff’s request of
February 12, 2015, (FOIA Request No. F-15-107). This request sought ten distinct areas
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of information, five of which saw no responsive records produced by defendant. See
Huntington Decl. ¶¶ 34, 36 and Exhibit 4. Specifically, the ten items of the request
sought (by index number):
(1). The biannual SAWS update including a.) all documentation, guidance,
communication, articles or electronically stored emails or information as construed under
Federal Rule of Civil Procedure 34(a)(1)(A) (“Documents”) describing, documenting, or
relating to procedures (including all attachments and templates) issued with respect to
SAWS since this program has been in existence in the mid-1990s;
(2) Biannual SAWS update documents containing legal opinions, reports or
explanations of the statutory bases for the SAWS program and its procedures as furnished
after its first adoption in the mid-1990s and after any subsequent “update” thereof;
(3). Documents directing, instructing, or specifying the action(s) to be taken upon
receiving a notification that “an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report.”;
(4). Information pertaining to complete SAWS Reports, specifically a.)
documents relating to, or instructing the preparation of, the “complete SAWS Report,”
including any listing, identification or explanations of the factors that should be
considered or included in the SAWS Report’s “Impact Statement” since this program has
been in existence in the mid-1990s;
(5) Copies of the “template of the required [SAWS] report” provided in
conjunction with every “update” of the SAWS procedures since this program has been in
existence in the mid-1990s;
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(6). Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically documents relating to, or specifying the conditions, circumstances or
reasons for a TC Director not to forward the completed SAWS Report and instead save it
“for future use,”
(7) Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically documents, routing slips or designations identifying the positions or
functions of persons “in other areas of the PTO” to whom the TC Directors forward the
completed SAWS Reports after having made “the final decision on forwarding the
SAWS report to other areas of the PTO,”
(8) Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically documents relating to, or specifying how the forwarded complete
SAWS Reports are used, assist, or contribute to an identifiable agency decision made by
person(s) “in other areas of the PTO” with respect to the SAWS application;
(9) Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically documents relating to, or specifying how an application previously
flagged under SAWS is removed “from the SAWS database and unflagged” other than by
abandonment or “applicants electing non-sensitive subject matter,” or “applicants
amending the claims to exclude sensitive subject matter” and
(10) Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically documents relating to, or directing examiners’ communication with
applicants through office actions rejecting claims having “sensitive subject matter,” or
suggesting the election of “non-sensitive subject matter,” or amendment of “the claims to
exclude sensitive subject matter.” See Huntington Decl., ¶ 19 and Exhibit 2-1,
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The PTO found no responsive records for index numbers 2, 3, 6, 9 and 10, and
made partial productions of records pertaining to index numbers 1, 4, 5, 7 and 8. See Id.
¶ 36. The PTO has not indicated how the search for these records was conducted. In any
case, no matter how the search was conducted, it was clearly deficient as the PTO’s own
records indicate that records or additional records for all ten items of this request exist.
For index request 1, the table attached to the Huntington Decl. as Exhibit 6-1
demonstrates the sparse PTO production of semiannual SAWS guidelines to examiners,
with documents relating to the SAWS guideline updates prior to 2008 being virtually
non-exisitent. Id. However, documents released by the PTO itself demonstrate that it
instituted periodic semiannual internal dissemination of updated SAWS instructions from
at least 1998. Huntington Decl. ¶ 37 and Exhibit 2-3 at B-27. Indeed, for TC 1600 (and
its predecessors), the PTO found periodic SAWS guidelines starting from 1995. Id. and
Exhibit 6-1. In 2002, The Deputy Commissioner for Patent Operations stated in a
Memorandum to all patent examiners “[e]ach Technology Center will distribute a SAWS
memo to examiners at least semiannually.” Id. and Exhibit 2-2 at B-72 (emphasis
supplied). Thus, earlier records must exist for all TC’s or their predecessors. Other
documents indicate that there were updates to the SAWS process made in each
Technology Center twice a year. Id. and Exhibit 6-2. In fact, records from more recent
years included two updated per year. Id. and Exhibit 6-1. The documents released by the
PTO clearly iindicate that the PTO’s search for responsive records to Index numbers 1-2
of Request No. F-15-107 was clearly not adequate.
Index numbers 4 and 5 of Request No. F-15-107 sought specific items about the
preparation of SAWS reports. Little responsive material was located by the PTO. While
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“templates” from certain years were ultimately produced, no written guidelines for
“impact” criteria for examiners to make the “Impact Statement” were produced. Id. ¶ 38.
As written guidelines would be necessary to make the impact statement, PTO’s search
was clearly not adequate.
Virtually little or no material at all was produced for Index numbers 6, 9 and 10 of
Request No. F-15-107. Id. ¶ 41. These requests sought TC Directors’ decision factors
regarding disposition of SAWS applications including not to forward the competed
SAWS Report and instead keep a SAWS application flagged and save the report for
“future use;” how, if at all, SAWS flags can be removed other than by abandonment or
“applicants electing non-sensitive subject matter.” Or “applicants amending the claims to
exclude sensitive subject matter;” or the legal basis for directing examiners to negotiate
with applicants to make such amendments. Id. and Exhibit 1-1 (“TC takes the action
necessary [which] can include specific claim amendments to address OPLA’s concerns
that Applicant might agree to . . . reinstating a previous [improperly dropped] rejection,
and reopening [prosecution] to apply a new rejection.”). Other documents point to TC
Directors’ undisclosed process and use of SAWS reports. Id. and Exhibit 8. The subjects
of these requests are substantive procedures for which responsive documentation should
exist but were not produced.
Virtually no documented procedures or information on the factors and
considerations or “decisions” (if any) made at “other areas of the PTO,” by PTO
management on the “10th floor,” or by OPLA, were produced in response to Request
Indices 7 and 8. Id. ¶ 42. These procedures would have consequential results in allowing
SAWS applications and apparently then prevent the issuance of patentable claims.
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However, the PTO produced no such documentation. Id. However, documents
indicating the existence of substantive OPLA procedures, presumably existing in writing,
were released and indicate that defendant’s search was insufficient. Id. and Exhibit 7.
Very little information pertaining to Request Indices 16 and 17, which sought
information on the Board of Appeals handling of SAWS information. Id. ¶43. These are
substantive procedures for which responsive documentation should exist but were not
produced. Released documents indicate this as well. For example, released information
demonstrate that in 2005, 10 years after the SAWS program was in place, the PTO
Commissioner informed the Chief Administrative Patent Judge (“APJ”) of the Board of
Appeals that the Board is to be made cognizant of applications that come before it that
are flagged under SAWS. Id. and Exhibit 10. Further, In 2007, the Chief APJ had
requested that SAWS Reports pertaining to such applications be forwarded to the Board
as well. Id. The Board reviews only examiner rejections based on the law and because
examiners do not reject applications that are SAWS—only flag them as such, it is unclear
why the Board should be informed of the SAWS status of any application before it.
What SAWS factors (all non-statutory), or considerations that inform the decisions of the
Board of Appeal is a substantive legal and policy matter that is presumed to exists in
writing. However, no such documentation was produced.

This failure to search for these records in other locations and the fact that the
plaintiff has demonstrated that records exist demonstrate that the PTO failed to conduct a
search that “was reasonably calculated to uncover all relevant documents.” Valencia-

18

Case 1:15-cv-02249-JEB Document 11-1 Filed 08/24/16 Page 19 of 21

Lucena v. United States Coast Guard, 180 F.3d 321, 325 (D.C. Cir. 1999). As such,
defendant should be ordered to conduct additional searches for responsive records.
Further, plaintiff’s request index items 11, 14, and 15 numbered request No. F-1500190 by the PTO sought any numerical summaries on pendency or status, or separately
reporting on issued, pending or abandoned SAWS Applications, including by entity size
since 1994. Huntington Decl. ¶ 39 and Exhibit 4. He also sought SAWS applications
that were flagged for certain time periods. Id. The PTO however, was silent as to the
information for the 1998, 2002 and 2006 dates. Id. The PTO only located the
information for the March 2, 2015 and 2010 dates, even though it withheld them pursuant
to FOIA Exemption 5.2 See Id. and Exhibit 3-8.
Despite its silence, PTO clearly has the information requested. Documents
released by the PTO establish that the agency was using a database as early as at least
January of 2000 to track SAWS applications. The memo states “[t]he SAWS reporting
process is based upon Microsoft Access™ database that has three elements (1) a data
entry screen (2) a compiled database of application information; and (3) an output report
that includes information relating to application identified as SAWS.” Id.¶ 40 and
Exhibit 2-3 at B-26. In 2002, a corps-wide memo showed that SAWS applications were
tracked in PALM and a taks of ‘[f]lagging an identified SAWS application in PALM to
ensure that the case does not issue until the flag has been removed.” Id.¶ 40 and Exhibit
2

Plaintiff contests this withholding, and if the PTO refuses to release the information at
the time it files its motion for summary judgment, will cross-move for summary
judgment on it (and the information for the remaining dates the PTO claims it does not
have that is the subject of this motion). Plaintiff is giving the PTO the opportunity to
rethink its recalcitrance, in light of the FOIA amendments signed into law by President
Obama on June 30, 2016, which requires agencies to release information withheld if there
is no foreseeable harm in its disclosure. As plaintiff is prepared to demonstrate, there is
clearly no foreseeable harm in the release of this information.
19
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2-3 at B-74. Other released documents demonstrated that the PTO had tracked flagged
SAWS applications in the PALM system to automatically prevent mailing allowances
years before 2010. Id.¶ 40 and Exhibit 7.
By its own words, the PTO clearly possessed these records at one time. They do
not claim that they were destroyed. They do not provide any details as to how records for
later years were located but records for earlier years, records that existed at one time,
could not be located. Clearly the search, with information provided by the plaintiff as
detailed by the agency’s own records is insufficient. Weisberg v. U.S. Department of
Justice, 745 F.2d 1476, 1485 (D.C. Cir. 1984)
Furthermore, PTO cannot make a claim of “no records” for the material because it
does not want to provide the records in the electronic format that the records are
maintained in.3 A federal district court in the Northern District of California recently
ruled on this issue and found that producing electronic records that required an agency to
“develop protocols and train staff” to reproduce the material in the format maintained
was not an undue burden on the agency. Public.Resource.Org. v. IRS, 78 F. Supp.3d
1262, 1265-67 (N.D. Cal. 2015). Thus, the electronic records maintained by the PTO
consisting of the lists of application dates of SAWS material for 1998, 2002 and 2006
must be located and released to plaintiff.
Finally, certain documents identified in the Huntington Decl. ¶44 and Exhibit 11
was defective, illegible or not produced in their native Excel electronic form. Plaintiff
provides this information to defendant so that it can reproduce the information in a
legible and readable form.
3

From material released to plaintiff, it electronic format appears to be some version of
Microsoft Access. See Huntington Decl., ¶ 40, Ex. 2-3.
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Conclusion
For the foregoing reasons, plaintiff’s motion for summary judgment on the search
conducted by the PTO should be granted. The PTO should be required to conduct
additional searches for responsive material to Index numbers 1-17 of Exhibit 4 and
provide the information to plaintiff within 30 days from the date ordered.
Dated August 24, 2016
Respectfully submitted,
__________/s/_____________
Scott A. Hodes
(D.C. Bar No. 430375)
P.O. Box 42002
Washington, D.C. 20015
Phone (301) 404-0502
Fax (413) 641-2833

Attorney for Plaintiff
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

R. Danny Huntington,

)
)
Plaintiff,
)
)
v.
)
)
U.S. Department of Commerce,
)
)
Defendant.
)
___________________________________ )

Civil Action No. 15-CV-2249 (JEB)

Declaration of R. Danny Huntington
1.

I am the plaintiff in the above-captioned FOIA suit seeking documents relating to
the Patent and Trademark Office’s (“PTO”) Sensitive Application Warning System
(“SAWS”). I believe that PTO’s search was insufficient as I have discovered documents
that indicate that additional material should be searched for and easily located.

2.

I am an intellectual property attorney. I earned my B.S. in Chemistry, at Indiana
University in 1972, and my J.D., at the George Washington University Law School, in
1976. I have been involved in all phases of intellectual property law, including U.S. and
foreign patent prosecution; litigation in the federal and state courts; licensing; and general
client counseling. I am familiar with all facets of patent prosecution at the U.S. Patent
and Trademark Office (“PTO”), with particular experience in biotechnology and
pharmaceuticals.

3.

The Patent Act establishes the United States Patent and Trademark Office
(“PTO”), 35 U.S.C. § 1, which is responsible for, among other things, “the granting and
issuing of patents.” 35 U.S.C. § 2(a). The Patent Act provides that “[w]hoever invents or
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discovers any new and useful process, machine, manufacture, or composition of matter,
or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of [the patent statute].” 35 U.S.C. § 101.
4.

The Patent Act further provides that “[a] person shall be entitled to a patent
unless” the applicant fails to meet certain patent-eligibility and patentability conditions.
35 U.S.C. § 102. (Emphasis added). Statutory patentability conditions include novelty (§
102), non-obviousness (§ 103), and enabling disclosure (§ 112). To ensure that the
statutory conditions are met, the Patent Act contains a system of patent application
examination by patent examiners in the PTO.

5.

An inventor initially applies for a patent by submitting a written patent application
to the PTO, containing a written description of the invention, drawings (if appropriate),
and one or more numbered claims that define the invention for which a patent is sought.
See 35 U.S.C. §§ 111, 112. The Patent Act requires that the PTO “shall cause an
examination to be made” of the application for an “alleged new invention.” 35 U.S.C. §
131.

6.

If a patent examiner finds “that the application is entitled to a patent under the
law, the [PTO] shall issue a patent therefor.” Id. If a patent examiner rejects a patent
application, the Patent Act requires that the examiner notify the applicant “stating the
reasons for such rejection, or objection or requirement, together with such information
and references as may be useful in judging of the propriety of continuing the prosecution
of his application.” 35 U.S.C. § 132(a).

7.

The examiner’s action must be “complete as to all matters,” 37 C.F.R. § 1.104(b),
including the complete identification and statement of “any objection or requirement.”
2
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37 C.F.R. § 1.104(a). The first rejection is non-final and the applicant may reply by
amendment, argument, and/or evidence, which the examiner must consider before
making a final rejection. 37 C.F.R. §§ 1.111, 1.112.
8.

Should the application be finally rejected by the examiner, the Patent Act
provides for administrative review by the Patent Trial and Appeal Board, 35 U.S.C.
§ 134(a), which prior to the America Invents Act of 2011 was called the Board of Patent
Appeals and Interferences, (“BPAI”).

Upon written appeal, “[t]he [Appeal Board]

shall…review [the] adverse decision of [the] examiner[].” 35 U.S.C. § 6(b)(1).
9.

In or about early December 2014, news reports began to emerge in the media
from unofficial sources that the PTO had a confidential policy and program involving a
secret review process for some pending U.S. patent applications selected based on
internally-created criteria made up by the PTO. The PTO program or policy was known
as the SAWS program.

10.

The SAWS program does not appear to have been adopted by reference to any
specific statutory or regulatory authority, nor does it appear to have been disclosed to the
public by the PTO whether through notice and comment rulemaking, guidance, or
otherwise. Applications designated under the SAWS are “applications which would
potentially generate unwanted media coverage (i.e., news, blogs, forums)” Exhibit 2-3 at
B-89, or “applications containing claims to subject matter which, if issued, would
generate unfavorable publicity for the USPTO,” Id. at B-107, or “applications reciting
processes/systems that PTO employees or IP attorneys practice/use,” Id. at B-55,
“applications with pioneering scope,” Id. at B-49, applications singled out “based on the
identity (i.e., ‘name’) of the inventor or assignee,” Id. at C-7, or applications “with a very
3
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old effective filing date (pre-GATT —before June 8, 1995) with broad claim scope.” Id.
at C-21; B-74. See also Exhibit 1-2 (“All Pre-GATT cases should be flagged as SAWS
and a SAWS report should be prepared if near allowance when you send it up for 10th
floor review.”)
11.

The SAWS program operated since 1994, Exhibit 2-3 at B-019, and was declared
“retired” on March 2, 2015. Id. at B4. Consistent with its acronym, SAWS was said to be
a “warning” system “designed as an information gathering system to apprise various
areas of the PTO of the prosecution of patent applications that include sensitive subject
matter.” Id. at B-31. The SAWS program is intended to “help USPTO personnel in the
Office of the Commissioner for Patents and the Office of Public Relations interact with
the press about applications that may generate a high level of publicity.” Id. at B-32. In
other words, the SAWS list is a purported “Be On the Lookout” or “BOLO” list of
certain patent applications.

12.

The SAWS program operated in secrecy. Examiners were instructed that the
application file “shall not indicate it has been identified as a SAWS application;” that the
“[t]he Office shall not notify Applicant or any other party that any particular application
has been identified as a SAWS application;” that “examiners may not communicate with
the press or public on any application, SAWS or not.” Id. at B-44.

13.

Each Technology Center (“TC”) at the PTO develops and maintains its own
SAWS list of “sensitive” subject matter and criteria. Id. at B-114. Applications that meet
SAWS criteria are “flagged,” or designated, as SAWS in the SAWS database and/or in
the PTO’s Patent Application Locating and Monitoring (“PALM”) System. Id. at B-115;

4
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Exhibit 1-1 (“SAWS TC POC [Point Of Contact] flags the Application as SAWS in
PALM to prevent issuance.”)
14.

Flagging the SAWS application in PALM prevented “mailing at the time of
disposal.” Exhibit 2-3 at B-116; “Flagging an identified SAWS application in PALM to
ensure that the case does not issue until the flag has been removed.” Id. at B-074; Exhibit
1-1 (“The SAWS PALM groupings prevent mailing and [patent] issuance…”). “If during
prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject
matter), the SAWS POC can be notified to remove the application from the SAWS
database and unflag.” Exhibit 2-3 at B-81.

15.

An application flagged as SAWS was examined nonetheless and if it met all
patentability requirements, the examiner allowed the application and a “SAWS Report”
or “SAWS Memo” was to be written at the time of allowance. Id. at B-83. If the “TC
Director reviews the SAWS Memo and determines that it should continue as SAWS,”
Exhibit 1-1, the SAWS Memo and the allowed application is forwarded to the “10th
floor,” to the Office of Patent Legal Administration (“OPLA”) for review. Id. (“SAWS
TC POC forwards the SAWS Memo to Tony Caputa for distribution/review.“)

16.

Upon receiving OPLA’s review, the “TC takes the action necessary [which] can
include specific claim amendments to address OPLA's concerns that Applicant might
agree to … , reinstating a previous (improperly dropped) rejection, and reopening
[prosecution] to apply a new rejection.” Exhibit 1-1.

17.

I believe that SAWS designation substantially delayed or prevented the issuance
of at least some of the SAWS patent applications. Based on records produced by the
5
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PTO, as of March 2010, 45 of the SAWS applications pending (about 7%) were then
pending for more than 10 years. Exhibit 1-3 (adding all cases having an age of more than
120 months).

Pendency at disposition for these applications (if and when it ever

happens) is unknown, but must necessarily be longer than that. For comparison, the
Office’s average pendency at that time for all applications was 35.3 months. See “FY
2010 Performance and Accountability Report,”at12.1
18.

Although the SAWS program was well-known inside the PTO, and an established
and accepted agency policy, there is no record, to my knowledge, of any official public
disclosure by the PTO regarding the SAWS program’s operation between 1994 and 2014.
Also, I am unaware that any patent applicant was ever officially notified by the PTO
when or if their patent application(s) had been placed in the SAWS program or was ever
given information or advised on how to overcome the SAWS program designation.

19.

In order to learn and understand the SAWS process, on February 12, 2015, I
submitted a FOIA request via email to the PTO seeking certain records concerning the
SAWS Program. Specifically, I sought:
(1). The biannual SAWS update including a.) all documentation, guidance,
communication, articles or electronically stored emails or information as construed under
Federal Rule of Civil Procedure 34(a)(1)(A) (“Documents”) describing, documenting, or
relating to procedures (including all attachments and templates) issued with respect to
SAWS since this program has been in existence in the mid-1990s and b.) including

1

www.uspto.gov/sites/default/files/about/stratplan/ar/USPTOFY2010PAR.pdf .
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within the scope of the request any Documents containing legal opinions, reports or
explanations of the statutory bases for the SAWS program and its procedures as furnished
after its first adoption in the mid-1990s and after any subsequent “update” thereof;
(2). Documents directing, instructing, or specifying the action(s) to be taken upon
receiving a notification that “an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report.”;
(3). Information pertaining to complete SAWS Reports, specifically a.)
documents relating to, or instructing the preparation of, the “complete SAWS Report,”
including any listing, identification or explanations of the factors that should be
considered or included in the SAWS Report’s “Impact Statement” since this program has
been in existence in the mid-1990s and b.) copies of the “template of the required
[SAWS] report” provided in conjunction with every “update” of the SAWS procedures
since this program has been in existence in the mid-1990s; and
(4). Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically a.) documents relating to, or specifying the conditions, circumstances
or reasons for a TC Director not to forward the completed SAWS Report and instead save
it “for future use,” b.) documents, routing slips or designations identifying the positions
or functions of persons “in other areas of the PTO” to whom the TC Directors forward
the completed SAWS Reports after having made “the final decision on forwarding the
SAWS report to other areas of the PTO,” c.) documents relating to, or specifying how the
forwarded complete SAWS Reports are used, assist, or contribute to an identifiable
agency decision made by person(s) “in other areas of the PTO” with respect to the SAWS
application, d.) documents relating to, or specifying how an application previously
7
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flagged under SAWS is removed “from the SAWS database and unflagged” other than by
abandonment or “applicants electing non-sensitive subject matter,” or “applicants
amending the claims to exclude sensitive subject matter”, and e.) documents relating to,
or directing examiners’ communication with applicants through office actions rejecting
claims having “sensitive subject matter,” or suggesting the election of “non-sensitive
subject matter,” or amendment of “the claims to exclude sensitive subject matter.”

A

copy of my request is attached herein as Exhibit 2-1.
20.

On March 20, 2015, the PTO responded to my request and assigned it Request
No. F-15-00107.

The PTO indicated that it had located 118 pages responsive to

plaintiff’s request but that certain of the material was being withheld pursuant to FOIA
Exemption 5. The PTO provided administrative appeal rights. A copy of the PTO
response is attached herein as Exhibit 2-2.
21.

By letter dated April 15, 2015, I administratively appealed the PTO’s March 20,
2015 action. A copy of the appeal is attached herein as Exhibit 2-3.

22.

The PTO denied my appeal on May 15, 2015. Specifically, the PTO found that it
had conducted an adequate search for responsive records and certain records had properly
been withheld pursuant to the quasi-judicial privilege and the deliberative process
privilege. A copy of the PTO appeal denial is attached herein as Exhibit 2-4.

23.

On April 30, 2015, I submitted via email, another request referred to as “R3” for
the purposes of this lawsuit.

This request sought reporting separately for each

Technology Center (“TC”), wherein the information for TC 3600 is separated by the
business-method art units (AU 3621-29, 3681-89 and 3691-96) and other remaining art

8
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units, the following information on patent applications designated, flagged, or grouped
under the SAWS (“SAWS Applications”):
a. List of actual filing dates for each SAWS Application pending as of the latest
date available before the retirement of the SAWS program on March 2, 2015;
b. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2010;
c. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2006;
d. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2002; and
e. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 1998.
A copy of this request is attached herein as Exhibit 3-1.
24.

I also submitted via email another FOIA request designated “R4” for the purposes
of this lawsuit on April 30, 2015. This request sought three (3) items. Item 1 concerned
SAWS Applications that are “flagged by the SAWS POC,” by the “SAWS data base
manager,” or removed and “unflagged” by them. It specifically sought:
a. All manuals, instructions, training material, screen-shots, or records relating to,
or describing the “flagging” and “unflagging” of SAWS Applications in the “SAWS
database,” the PALM, or the PALM EXPO systems; and

9
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b. All manuals, instructions, training material, screen-shots, or records relating to,
or describing the exportation of data or generation of reports pertaining to SAWS
Applications from the “SAWS database,” the PALM, or the PALM EXPO systems.
Further, plaintiff sought the PTO, at a minimum, search records and emails of “IT
specialist(s) who maintain the PALM system,” the “SAWS database manager,” and the
TC SAWS POCs including John LeGuyader, Kathleen Bragdon (TC1600), Peter Paras
(TC1600), Patrick Ryan (TC1700), Jill Warden (TC1700), Vincent Trans (TC2100),
Rehana Perveen (TC2100), Emmanuel Moise (TC2400), Tod Swann (TC2400), Daniel
Swerdlow (TC2600), Hien Phan (TC2800), Diane Lee (TC2800), Terry Melius
(TC3600), Robert Weinhardt (TC3600), Thomas Hughes (TC3700), Janet Baxter
(TC3700), Greg Vidovich (TC3700), Henry Yuen (TC3700), Caron Veynar (TC2900),
and Gregory Morse (CRU). Exhibit 3-2.

Item 2 of R4 sought all records, reports, or

emails providing summary reports produced any time from 1994 to 2015 on SAWS
Applications by Technology Centers, including numerical summaries on pendency or
status, or separately reporting on issued, pending, or abandoned SAWS Applications.
Responsive records also include reports on the number of SAWS Applications by TC,
referred to “10th floor/OPLA review.” In searching for responsive records for this
request, the PTO should at least search the records and emails of the persons identified in
relation to Request 1 above, prior SAWS POCs, and of those having overall
responsibility for the SAWS program, including present and past Deputy Commissioners
for Patent Operations. Id. Item 3 of R4 sought, reporting separately for each Technology
Center, wherein the information for TC 3600 is separated by the business-method art
units (AU 3621-29, 3681-89 and 3691-96) and other remaining art units, the following
10
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cumulative information on all SAWS Applications that were so tracked until the
retirement of the SAWS program:
a. for applicants claiming micro entity status, the numbers for issued, abandoned,
and pending SAWS Applications;
b. for applicants claiming small entity status, the numbers for issued, abandoned,
and pending SAWS Applications; and
c. for applicants claiming large entity status, the numbers for issued, abandoned,
and pending SAWS Applications.
A copy of this request is attached herein as Exhibit 3-2.
25.

I submitted a third FOIA request by email on April 30, 2015. This request
designated “R5” sought two items.

Item 1 sought (a) all communication records

concerning Kimberly Jordan becoming the Board’s SAWS Point of Contact, including
job/task description and instructions for her handling and forwarding the SAWS
notifications and SAWS memoranda. Responsive records for this request include
Kimberly Jordan’s own notes or write ups on the subject and (b) all communications,
letters, memoranda, or emails concerning the SAWS program sent to the Board’s
personnel including to Administrative Patent Judges (“APJ”) since 1994 which contain
any alerts to the SAWS program or explanations or instructions for how APJs should use
or consider SAWS flag information or the SAWS memoranda. Item 2 of R5 sought all
post-decisional communications, letters, memoranda, or emails concerning the retirement
of the SAWS program or instructions to TC Directors, TC SAWS POCs, or examiners of
tasks and procedures for terminating or winding down the SAWS program, including

11
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instructions for clearing SAWS flags, or retaining or purging SAWS-related records. A
copy of this request is attached herein as Exhibit 3-3.
26.

By letter dated May 20, 2015, the PTO acknowledged receipt of the three FOIA
requests of April 30, 2015 and assigned them one FOIA number, FOIA No. F-15-00190.
Further, the PTO estimated search and review fees of $5307.55 for the requests. A copy
of the PTO response is attached herein as Exhibit 3-4.

27.

By letter dated June 11, 2015, I requested a breakdown of the fees for all the
distinct requests consolidated by the PTO in FOIA No. F-15-00190. A copy of my letter
is attached herein as Exhibit 3-5.

28.

By letter dated June 19, 2015, I promised to pay $250 to cover the estimated cost
of R3 but again asked for a breakdown of the fees for the remaining requests. A copy of
my letter is attached herein as Exhibit 3-6.

29.

Via email dated June 22, 2015, the PTO acknowledged receipt of my June 19,
2015 letter. A copy of the PTO email is attached herein as Exhibit 3-7.

30.

By letter dated July 24, 2015, the PTO responded to my request R3. The PTO
stated it had located information concerning the filing dates and Technology
Center for SAWS applications pending as of March 2, 2015 and the end of fiscal year
2010. However, the PTO denied this material in full pursuant to Exemption 5 of the
FOIA. A copy of the PTO response is attached herein as Exhibit 3-8.

31.

I appealed the PTO’s withholdings by letter dated August 19, 2015 and also
appealed the PTO’s actions as to my requests R4 and R5, including its failure to produce
the records and provide me with an estimated cost breakdown for the processing of each
request. A copy of the appeal is attached herein as Exhibit 3-9.
12
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32.

The PTO denied my appeal by letter dated September 22, 2015 and stated that the
search for the requested records in request R3 was adequate and that the material was
properly withheld pursuant to FOIA Exemption 5 as it was privileged under the
deliberative process and quasi-judicial privileges. Furthermore, the PTO disregarded my
arguments concerning requests R4 and R5 stating only that he argued “that the Agency's
response to FOIA Request No. F-15-00190 was untimely and, as a consequence, the
Agency may not require the payment of fees associated with the request.” The PTO
stated that it “did not require you to pay fees associated with FOIA Request No. F -1500190. Therefore, that aspect of your argument is inapposite.” No further discussion of
the agency’s failure to provide an estimated cost breakdown for Requests R4 and R5
were provided. A copy of the PTO appeal denial is attached herein as Exhibit 3-10.

33.

I emailed the PTO on November 2, 2015, and informed the PTO that I am still
interested in Requests R4 and R5. I stated that I believed that the PTO’s failure to
process these requests forfeited its opportunity to charge any fees. Furthermore, I stated
that if it did believe that fees could be applied, I still sought an estimated cost breakdown
for the processing of the requests. A copy of the email is attached herein as Exhibit 3-11.

34.

A summary and an index of all my 18 material requests described above are
attached herein as Exhibit 4. The index numbers in the rightmost column are used herein
for a concise reference to pertinent requests.

35.

After filing suit in the above-captioned case, the PTO released additional records
to me. The releases were made on April 8, 2016, May 12, 2016, June 1, 2016 and June
21, 2016. A copy of the releases letters are attached herein as Exhibit 5.

13
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36.

After a review of all the material released by the PTO, I believe the searches done
for material responsive to my requests were not sufficient. The PTO found apparently
responsive records for Request Index 18, found no responsive records for Request Indices
2, 3, 6, 9, and 10, and made partial productions of records pertaining to Request Indices
1, 4, 5, 7, 8 and 12-17. See Exhibit 4. Records released by the PTO, however, indicate
that additional records responsive to these requests exist.

37.

As to incomplete search and production for Request Index 1, the table in Exhibit
6-1 shows the sparse PTO production of the semiannual SAWS guidelines to examiners.
As the table shows, PTO production for SAWS guideline updates earlier than 2008 is
virtually non-existent. However, documents, attached to this declaration demonstrate that
the PTO instituted periodic semiannual internal dissemination of updated SAWS
instructions from at least 1998. (Exhibit 2-3 at B-27). Indeed, for TC 1600 (and its
predecessors), the PTO found periodic SAWS guidelines starting from 1995. Exhibit 6-1.
In 2002, the Deputy Commissioner for Patent Operations stated in a Memo to all
examiners “[e]ach Technology Center will distribute a SAWS memo to examiners at least
semiannually.” (Exhibit 2-3 at B-72) (emphasis supplied). Earlier records must exist for
all TC’s or their predecessors. Other documents released to me indicate that there were
updates to the SAWS process made in each Technology Center twice a year (Exhibit 62). In fact, records from more recent years for which the PTO’s production was more
complete have included two updates per year. Exhibit 6-1.

38.

Request Indices 4 and 5 sought specific items about the preparation of SAWS
reports. Little responsive material was located by the PTO. While “templates” from
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certain years were later produced, no written guidelines for “impact” criteria for
examiners to make the “Impact Statement” were produced.
39.

My Request Indices 11, 14 and 15 sought any numerical summaries on pendency
or status, or separately reporting on issued, pending, or abandoned SAWS Applications,
including by entity size since 1994. I also sought filing dates for SAWS applications that
were so flagged at certain time periods. The PTO did not find responsive information for
the 1998, 2002 and 2006 dates. The PTO located the information only for the March 2,
2015 and 2010 dates, even though it withheld them pursuant to FOIA Exemption 5. See
Exhibit 3-8. The PTO however, was silent as to the information for the 1998, 2002 and
2006 dates. Id.

40.

Despite its silence, the PTO clearly has the information requested for the 1998,
2002 and 2006 dates. Documents released by the PTO establish that the agency was
using a database as early as at least January of 2000 to track SAWS applications. The
memo states “[t]he SAWS reporting process is based upon Microsoft Access™ database
that has three elements (1) a data entry screen (2) a compiled database of application
information; and (3) an output report that includes information relating to application
identified as SAWS.”

Exhibit 2-3 at B-26. In 2002, a corps-wide memo shows that

SAWS applications were tracked in PALM and a task of “[f]lagging an identified SAWS
application in PALM to ensure that the case does not issue until the flag has been
removed.” Id. at B- B-074. Other documents produced to me show that the PTO had
tracked flagged SAWS applications in the PALM system to automatically prevent
mailing allowances years before 2010. Exhibit 7. Had this “safety” facility not been in
place for thousands of SAWS applications before 2010, the PTO would likely have found
15
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records from earlier years responsive to my Request Index 3 which sought (but received
no) records of any communications when “an allowance of a SAWS application is
mistakenly mailed prior to the SAWS report.” Moreover, while post 2010 data was
produced, virtually no data on SAWS applications for the first 15 years of the program’s
operation were produced. It strains credulity to suggest that the PTO management started
receiving SAWS dataonly 15 years after the SAWS program was initiated at the request
of the Assistant U.S. Secretary of Commerce. Exhibit 2-3 at B-019.
41.

Virtually little or no material was produced in response to Request Indices 6, 9,
and 10. These were pertaining to TC Directors’ decision factors regarding disposition of
SAWS applications including not to forward the completed SAWS Report and instead
keep a SAWS application flagged and save the report “for future use;” how, if at all,
SAWS flags can be removed other than by abandonment or “applicants electing nonsensitive subject matter,” or “applicants amending the claims to exclude sensitive subject
matter;” or the legal basis for directing examiners to negotiate with applicants to make
such amendments. See Exhibit 1-1 (“TC takes the action necessary [which] can include
specific claim amendments to address OPLA's concerns that Applicant might agree to …
, reinstating a previous (improperly dropped) rejection, and reopening [prosecution] to
apply a new rejection.”)

These are substantive procedures for which responsive

documentation should exist but were not produced, and Exhibit 8 lists documents
referring to such TC Directors’ undisclosed process and use of SAWS Reports.
42.

Virtually no documented procedures or information on the factors and
considerations or “decisions” (if any) made at “other areas of the PTO,” by PTO
management on the “10th floor,” or by OPLA, were produced in response to Request
16
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Indices 7 and 8. These procedures have the most consequential results to allowed SAWS
applications and apparently prevent issuance of patentable claims. Documents indicating
the existence of substantive OPLA procedures that are presumed to exist in writing are
attached herein in Exhibit 7. However, the PTO produced no such documentation.
43.

Request Indices 16 and 17 sought information on the Board of Appeals handling
of SAWS information but very little was produced. These are substantive procedures for
which responsive documentation should exist but were not produced. For example,
documents produced to me included in Exhibit 10 show that in 2005, 10 years after the
SAWS program was in place, the PTO Commissioner informed an Administrative Patent
Judge (“APJ”) of the Board of Appeals that the Board is to be made cognizant of
applications that come before it that are flagged under SAWS. And in 2007, that APJ had
requested that SAWS Reports pertaining to such applications be forwarded to the Board
as well. Id. The Board reviews only examiner rejections based on the law and because
examiners do not reject applications that are SAWS—only flag them as such, it is unclear
why the Board should be informed of the SAWS status of any application before it.
What SAWS factors (all non-statutory), or considerations that inform the decisions of the
Board of Appeal is a substantive legal and policy matter that is presumed to exists in
writing. However, no such documentation was produced.

44.

Responsive documents that were produced in part, that are defective, illegible or
otherwise not produced in their native Excel electronic form are listed in Exhibit 11 so
that the PTO can reproduce them in their entirety and in legible and readable form.

17
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I declare under penalty of perjury that the foregoing is true and correct.

Date: August 24, 2016

Respectfully submitted,

_______________________
R. Danny Huntington
Plaintiff
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Exhibit 1
The SAWS Program
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FOIA Production Report

Exhibit 1-1
PTO Internal SAWS process flow chart.
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Exhibit 1-2
Pre-GATT applications are to be flagged as SAWS.

23

Case 1:15-cv-02249-JEB Document 11-3 Filed 08/24/16 Page 6 of 15
Corcoran, Gladys

From:

Corcoran, Gladys

Sent:

Friday, August 02, 2013 3:20 PM

To:

Warden, Jill; Ryan, Patrick

Cc:

Young, Karen; Eyler, Yvonne

Subject:

Pre Gatt cases not on SAWS

Just closing the loop.
The following Pre-Gatt cases in our TC will need to be put on the SAWs list and sent up to the 10 th

floor for review. OPLA now is required to review all Pre -Gatt cases.
Thanks,
Gladys

Case 1:15-cv-02249-JEB Document 11-3 Filed 08/24/16 Page 7 of 15
LeGuyader, John

From:

LeGuyader, John

Sent:

Friday, August 02, 2013 3:32 PM

To:

Warden, Jill; Ryan, Patrick

Cc:

Young, Karen; Corcoran, Gladys; Eyler, Yvonne

Subject:

Re: Pre GATT/SAWS applications

All Pregatt cases should be flagged as SAWS and a SAWS report should be prepared if near allowance when you
send it up for 10th floor review.

From: Koenig, Andrew
Sent: Friday, August 02, 2013 03:25 PM Eastern Standard Time
To: Warden, Jill; Ryan, Patrick
Cc: LeGuyader, John; Young, Karen; Corcoran, Gladys; Eyler, Yvonne; Dwyer, James; Morse, Gregory; Kim, Charles
Subject: Pre-GATT/SAWS applications

Jill and Patrick - - The following Pre-GATT applications have been identified as being allowed (b) (5)

(b) (5)

. This is just a reminder that these cases should be marked as SAWS for OPLA review.

If you have any questions, please feel free to contact me or John Leguyader. Many thanks,
Drew

and
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Heaton, John (Ricou)
From:
Sent:
To:
Cc:

Subject:

LeGuyader, John
Monday, August 05, 2013 9:05 AM
Patent Directors
Barrett, Thomas; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Phan, Hien; Jones,
Deborah (Art Unit 3991); Lee, Diane; Morse, Gregory; Ryan, Patrick; Paras, Peter;
Schechter, Andrew; Simmons, Ian; Melius, Terry; Swann, Tod; Trans, Vincent; Warden,
Jill; Weinhardt, Robert; Yucel, Irem; Yuen, Henry; Bragdon, Kathleen
All Pre-GATT cases are SAWS

Importance:

High

Hi All – This is a reminder that all pre‐GATT cases should be flagged as a SAWS. This was announced by the ADCs at POC
several months ago and an expectation of the Agency Director. You may wish to prepare a SAWS report, an item your
TC SAWS POC will assist in (see the cc line of this email for you SAWS POC). A SAWS report is necessary when brining to
the attention of the 10th floor any SWAS you intend to allow.

This recently came to the attention of Rea and the 10th floor when several pre‐GATT cases in two different TC had not be
flagged as SAWS. As an FYI, Rae meets regularly with Dwyer on pre‐GATT case updates.

1
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FOIA Production Report

Exhibit 1-3
Age distribution of SAWS Applications as of March
2010.
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Brown, Peter Toby

From:

Brown, Peter Toby

Sent:

Friday, March 19, 2010 8:23 AM

To:

LeGuyader, John; Bragdon, Kathleen; Wiley, David

Cc:

Fitzpatrick, David

Subject:

RE: SAWS application numbers for pendency

Attachments:

SAWS Pending Inventory.xls

From: LeGuyader, John
Sent: Thursday, March 18, 2010 7:17 PM
To: Bragdon, Kathleen; Wiley, David
Cc: Brown, Peter Toby; Fitzpatrick, David
Subject: Re: SAWS application numbers for pendency
Dave and Toby will leave to you for pendency calculations. But I suggest you ask Bob Stoll and Peggy precisely what
measures they want to see. Will nudge the remaining areas.
Thanks Kathleen for helping to pull this together.

From: Bragdon, Kathleen
To: LeGuyader, John; Wiley, David
Cc: Brown, Peter Toby; Fitzpatrick, David
Sent: Thu Mar 18 19:09:18 2010
Subject: SAWS application numbers for pendency

This is all the data we could pull together by COB Thursday.
631 application numbers flagged as SAWS with all but 2900 (approx 25 more cases) and

3600 (approx 29 more cases) reporting. Only other caveat is that 1600 hasn't double checked
these numbers and their seems to be fewer in the flagged system than in their database. So 1600
is cross- checking. But in the mean time...
631 cases flagged as SAWS - all application numbers in ALL tab. Individual TCs also
listed.
About 9 applications on the 10th floor (though not confirmed, and 1600 has the most with 8).

I think the plan was to pull pendency numbers for the list of 631 and get an average? I'm hoping
Toby can do that??? Also, I think some TCs keep abandoned cases flagged (in case they're
revived) so you may want to pull those out before you do an average pendency number.
I will update tomorrow if I hear back from 2900 and 3600 and any corrections from 1600 as
necessary.
Kathleen
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Application STAT GrouAge in MonCount
UPR

Allowed

16

1

UPR

Allowed

36

1

UPR

Allowed

41

1

UPR

Allowed

45

1

UPR

Allowed

46

1

UPR

Allowed

51

2

UPR

Allowed

53

1

UPR

Allowed

54

1

UPR

Allowed

62

2

UPR

Allowed

63

3

UPR

Allowed

64

2

UPR

Allowed

66

1

UPR

Allowed

67

1

UPR

Allowed

68

1

UPR

Allowed

71

1

UPR

Allowed

72

1

UPR

Allowed

73

1

UPR

Allowed

78

1

UPR

Allowed

81

1

UPR

Allowed

82

1

UPR

Allowed

83

1

UPR

Allowed

85

2

UPR

Allowed

88

2

UPR

Allowed

96

1

UPR

Allowed

98

1

UPR

Allowed

102

1

UPR

Allowed

105

1

UPR

Allowed

110

1

UPR

Allowed

114

1

UPR

Allowed

178

8

UPR

Appeal

37

1

UPR

Appeal

38

1

UPR

Appeal

39

1

UPR

Appeal

43

4

UPR

Appeal

46

2

UPR

Appeal

52

1

UPR

Appeal

58

2

UPR

Appeal

59

1

UPR

Appeal

60

1

UPR

Appeal

63

2

UPR

Appeal

69

2

UPR

Appeal

70

2

UPR

Appeal

71

1

UPR

Appeal

72

1

UPR

Appeal

73

1

UPR

Appeal

76

1
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UPR

Appeal

79

1

UPR

Appeal

81

3

UPR

Appeal

82

1

UPR

Appeal

85

2

UPR

Appeal

87

2

UPR

Appeal

88

2

UPR

Appeal

90

2

UPR

Appeal

93

1

UPR

Appeal

98

1

UPR

Appeal

104

1

UPR

Appeal

106

1

UPR

Appeal

108

2

UPR

Appeal

109

1

UPR

Appeal

111

2

UPR

Appeal

115

1

UPR

Appeal

117

2

UPR

Appeal

119

1

UPR

Appeal

121

1

UPR

Appeal

122

1

UPR

Appeal

126

1

UPR

Appeal

132

3

UPR

Appeal

135

1

UPR

Appeal

178

2

UPR

New

6

1

UPR

New

7

1

UPR

New

10

2

UPR

New

11

2

UPR

New

12

1

UPR

New

13

1

UPR

New

14

3

UPR

New

15

4

UPR

New

16

2

UPR

New

17

4

UPR

New

18

4

UPR

New

19

2

UPR

New

20

2

UPR

New

21

6

UPR

New

22

4

UPR

New

23

2

UPR

New

24

2

UPR

New

26

2

UPR

New

27

1

UPR

New

28

6

UPR

New

29

1

UPR

New

30

2

UPR

New

31

1

UPR

New

32

2
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UPR

New

33

2

UPR

New

35

1

UPR

New

36

1

UPR

New

37

1

UPR

New

38

1

UPR

New

41

3

UPR

New

42

2

UPR

New

43

1

UPR

New

46

1

UPR

New

47

1

UPR

New

50

1

UPR

New

54

1

UPR

New

55

2

UPR

New

56

1

UPR

New

57

1

UPR

New

59

1

UPR

New

68

2

UPR

New

70

1

UPR

New

92

1

UPR

New

119

1

UPR

New

178

1

UPR

Post FA

1

1

UPR

Post FA

6

1

UPR

Post FA

9

2

UPR

Post FA

11

1

UPR

Post FA

13

1

UPR

Post FA

16

1

UPR

Post FA

17

1

UPR

Post FA

18

2

UPR

Post FA

21

3

UPR

Post FA

24

2

UPR

Post FA

26

3

UPR

Post FA

27

1

UPR

Post FA

28

2

UPR

Post FA

29

5

UPR

Post FA

30

3

UPR

Post FA

31

2

UPR

Post FA

32

5

UPR

Post FA

33

1

UPR

Post FA

34

5

UPR

Post FA

35

6

UPR

Post FA

36

6

UPR

Post FA

37

5

UPR

Post FA

38

3

UPR

Post FA

39

6

UPR

Post FA

40

2

UPR

Post FA

41

4
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UPR

Post FA

42

3

UPR

Post FA

43

6

UPR

Post FA

44

5

UPR

Post FA

45

4

UPR

Post FA

46

2

UPR

Post FA

47

4

UPR

Post FA

48

3

UPR

Post FA

49

2

UPR

Post FA

50

5

UPR

Post FA

51

2

UPR

Post FA

52

1

UPR

Post FA

53

2

UPR

Post FA

54

5

UPR

Post FA

55

2

UPR

Post FA

56

3

UPR

Post FA

57

4

UPR

Post FA

58

3

UPR

Post FA

59

1

UPR

Post FA

60

2

UPR

Post FA

61

5

UPR

Post FA

62

1

UPR

Post FA

63

4

UPR

Post FA

64

1

UPR

Post FA

65

7

UPR

Post FA

66

2

UPR

Post FA

67

6

UPR

Post FA

68

2

UPR

Post FA

69

2

UPR

Post FA

70

1

UPR

Post FA

71

3

UPR

Post FA

72

1

UPR

Post FA

73

2

UPR

Post FA

74

3

UPR

Post FA

77

1

UPR

Post FA

78

4

UPR

Post FA

79

1

UPR

Post FA

80

1

UPR

Post FA

81

2

UPR

Post FA

82

2

UPR

Post FA

85

1

UPR

Post FA

86

2

UPR

Post FA

87

2

UPR

Post FA

88

3

UPR

Post FA

89

2

UPR

Post FA

90

1

UPR

Post FA

91

1

UPR

Post FA

92

2
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UPR

Post FA

93

1

UPR

Post FA

94

1

UPR

Post FA

96

2

UPR

Post FA

97

1

UPR

Post FA

99

1

UPR

Post FA

100

1

UPR

Post FA

103

1

UPR

Post FA

104

1

UPR

Post FA

106

2

UPR

Post FA

108

1

UPR

Post FA

109

3

UPR

Post FA

112

1

UPR

Post FA

114

1

UPR

Post FA

117

1

UPR

Post FA

119

3

UPR

Post FA

122

1

UPR

Post FA

137

1

UPR

Post FA

178

20

UPR

Post FA

192

1

UPR

Post FA

199

1

UPR

Post FA

217

1

UPR

Post FA

232

1

UPR

Post FA

234

1

UPR

Post FA

238

1

UPR

Post FA

288

1

UPR

Post FA

323

1

UPR

Post FA

406

1
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Exhibit 2
FOIA Request Record for F-15-00107
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Exhibit 2-1
Request of February 12, 2015.
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Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

February 12, 2015

Re: Freedom of Information Act Request - Materials Relating to the SAWS Program
The following request for information is made under the Freedom of Information Act,
5 U.S.C. § 552. The U.S. Patent and Trademark Office (“PTO”) has recently released
information concerning its so-called Sensitive Application Warning System (“SAWS”).
According to a PTO memorandum obtained in response to a FOIA request1 (the “Response”), the
SAWS program applies to “patent applications that include sensitive subject matter” and flags
such applications on a database for additional levels of review. Michelle K. Lee, Acting Director
of the PTO, testified that the “SAWS program has been in existence since the mid-1990s.”2
Accordingly, please provide the following requested information, wherein “and” and “or” as
used herein shall be construed both conjunctively and disjunctively in order to bring within the
scope of these requests any document that would otherwise not be brought within its scope:
1.
The Response indicates that SAWS procedures are reissued biannually: “The following
overview presents our current procedure. Please forward this biannual update to all staff. SPEs
are required to discuss the nature of the program and the process with their examiners in their
next Art Unit meeting following receipt of the updated SAWS materials.” Response, pdf p4.
a. Please provide all documentation, guidance, communication, articles or electronicallystored emails or information as construed under Federal Rule of Civil Procedure
34(a)(1)(A) (“Documents”) describing, documenting, or relating to procedures
(including all attachments and templates) issued with respect to SAWS since this
program has been in existence in the mid-1990s.
b. For avoidance of any doubt, the two requests above should be construed as bringing
within their scope any Documents containing legal opinions, reports or explanations of
the statutory bases for the SAWS program and its procedures as furnished after its first
adoption in the mid-1990s and after any subsequent “update” thereof.
2.
The Response instructs that “If an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report, the SAWS POC should be notified immediately.” Response, pdf
pp4-5, (emphasis in original). Please provide all Documents directing, instructing, or specifying
the action(s) to be taken upon receiving a notification that “an allowance of a SAWS application
is mistakenly mailed prior to the SAWS report.”
3.
The Response states: “Upon allowance of a SAWS application, a complete SAWS report
must be completed by the home SPE, including an Impact Statement, and then forwarded to the
SAWS POC as a Word document attachment. A template of the required report is attached
hereto; an electronic copy can be obtained from the SAWS POC, SAWS QAS, or via
SharePoint.” Response, pdf p5.
a. Please provide all Documents relating to, or instructing the preparation of, the
“complete SAWS Report,” including any listing, identification or explanations of the
factors that should be considered or included in the SAWS Report’s “Impact
Statement” since this program has been in existence in the mid-1990s.
1
2

PTO response F-15-00004, Oct. 9, 2014 http://ipwatchdogs.com/materials/SAWS-FOIA-Respose.pdf
Responses to Questions for the Record for Michelle K. Lee, U.S. Senate, submitted Jan. 9, 2015, p5.

1
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b.

Please provide copies of the “template of the required [SAWS] report” provided in
conjunction with every “update” of the SAWS procedures since this program has been
in existence in the mid-1990s.

4.
The Response indicates that the SAWS Report is completed “upon allowance of a SAWS
application,” Id., and that the “SAWS report is then considered by the TC Director before it is
forwarded to various areas of the PTO for consideration/comment,” Id., and that “In the event
that a SAWS report is not forwarded [by the TC Director], the information is saved for future
use. If forwarded, any further questions from other areas of PTO concerning the subject matter
and/or prosecution would [be] addressed via the SAWS POC and/or SAWS QAS.” Response,
pdf p6.
a. Please provide all Documents relating to, or specifying the conditions, circumstances or
reasons for a TC Director not to forward the completed SAWS Report and instead save
it “for future use.”
b. Please provide all Documents, routing slips or designations identifying the positions or
functions of persons “in other areas of the PTO” to whom the TC Directors forward the
completed SAWS Reports after having made “the final decision on forwarding the
SAWS report to other areas of the PTO.”
c. Please provide all Documents relating to, or specifying how the forwarded complete
SAWS Reports are used, assist, or contribute to an identifiable agency decision made
by person(s) “in other areas of the PTO” with respect to the SAWS application.
d. Please provide all Documents relating to, or specifying how an application previously
flagged under SAWS is removed “from the SAWS database and unflagged” other than
by abandonment or “applicants electing non-sensitive subject matter,” or “applicants
amending the claims to exclude sensitive subject matter.” Response, pdf p4.
e. Please provide all Documents relating to, or directing examiners’ communication with
applicants through office actions rejecting claims having “sensitive subject matter,” or
suggesting the election of “non-sensitive subject matter,” or amendment of “the claims
to exclude sensitive subject matter.”
If this request is denied in whole or in part, we ask that, consistent with the burden on
“the agency to sustain its action,” 5 U.S.C. § 552(a)(4)(B), the PTO provide an index of located
responsive but withheld information by (1) identifying each information segment withheld; (2)
stating the statutory exemption claimed; and (3) explaining how disclosure of each withheld
information segment would damage the interests protected by the claimed exemption.
If no document exists for any enumerated request or subpart, please affirmatively so
state. If some responsive documents are readily available and others may be delayed, kindly
produce available documents promptly.
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Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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PTO response of March 20, 2015.
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March 20, 2015
VIA EMAIL
R. Danny Huntington
Rothwell, Figg, Ernest & Manbeck, P.C.
607 14th Street N.W.
Washington, DC 20005
RE:

Freedom of Information Act (FOIA) Request No. F-15-00107

Dear Mr. Huntington:
The United States Patent and Trademark Office (USPTO) FOIA Office has received your e-mail
dated February 13, 2015 requesting, under the provisions of the Freedom of Information Act, 5
U.S.C. § 552, a copy of:
1. The Response indicates that SAWS procedures are reissued biannually: "The following
overview presents our current procedure. Please forward this biannual update to all staff. SPEs
are required to discuss the nature of the program and the process with their examiners in their
next Art Unit meeting following receipt of the updated SAWS materials." Response, pdf p4.

a.

b.

Please provide all documentation, guidance, communication, articles or electronically
stored emails or information as construed under Federal Rule of Civil Procedure
34(a)(l)(A) ("Documents") describing, documenting, or relating to procedures (including
all attachments and templates) issued with respect to SAWS since this program has been
in existence in the mid-1990s.
For avoidance of any doubt, the two requests above should be construed as bringing
within their scope any Documents containing legal opinions, reports or explanations of the
statutory bases for the SAWS program and its procedures as furnished after its first
adoption in the mid- l 990s and after any subsequent "update" thereof.

2. The Response instructs that "If an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report, the SAWS POC should be notified immediately." Response, pdf
pp4-5, (emphasis in original). Please provide all Documents directing, instructing, or specifying the
action(s) to be taken upon receiving a notification that "an allowance of a SAWS application is
mistakenly mailed prior to the SAWS report."
3. The Response states: "Upon allowance of a SAWS application, a complete SAWS report
must be completed by the home SPE, including an Impact Statement, and then forwarded to the
SAWS OC as a Word document attachment. A template of the required report is attached
hereto; an electronic copy can be obtained from the SAWS POC, SAWS QAS, or via
SharePoint." Response, pdf pS.
a.

Please provide all Documents relating to, or instructing the preparation of, the
"complete SAWS Report," including any listing, identification or explanations of the
factors that should be considered or included in the SAWS Report's "Impact
Statement " since this program has been in existence in the mid-l990s.

B-001
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b.

Please provide copies of the "template of the required [SAWS] report" provided in
conjunction with every "update" of the SAWS procedures since this program has been in
existence in the mid-1990s.

4. The Response indicates that the SAWS Report is completed "upon allowance of a SAWS

application," Id., and that the "SAWS report is then considered by the TC Director before it is
forwarded to various areas of the PTO for consideration/comment," Id., and that "In the event
that a SAWS report is not forwarded [by the TC Director], the information is saved for future
use. If forwarded, any further questions from other areas of PTO concerning the subject matter
and/or prosecution would [be] addressed via the SAWS POC and/or SAWS QAS." Response,
pdf p6.

a.

Please provide all Documents relating to, or specifying the conditions, circumstances or
reasons for a TC Director not to forward the completed SAWS Report and instead save it
"for future use."

b.

Please provide all Documents, routing slips or designations identifying the positions or
functions of persons "in other areas of the PTO" to whom the TC Directors forward the
completed SAWS Reports after having made "the final decision on forwarding the
SAWS report to other areas of the PTO."

c.

Please provide all Documents relating to, or specifying how the forwarded complete
SAWS Reports are used, assist, or contribute to an identifiable agency decision made by
person(s) "in other areas of the PTO" with respect to the SAWS application.
Please provide all Documents relating to; or specifying how an application previously
flagged under SAWS is removed "from the SAWS database and unflagged" other than by
abandonment or "applicants electing non-sensitive subject matter," or "applicants
amending the claims to exclude sensitive subject matter." Response, pdf p4.
Please provide all Documents relating to, or directing examiners' communication with
applicants through office actions rejecting claims having "sensitive subject matter," or
suggesting the election of "non-sensitive subject matter," or amendment of "the claims to
exclude sensitive subject matter."

d.

e.

The USPTO has identified one hundred eighteen (118) pages of documents that are responsive to
your request and are releasable. Portions of these documents, however, have been redacted
pursuant to Exemption (b)(5) of the FOIA (Exemption 5).
Exemption 5 of the FOIA excludes from disclosure “inter-agency or intra-agency memorandums
or letters which would not be available by law to a party other than an agency in litigation with
the agency.” 5 U.S.C. § 552(b)(5). This exemption applies to information that is “normally
privileged in the civil discovery context” and “Congress had the Government’s executive
privilege specifically in mind in adopting Exemption 5.” See NLRB v. Sears, Roebuck & Co.,
421 U.S. 132, 149 (1975). The executive privilege includes several types of privileges; include a
quasi-judicial privilege and the deliberative process privilege. See Sikorsky Aircraft Co. v. U.S.,
106 Fed.Cl. 571, 575-576 (Fed.Cl. 2012).
The quasi-judicial privilege protects from disclosure the mental processes of officials who are
exercising a quasi-judicial function. See Western Electric Co. v. Piezo Technology, 860 F.2d
428, 431 (Fed. Cir. 1988); see also Grasty v. U.S. Patent & Trademark Office, 2005 WL
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1155753, *5 (E.D. Pa. 2005) (a government official exercising quasi-judicial functions is entitled
to quasi-judicial immunity). A failure to protect these mental processes from disclosure would be
destructive of the responsibility of officials engaging in quasi-judicial proceedings. See Morgan
v. United States, 313 U.S. 409, 422 (1941). As a result, the decision-making process by officials
acting in a quasi-judicial capacity would be disrupted and an agency’s adjudicative functions
would be impaired. See Western Electric at 432-433. This privilege, therefore, serves to protect
the integrity of an agency’s adjudicative process. See Morgan at 422.
Patent examiners have long been recognized as being quasi-judicial officials who perform a
quasi-judicial function when examining patent applications. See Butterworth v. United States,
112 U.S. 50, 67 (1884); U.S. v. American Bell Telephone, 128 U.S. 315, 363; and Chamberlin v.
Isen, 779 F.2d 522, 524 (9th Cir. 1985). As a result, the mental processes of patent examiners
during the course of examining a patent application are protected by this privilege. See Western
Electric at 431 and Rein v. U.S. Patent & Trademark Office, 553 F.3d 353, 373 (4th Cir. 2009).
This privilege would preclude, for example, disclosing information relevant to an examiner’s
thought process in arriving at a decision. See Western Electric at 432. The documents being
provided to you have been redacted to remove material that identifies patent applications that
have been placed in SAWS as that material would provide information about the mental
processes of patent examiners who are performing an adjudicatory function as they review patent
applications. This type of information is protected from disclosure by the quasi-judicial privilege.
As a result, identifying particular patent applications that have been placed in SAWS would
reveal information protected from disclosure pursuant to the quasi-judicial privilege under
Exemption 5.
Exemption 5 of the FOIA also protects an agency’s deliberative process privilege. See Mapother
v. Dep’t of Justice, 3 F.3d 1533, 1537 (D.C. Cir. 1993). This privilege applies to documents,
which reflect “advisory opinions, recommendations and deliberations comprising part of a
process by which governmental decisions and policies are formulated.” NLRB v. Sears, Roebuck
& Co., 421 U.S. 132, 150 (1975), quoting Carl Zeiss Stiftung & Co. v. V.E.B. Carl Zeiss, Jena,
40 F.R.D. 318, 324 (D.D.C. 1966). Pre-decisional, deliberative documents or comments “are at
the heart of Exemption 5, and sanctioning release of such material would almost certainly have a
chilling effect on candid expression of views by subordinates [within an agency].” Schell v.
Dep’t of Health and Human Servs, 843 F.2d 933, 942 (6th Cir. 1988).
The redacted material contains predecisional deliberations that predate USPTO’s decision on a
patent application. See e.g., Judicial Watch, Inc. v. FDA, 449 F.3d 141, 151 (D.C. Cir. 2006) (A
document is “predecisional” if it is “generated before the adoption of an agency policy.”). SAWS
is an information gathering system applied to pending patent applications identified as being
sensitive in nature. The process by which USPTO employees determine whether a patent
application contains information that would trigger a SAWS review constitutes part of the
deliberative process involved in evaluating patent applications. These types of internal
deliberations are essential to ensuring that the final decisions reached during examination are
correct. As a result, identifying particular patent application that have been flagged for inclusion
in SAWS would reveal information protected from disclosure pursuant to Exemption 5.

B-003
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You have the right to appeal this initial decision to the General Counsel, United States Patent and
Trademark Office, P.O Box 1450, Alexandria, VA 22313-1450. An appeal must be received
within 30 calendar days from the date of this letter. See 37 C.F.R. § 102.10(a). The appeal must
be in writing. You must include a copy of your original request, this letter, and a statement of
the reasons why the information should be made available and why this initial denial is in error.
Both the letter and the envelope must be clearly marked "Freedom of Information Appeal."
You may also be interested to know that the USPTO announced on March 2, 2015, that SAWS
has been retired: http://www.uspto.gov/patent/initiatives/patent-application-initiatives/sensitiveapplication-warning-system.
Sincerely,

Ricou Heaton
FOIA OFFICER
Office of General Law
Enclosure

B-004
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Administrative appeal of April 15, 2015.
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General Counsel,
United States Patent and Trademark Office,
PO Box 1450,
Alexandria, Virginia 22313-1450

April 15, 2015

FREEDOM OF INFORMATION APPEAL
Certified mail-return receipt requested
Re: Freedom of Information Act Request No. F-15-00107 - Materials Relating to the SAWS
Program
Dear FOIA Officer:
This is an appeal under 5 U.S.C. § 552(a)(6), concerning the U.S. Patent and Trademark Office’s
(“PTO”) refusal to disclose information within its control concerning the PTO’s so-called
Sensitive Application Warning System (“SAWS”). Appellant’s request made by e-mail dated
February 13, 2015 was designated by the PTO as request No. F-15-00107 and is attached hereto
as Attachment A. The PTO FOIA response letter dated March 20, 2015 (“Production”) is in
Attachment B hereto. Unfortunately, the PTO has denied disclosure of much of the requested
material and released only 118 pages (included in Attachment B).

Furthermore, the PTO

redacted some of these pages in their entirety, claiming FOIA Exemption 5, the privilege
exemption in 5 U.S.C. § 552(b)(5). The PTO's refusal to disclose certain requested items
violates the federal Freedom of Information Act, 5 U.S.C. § 552 et seq., as amended (“FOIA”).
This letter is a timely appeal under 5 U.S.C. § 552(a)(6) and pursuant to 37 C.F.R. § 102.10, in
response to the PTO's denial in part of the FOIA request.

This appeal concerns two types of responsive information that the PTO improperly withheld
from disclosure: the first is information within its control which the PTO failed to identify as
responsive and releasable; the second is information which the PTO identified as responsive but
exempt from disclosure under the “deliberative process” exemption in 5 U.S.C. § 552(b)(5).
These two types are addressed separately below.

1
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1

THE PTO FAILED TO IDENTIFY RESPONSIVE AND RELEASABLE INFORMATION
WITHIN ITS CONTROL.

The Production fails to identify and disclose responsive and releasable information within the
PTO’s control either because the PTO refuses to reveal facts about its previously-kept secret
SAWS program or because of failure to perform a proper search.

The PTO bears the burden of showing that its search was calculated to uncover all relevant
documents. Steinberg v. United States Dep't of Justice, 23 F.3d 548, 551 (D.C.Cir.1994). “An
agency fulfills its obligations under FOIA if it can demonstrate beyond material doubt that its
search was ‘reasonably calculated to uncover all relevant documents.’” Valencia–Lucena v.
Coast Guard, 180 F.3d 321, 325 (D.C.Cir.1999) (citations omitted); see also Steinberg, 23 F.3d
548 at 551. The D.C. Circuit Court of Appeals held that agencies are required “to make more
than perfunctory searches and, indeed, to follow through on obvious leads to discover requested
documents.” Valencia–Lucena, 180 F.3d at 325. The PTO “cannot limit its search to only one or
more places if there are additional sources that are likely to turn up the information requested.”
Id. (citations and internal quotes omitted). “As the relevance of some records may be more
speculative than others, the proper inquiry is whether the requesting party has established a
sufficient predicate to justify searching for a particular type of record.” Campbell v. United
States Dep't of Justice, 164 F.3d 20, 28 (D.C.Cir.1998).

As explained below, the Appellant established, and the PTO had, ample predicates and evidence
that it has particular responsive records and in any event it should have “follow[ed] through on
obvious leads to discover requested documents.” Each of Appellant’s pertinent original requests
is discussed below using the request number designator as used in the original request.
1.1

Request 1

Because the SAWS program required periodic updates of criteria and procedures, and due to the
examiner churn wherein new examiners were to be informed of and trained in the SAWS
program, the PTO had instituted periodic internal dissemination of written SAWS instructions.
Evidence in the Production suggests that periodic updates were in place since at least 19981 and a
2002 corps-wide memo from Esther Kepplinger, then Deputy Commissioner for Patent
Operations, instructed that “[e]ach Technology Center will distribute a SAWS memo to
1

See TC 1600’s SAWS instructions from 2000 referring to a 1998 instructions. Attachment B at B-27.
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examiners at least semiannually.” B-72 (emphasis supplied). “Updates to the SAWS process are
made in each TC twice a year.” B-42. “Midyear Reminder” memos were distributed. B-99. TC
SAWS memos indicate that updates for each Technology Center (“TC”) were issued biannually.
See Corps at B-80; TC1600 at B-81; TC1700 at B-86; TC2400 at B-95; TC2800 at B-104;
TC2900 at B-110. The Production contains no memo or instructions calling for reducing the rate
of SAWS reminders to a rate below that established in 2002 by Deputy Commissioner
Kepplinger. Indeed, Midyear Reminders were still used in 2012. B-99.
Therefore, in response to Appellant’s Request 1, in an informed, detailed search of likely
sources, the PTO should have been able to locate and produce copies of SAWS instructions for
each TC (either as semiannual reminders or updates) dated no less frequently than biannually
since 1998. Unfortunately, even if the term biannual is interpreted most liberally to mean every
two years rather than “twice a year,” Table 1 shows that the Production disclosed only a small
fraction of such memos and reminders.
Table 1. SAWS Memos or Reminders in the PTO Production by TC (indicated by page number in Attachment B).
TC
FY

1600

1700

2100

2400

2600

2800

2900

3600

3700

1994

Corps
B17-21

1996
1998
2000

B26-27

2002

B72-76

2004
2006

C18-21

2008

B77-79

2010
2012

B81-85

a

B86-90

b

B91-94

c

B95-98

B99-103

B104-109

B110-113

B114-118

b

B119-122

2014
Notes: (a) Topic list in FY 2012 with tutorial written in FY 2013; (b) Presented in January 2013; (c) Undated.

That the PTO’s Production is woefully lacking (possibly due to inadequate or purposely narrow
selective search) is evident from the fact that it failed to produce at least a 2006 SAWS memo
from TC 2800 indicated in bold box in Table 1 and attached to John Doll’s declaration in
Attachment C hereto (“Doll Decl.”). See C18-21. John Doll was the Commissioner for Patents
from 2005 to 2009 (Doll Decl. at C-15) and “was ultimately in charge of the entire SAWS
3
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program.” Doll Dec. at C-6. The Production contains not even a single document from that
period, let alone a memo or email informing of SAWS program status or updates sent by, or
addressed to, Commissioner John Doll, who “was in charge of the entire SAWS program.”
Paragraph 1 of Appellant’s original request alerted the PTO to evidence showing that it must
search for documents that were issued at least biannually; this notice and the Kepplinger memo
requiring semiannual reminder memos to be disseminated was ample and “sufficient predicate to
justify searching for a particular type of record.” Campbell, 164 F.3d, at 28.

It is inconceivable that a program with such fluid and seemingly arbitrary criteria for identifying
SAWS applications had not changed over a decade or that the changes were not communicated
in writing.

For example, former Commissioner John Doll testified under oath that patent

applications were also placed into the SAWS “based on the identity (i.e., ‘name’) of the inventor
or assignee.” Doll Decl., at C-7. Clearly, for examiners to apply such a selection basis, SAWS
instructions at some time would have had to contain this “name” criterion. With the bare
Production record here, it is impossible to ascertain whether such instructions and criteria were
in SAWS memos and records which the PTO failed to locate or otherwise withheld from
disclosure. Withholding such information undermines the public’s right to know about the full
scope and criteria that the SAWS program swept and how it was administered.
1.2

Request 3

Appellant’s Request 3 reads as follows:
3. The Response states: “Upon allowance of a SAWS application, a complete SAWS report must be
completed by the home SPE, including an Impact Statement, and then forwarded to the SAWS
POC as a Word document attachment. A template of the required report is attached hereto; an
electronic copy can be obtained from the SAWS POC, SAWS QAS, or via SharePoint.”
Response, pdf p5.
a. Please provide all Documents relating to, or instructing the preparation of, the “complete
SAWS Report,” including any listing, identification or explanations of the factors that
should be considered or included in the SAWS Report’s “Impact Statement” since this
program has been in existence in the mid-1990s.
b. Please provide copies of the “template of the required [SAWS] report” provided in
conjunction with every “update” of the SAWS procedures since this program has been in
existence in the mid-1990s.

Unfortunately, the Production contained nothing responsive to the specific request that the Word
template distributed to virtually all examiners be produced to Appellant. The template was
widely distributed at least around FY 2012 to examiners and supervisors in TC1600 (at B-82),
TC1700 (B-87), TC2400 (B-96), TC2600 (B-100), TC2800 (B-105), TC2900 (B-111). This
4
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failure to produce is remarkable given the very specific notice in the original request informing
the PTO of the ubiquitous availability across TCs and that “an electronic copy can be obtained
[at each TC] from the SAWS POC, SAWS QAS, or via SharePoint.”

The requested Word template of the SAWS Report must be in existence in multiple locations at
the PTO. It should be produced in its native electronic (Word) form for compliance with the
statutory requirements for agency replies to FOIA requests,2 and with Rule 343 of the Federal
Rule of Civil Procedure.

There can be no doubt that the PTO is in possession of responsive and releasable information
which it failed to disclose. These FOIA violations are inexplicable and the PTO’s presumption
of regularity in responding to Appellant’s request is now rebutted.

2

THE PTO’S CLAIM OF FOIA EXEMPTION 5 IS IMPROPER

In its Production, the PTO redacted 5 full pages of a Patent Training Academy presentation
entitled “Patents in the News / Sensitive Application Warning System (SAWS).” B29-67. The
PTO asserts that the redacted information is exempt from disclosure under 5 U.S.C. § 552(b)(5)
(FOIA Exemption 5), invoking the “quasi-judicial” privilege and the “deliberative process”
privilege. For the reasons explained below, and contrary to the PTO’s assertion, the redacted
material cannot be exempt from disclosure under FOIA.
The PTO’s claim of exemption from disclosure is accorded no deference. Department of Justice
v. Reporters Comm. for Freedom of the Press, 489 U.S. 749, 755 (1989) (The district court must
make a de novo determination as to the validity of the agency’s exemption claim). FOIA
exemptions are construed narrowly, Department of Justice v. Julian, 486 U.S. 1, 8 (1988), and
any “[d]oubts are customarily to be resolved in favor of openness.” Irons v. FBI, 811 F.2d 681,
685 (1st Cir.1987). The agency seeking to withhold a document bears the burden of showing
2

5 U.S.C. § 552(a)(2)(E) (“For records created on or after November 1, 1996… each agency shall make

such records available, including by computer telecommunications or… by other electronic means.”).
3

Jicarilla Apache Nation v. U.S., 60 Fed. Cl. 413, 416 (Fed. Cl. 2004) (Under the Federal Rule of Civil

Procedure 34, production must be “in the format in which that party routinely uses or stores them”); U.S.
v. First Data, 287 F. Supp. 2d 69, 71 (D.D.C. 2003) (ordering production of “electronic documents [] in
the native electronic format (or a mutually agreeable format)”).

5
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that an exemption applies. Natural Res. Def. Council, Inc. v. Nuclear Regulatory Comm'n, 216
F.3d 1180, 1190 (D.C.Cir.2000); Coastal States Gas Corp. v. Department of Energy, 617 F.2d
854, 861 (D.C.Cir.1980) (The agency invoking a FOIA exemption bears the burden of
“establish[ing] [its] right to withhold evidence from the public.”)

However, “conclusory

assertions of privilege will not suffice to carry” the agency's burden. Id.; see Mead Data Central,
Inc. v. Dep't of the Air Force, 566 F.2d 242, 258 (D.C.Cir.1977) (government must show “by
specific and detailed proof that disclosure would defeat, rather than further, the purposes of the
FOIA”).
2.1

Exemption 5

“Two requirements are essential to the deliberative process privilege: the material must be
predecisional and it must be deliberative.” In re Sealed Case, 121 F.3d 729, 737 (D.C.Cir.1997)
(citation omitted, emphasis supplied); Wolfe v. Dep't of Health and Human Servs., 839 F.2d 768,
774 (D.C.Cir.1988) (en banc )). A document is predecisional if “it was generated before the
adoption of an agency policy.” Coastal States, 617 F.2d at 868. A document is deliberative if it
“reflects the give-and-take of the consultative process.” Id. at 866. Documents such as drafts,
recommendations, proposals, and suggestions that reflect personal opinions of the author rather
than the policy of the agency are thus protected under this privilege. Coastal States, 617 F.2d at
866.
“Predecisional Document” Test
“A document will be considered ‘predecisional’ if the agency can (i) pinpoint the specific agency
decision to which the document correlates, (ii) establish that its author prepared the document for
the purpose of assisting the agency official charged with making the decision, and (iii) verify that
the document precedes, in temporal sequence, the decision to which it relates.” Providence
Journal Co. v. U.S. Dep't of Army, 981 F.2d 552, 557 (1st Cir.1992) (citations omitted).
“Deliberative Document” Test
A “predecisional” document may still not “fall within the confines of Exemption 5 if it is not part
of the ‘deliberative process.’” Formaldehyde Inst. v. Department of Health and Human Servs.,
889 F.2d 1118, 1121 (D.C.Cir. 1989); see also Coastal States, 617 F.2d at 866 (document must
“reflect the give-and-take of the consultative process”) . Second, a record must be deliberative—
i.e., “a direct part of the deliberative process in that it makes recommendations or expresses
opinions on legal or policy matters.” Vaughn v. Rosen, 523 F.2d 1136, 1143–44 (D.C.Cir.1975).
6
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“A document that does nothing more than explain an existing policy cannot be considered
deliberative.” Public Citizen, Inc. v. OMB, 598 F.3d 865, 876 (D.C.Cir.2010).
Courts have held that a predecisional document will qualify as “deliberative” provided it (i)
formed an essential link in a specified consultative process, (ii) “reflect[s] the personal opinions
of the writer rather than the policy of the agency,” and (iii) if released, would “inaccurately
reflect or prematurely disclose the views of the agency.” National Wildlife Fed’n v. Forest Serv.,
861 F.2d 1114, 1118-19 (9th Cir.1988); see also SafeCard Servs., Inc. v. SEC, 926 F.2d 1197,
1204 (D.C.Cir.1991) (agency must show the decisional “context” of the document within the
process used to reach determinations “like those in issue”); cf. Senate of Puerto Rico, 823 F.2d at
585-86 (agency bears burden of establishing “what deliberative process is involved, and the role
played by the documents in the course of that process”) (citation omitted).

Even where

expressions of personal opinion generally render a document “deliberative,” however, segregable
factual portions of the document might still be subject to compelled disclosure if, for example,
they are not so “inextricably intertwined” with the deliberative material that their disclosure
would compromise the private remainder of the documents. See EPA v. Mink, 410 U.S. 73, 92
(1973).

Agency internal guidance and training material
Internal agency guidance and training material normally is neither deliberative nor predecisional;
the rules and conduct which such material seeks to teach are set in place and have been decided
previously. This is also because such material is not case-specific and merely sets forth general
agency policies and instructions regarding how agency personnel should act in specified
circumstances. Judicial Watch v. U.S. Dep't of Homeland Sec., 926 F.Supp.2d 121, 143–44
(D.D.C.2013). See also American Immigration Council v. U.S. Dept. of Homeland Sec., 905
F.Supp.2d 206, 220 (D.D.C. 2012) (holding that internal agency guidance cannot qualify for
withholding under Exemption 5).
2.2

Instructional material of the U.S. Patent Training Academy cannot be exempt from
disclosure

The “Patents in the News / Sensitive Application Warning System (SAWS)” presentation from
which the PTO redacted 5 full pages is training material for examiners in the U.S. Patent

7

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 19 of 185
FOIA Appeal, F-15-00107
Training Academy – Mandatory training for first year examiners.4 The objective of the training
presentation is to teach “What is the SAWS Program, How is a SAWS application identified;
How is a SAWS application treated; The specific topics per TC; Other things to remember.”
B-30.

In the Production, the PTO explains at B-3 its reasons for redaction as follows:
The documents being provided to you have been redacted to remove material that
identifies patent applications that have been placed in SAWS as that material would
provide information about the mental processes of patent examiners who are performing
an adjudicatory function as they review patent applications. This type of information is
protected from disclosure by the quasi-judicial privilege. As a result, identifying
particular patent applications that have been placed in SAWS would reveal information
protected from disclosure pursuant to the quasi-judicial privilege under Exemption 5.
SAWS is an information gathering system applied to pending patent applications
identified as being sensitive in nature. The process by which USPTO employees
determine whether a patent application contains information that would trigger a SAWS
review constitutes part of the deliberative process involved in evaluating patent
applications. These types of internal deliberations are essential to ensuring that the final
decisions reached during examination are correct. As a result, identifying particular
patent application that have been flagged for inclusion in SAWS would reveal
information protected from disclosure pursuant to Exemption 5.
Redacted material is not “predecisional”
The redacted material from the presentation cannot be predecisional because it was not
“generated before the adoption of an agency policy” or “decision” with respect to SAWS
applications. According to the PTO information on SAWS, designation of applications as
SAWS leads to no “decision” on the application.

Indeed, examination and allowance are

purported to be independent of SAWS designation, as the SAWS Report is prepared at the time
of allowance. B-83. “The intent is to minimize any direct impact on the examination process.”
B-92. As its name suggests, SAWS is merely a “warning” system “designed as an information
gathering system to apprise various areas of the PTO of the prosecution of patent applications
that include sensitive subject matter” B-31. The SAWS program is intended to “help USPTO
personnel in the Office of the Commissioner for Patents and the Office of Public Relations
interact with the press about applications that may generate a high level of publicity.” B-32.
Therefore, the PTO cannot “(i) pinpoint the specific agency decision to which the document
4

PTO, “Patent Examiner Training,” at http://www.uspto.gov/about/stratplan/ar/2010/oai_04.html .
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correlates;” the PTO cannot “(ii) establish that its author prepared the document for the purpose
of assisting the agency official charged with making the decision” because no agency official
makes any decision per se on an application that is designated as SAWS. Appellant’s original
request seeks specific information in Paragraphs 4.c. as to “how the forwarded complete SAWS
Reports are used, assist, or contribute to an identifiable agency decision.” Appellant received no
responsive record that suggests there is such a decision. Similarly, the PTO produced no records
responsive to Paragraph 4.e. which seeks documents that instruct “examiners’ communication
with applicants through office actions rejecting claims having ‘sensitive subject matter.’” The
Patent Training Academy students for which the presentation is directed are not “charged with
making the decision.” Thus, (iii) the document does not “precede, in temporal sequence, the
decision to which it relates” because no identifiable decision is made.
The PTO’s statement that “internal deliberations [regarding SAWS designation] are essential to
ensuring that the final decisions reached during examination are correct” B-3 (emphasis
supplied), is inconsistent with the fact that the examination process is fully divorced from any
SAWS determinations. For example, the PTO does not have any “agency official charged with
making the decision” to reject, allow or delay issue of SAWS “applications which would
potentially generate unwanted media coverage (i.e., news, blogs, forums)” B-89, or “applications
containing claims to subject matter which, if issued, would generate unfavorable publicity for the
USPTO” B-107, or “applications reciting processes/systems that PTO employees or IP attorneys
practice/use” B-55, or “applications with pioneering scope” B-49, because none of these are
criteria for patentability found in Title 35 of the U.S. Code.
Redacted material is not “deliberative” and the “quasi-judicial” privilege does not exist
The redacted information in the presentation cannot be deliberative because it does not “reflect
the give-and-take of the consultative process,” Coastal States, 617 F.2d at 866. Designating an
application as SAWS does not entail “give” or “take” on the issues of allowance or rejection.
The redacted information in the presentation is not deliberative because it is not “a direct part of
the deliberative process in that it makes recommendations or expresses opinions on legal or
policy matters;” it simply provides examples of SAWS cases and “does nothing more than
explain an existing policy,” Public Citizen 598 F.3d at 876; it does not form “an essential link in
a specified consultative process.” Furthermore, because no adjudication is made on the basis of
SAWS designation, the “quasi-judicial” privilege cannot exist.
9
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Finally, while Appellant believes that none of the information should be redacted, even if the
redaction were appropriate, the PTO redacted excessively and segregable, nonexempt portions of
the slides were withheld. Every reasonably segregable non-exempt portion of every responsive
document must be disclosed.
Exemptions in the FOIA are to be narrowly construed since “disclosure, not secrecy, is the
dominant objective of the Act.” Dep't of the Air Force v. Rose, 425 U.S. 352, 361 (1976). The
FOIA requires government agencies to disclose “[a]ny reasonably segregable portion of a record
... after deletion of the portions which are exempt.” 5 U.S.C. § 552(b). Non-exempt portions of a
record may be withheld only if they are “inextricably intertwined” with the exempt portions. See
Inner City Press/Cmty. on the Move v. Bd. of Governors of the Fed. Reserve Sys., 463 F.3d 239,
249 n. 10 (2d Cir.2006). If an agency determines that non-exempt portions of a record are not
segregable, it must justify that determination in detail. See Mead Data Cent., Inc. v. U.S. Dep't of
Air Force, 566 F.2d 242, 261 (D.C.Cir.1977).

The PTO redaction was clearly excessive as it even redacted the page numbers, date, and footer
title information. Because it is unknown how and what information is originally on these pages,
the degree to which segregable, nonexempt portions of the pages were withheld is also unknown.
Consistent with the burden on “the agency to sustain its action”, 5 U.S.C. § 552(a)(4)(B), the
PTO should justify its determination that non-exempt portions of a record are not segregable. It
must provide an index of withheld information by (1) identifying each information segment in
each page withheld; (2) stating the statutory exemption claimed; and (3) explaining how
disclosure of each withheld information segment would damage the interests protected by the
claimed exemption. Kimberlin v. DOJ, 139 F.3d 944, 950 (D.C. Cir. 1998).

3

CONCLUSION

A genuine issue of material fact exists regarding the existence of other documents that are
responsive to Appellant’s request. It appears that the PTO has acted arbitrarily and capriciously
by improperly denying the disclosure of requested information and redacting excessively.
Releasable information “shall be made available promptly.” 37 C.F.R. § 102.10(c).

In the event this appeal is denied, the PTO is required to provide a written response describing
10
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the reasons for the denial, names and titles of each person responsible for the denial, and the
procedures required to invoke judicial review in this matter. 5 U.S.C. § 552(a)(6),
37 C.F.R. § 102.10(e). If this appeal is denied or the PTO's response is not forthcoming within
20 working days, Appellant reserves the rights under FOIA to seek judicial review, including the
award of attorney's fees. A prompt reply would be appreciated.

Sincerely,

R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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Attachment A. THE ORIGINAL FOIA REQUEST
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Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

February 12, 2015

Re: Freedom of Information Act Request - Materials Relating to the SAWS Program
The following request for information is made under the Freedom of Information Act,
5 U.S.C. § 552. The U.S. Patent and Trademark Office (“PTO”) has recently released
information concerning its so-called Sensitive Application Warning System (“SAWS”).
According to a PTO memorandum obtained in response to a FOIA request1 (the “Response”), the
SAWS program applies to “patent applications that include sensitive subject matter” and flags
such applications on a database for additional levels of review. Michelle K. Lee, Acting Director
of the PTO, testified that the “SAWS program has been in existence since the mid-1990s.”2
Accordingly, please provide the following requested information, wherein “and” and “or” as
used herein shall be construed both conjunctively and disjunctively in order to bring within the
scope of these requests any document that would otherwise not be brought within its scope:
1.
The Response indicates that SAWS procedures are reissued biannually: “The following
overview presents our current procedure. Please forward this biannual update to all staff. SPEs
are required to discuss the nature of the program and the process with their examiners in their
next Art Unit meeting following receipt of the updated SAWS materials.” Response, pdf p4.
a. Please provide all documentation, guidance, communication, articles or electronicallystored emails or information as construed under Federal Rule of Civil Procedure
34(a)(1)(A) (“Documents”) describing, documenting, or relating to procedures
(including all attachments and templates) issued with respect to SAWS since this
program has been in existence in the mid-1990s.
b. For avoidance of any doubt, the two requests above should be construed as bringing
within their scope any Documents containing legal opinions, reports or explanations of
the statutory bases for the SAWS program and its procedures as furnished after its first
adoption in the mid-1990s and after any subsequent “update” thereof.
2.
The Response instructs that “If an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report, the SAWS POC should be notified immediately.” Response, pdf
pp4-5, (emphasis in original). Please provide all Documents directing, instructing, or specifying
the action(s) to be taken upon receiving a notification that “an allowance of a SAWS application
is mistakenly mailed prior to the SAWS report.”
3.
The Response states: “Upon allowance of a SAWS application, a complete SAWS report
must be completed by the home SPE, including an Impact Statement, and then forwarded to the
SAWS POC as a Word document attachment. A template of the required report is attached
hereto; an electronic copy can be obtained from the SAWS POC, SAWS QAS, or via
SharePoint.” Response, pdf p5.
a. Please provide all Documents relating to, or instructing the preparation of, the
“complete SAWS Report,” including any listing, identification or explanations of the
factors that should be considered or included in the SAWS Report’s “Impact
Statement” since this program has been in existence in the mid-1990s.
1
2

PTO response F-15-00004, Oct. 9, 2014 http://ipwatchdogs.com/materials/SAWS-FOIA-Respose.pdf
Responses to Questions for the Record for Michelle K. Lee, U.S. Senate, submitted Jan. 9, 2015, p5.
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b.

Please provide copies of the “template of the required [SAWS] report” provided in
conjunction with every “update” of the SAWS procedures since this program has been
in existence in the mid-1990s.

4.
The Response indicates that the SAWS Report is completed “upon allowance of a SAWS
application,” Id., and that the “SAWS report is then considered by the TC Director before it is
forwarded to various areas of the PTO for consideration/comment,” Id., and that “In the event
that a SAWS report is not forwarded [by the TC Director], the information is saved for future
use. If forwarded, any further questions from other areas of PTO concerning the subject matter
and/or prosecution would [be] addressed via the SAWS POC and/or SAWS QAS.” Response,
pdf p6.
a. Please provide all Documents relating to, or specifying the conditions, circumstances or
reasons for a TC Director not to forward the completed SAWS Report and instead save
it “for future use.”
b. Please provide all Documents, routing slips or designations identifying the positions or
functions of persons “in other areas of the PTO” to whom the TC Directors forward the
completed SAWS Reports after having made “the final decision on forwarding the
SAWS report to other areas of the PTO.”
c. Please provide all Documents relating to, or specifying how the forwarded complete
SAWS Reports are used, assist, or contribute to an identifiable agency decision made
by person(s) “in other areas of the PTO” with respect to the SAWS application.
d. Please provide all Documents relating to, or specifying how an application previously
flagged under SAWS is removed “from the SAWS database and unflagged” other than
by abandonment or “applicants electing non-sensitive subject matter,” or “applicants
amending the claims to exclude sensitive subject matter.” Response, pdf p4.
e. Please provide all Documents relating to, or directing examiners’ communication with
applicants through office actions rejecting claims having “sensitive subject matter,” or
suggesting the election of “non-sensitive subject matter,” or amendment of “the claims
to exclude sensitive subject matter.”
If this request is denied in whole or in part, we ask that, consistent with the burden on
“the agency to sustain its action,” 5 U.S.C. § 552(a)(4)(B), the PTO provide an index of located
responsive but withheld information by (1) identifying each information segment withheld; (2)
stating the statutory exemption claimed; and (3) explaining how disclosure of each withheld
information segment would damage the interests protected by the claimed exemption.
If no document exists for any enumerated request or subpart, please affirmatively so
state. If some responsive documents are readily available and others may be delayed, kindly
produce available documents promptly.

2
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Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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Attachment B. PTO’S RESPONSE
FOIA REQUEST

OF

MARCH 20, 2015

TO THE ORIGINAL
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March 20, 2015
VIA EMAIL
R. Danny Huntington
Rothwell, Figg, Ernest & Manbeck, P.C.
607 14th Street N.W.
Washington, DC 20005
RE:

Freedom of Information Act (FOIA) Request No. F-15-00107

Dear Mr. Huntington:
The United States Patent and Trademark Office (USPTO) FOIA Office has received your e-mail
dated February 13, 2015 requesting, under the provisions of the Freedom of Information Act, 5
U.S.C. § 552, a copy of:
1. The Response indicates that SAWS procedures are reissued biannually: "The following
overview presents our current procedure. Please forward this biannual update to all staff. SPEs
are required to discuss the nature of the program and the process with their examiners in their
next Art Unit meeting following receipt of the updated SAWS materials." Response, pdf p4.

a.

b.

Please provide all documentation, guidance, communication, articles or electronically
stored emails or information as construed under Federal Rule of Civil Procedure
34(a)(l)(A) ("Documents") describing, documenting, or relating to procedures (including
all attachments and templates) issued with respect to SAWS since this program has been
in existence in the mid-1990s.
For avoidance of any doubt, the two requests above should be construed as bringing
within their scope any Documents containing legal opinions, reports or explanations of the
statutory bases for the SAWS program and its procedures as furnished after its first
adoption in the mid- l 990s and after any subsequent "update" thereof.

2. The Response instructs that "If an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report, the SAWS POC should be notified immediately." Response, pdf
pp4-5, (emphasis in original). Please provide all Documents directing, instructing, or specifying the
action(s) to be taken upon receiving a notification that "an allowance of a SAWS application is
mistakenly mailed prior to the SAWS report."
3. The Response states: "Upon allowance of a SAWS application, a complete SAWS report
must be completed by the home SPE, including an Impact Statement, and then forwarded to the
SAWS OC as a Word document attachment. A template of the required report is attached
hereto; an electronic copy can be obtained from the SAWS POC, SAWS QAS, or via
SharePoint." Response, pdf pS.
a.

Please provide all Documents relating to, or instructing the preparation of, the
"complete SAWS Report," including any listing, identification or explanations of the
factors that should be considered or included in the SAWS Report's "Impact
Statement " since this program has been in existence in the mid-l990s.
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b.

Please provide copies of the "template of the required [SAWS] report" provided in
conjunction with every "update" of the SAWS procedures since this program has been in
existence in the mid-1990s.

4. The Response indicates that the SAWS Report is completed "upon allowance of a SAWS

application," Id., and that the "SAWS report is then considered by the TC Director before it is
forwarded to various areas of the PTO for consideration/comment," Id., and that "In the event
that a SAWS report is not forwarded [by the TC Director], the information is saved for future
use. If forwarded, any further questions from other areas of PTO concerning the subject matter
and/or prosecution would [be] addressed via the SAWS POC and/or SAWS QAS." Response,
pdf p6.

a.

Please provide all Documents relating to, or specifying the conditions, circumstances or
reasons for a TC Director not to forward the completed SAWS Report and instead save it
"for future use."

b.

Please provide all Documents, routing slips or designations identifying the positions or
functions of persons "in other areas of the PTO" to whom the TC Directors forward the
completed SAWS Reports after having made "the final decision on forwarding the
SAWS report to other areas of the PTO."

c.

Please provide all Documents relating to, or specifying how the forwarded complete
SAWS Reports are used, assist, or contribute to an identifiable agency decision made by
person(s) "in other areas of the PTO" with respect to the SAWS application.
Please provide all Documents relating to; or specifying how an application previously
flagged under SAWS is removed "from the SAWS database and unflagged" other than by
abandonment or "applicants electing non-sensitive subject matter," or "applicants
amending the claims to exclude sensitive subject matter." Response, pdf p4.
Please provide all Documents relating to, or directing examiners' communication with
applicants through office actions rejecting claims having "sensitive subject matter," or
suggesting the election of "non-sensitive subject matter," or amendment of "the claims to
exclude sensitive subject matter."

d.

e.

The USPTO has identified one hundred eighteen (118) pages of documents that are responsive to
your request and are releasable. Portions of these documents, however, have been redacted
pursuant to Exemption (b)(5) of the FOIA (Exemption 5).
Exemption 5 of the FOIA excludes from disclosure “inter-agency or intra-agency memorandums
or letters which would not be available by law to a party other than an agency in litigation with
the agency.” 5 U.S.C. § 552(b)(5). This exemption applies to information that is “normally
privileged in the civil discovery context” and “Congress had the Government’s executive
privilege specifically in mind in adopting Exemption 5.” See NLRB v. Sears, Roebuck & Co.,
421 U.S. 132, 149 (1975). The executive privilege includes several types of privileges; include a
quasi-judicial privilege and the deliberative process privilege. See Sikorsky Aircraft Co. v. U.S.,
106 Fed.Cl. 571, 575-576 (Fed.Cl. 2012).
The quasi-judicial privilege protects from disclosure the mental processes of officials who are
exercising a quasi-judicial function. See Western Electric Co. v. Piezo Technology, 860 F.2d
428, 431 (Fed. Cir. 1988); see also Grasty v. U.S. Patent & Trademark Office, 2005 WL
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1155753, *5 (E.D. Pa. 2005) (a government official exercising quasi-judicial functions is entitled
to quasi-judicial immunity). A failure to protect these mental processes from disclosure would be
destructive of the responsibility of officials engaging in quasi-judicial proceedings. See Morgan
v. United States, 313 U.S. 409, 422 (1941). As a result, the decision-making process by officials
acting in a quasi-judicial capacity would be disrupted and an agency’s adjudicative functions
would be impaired. See Western Electric at 432-433. This privilege, therefore, serves to protect
the integrity of an agency’s adjudicative process. See Morgan at 422.
Patent examiners have long been recognized as being quasi-judicial officials who perform a
quasi-judicial function when examining patent applications. See Butterworth v. United States,
112 U.S. 50, 67 (1884); U.S. v. American Bell Telephone, 128 U.S. 315, 363; and Chamberlin v.
Isen, 779 F.2d 522, 524 (9th Cir. 1985). As a result, the mental processes of patent examiners
during the course of examining a patent application are protected by this privilege. See Western
Electric at 431 and Rein v. U.S. Patent & Trademark Office, 553 F.3d 353, 373 (4th Cir. 2009).
This privilege would preclude, for example, disclosing information relevant to an examiner’s
thought process in arriving at a decision. See Western Electric at 432. The documents being
provided to you have been redacted to remove material that identifies patent applications that
have been placed in SAWS as that material would provide information about the mental
processes of patent examiners who are performing an adjudicatory function as they review patent
applications. This type of information is protected from disclosure by the quasi-judicial privilege.
As a result, identifying particular patent applications that have been placed in SAWS would
reveal information protected from disclosure pursuant to the quasi-judicial privilege under
Exemption 5.
Exemption 5 of the FOIA also protects an agency’s deliberative process privilege. See Mapother
v. Dep’t of Justice, 3 F.3d 1533, 1537 (D.C. Cir. 1993). This privilege applies to documents,
which reflect “advisory opinions, recommendations and deliberations comprising part of a
process by which governmental decisions and policies are formulated.” NLRB v. Sears, Roebuck
& Co., 421 U.S. 132, 150 (1975), quoting Carl Zeiss Stiftung & Co. v. V.E.B. Carl Zeiss, Jena,
40 F.R.D. 318, 324 (D.D.C. 1966). Pre-decisional, deliberative documents or comments “are at
the heart of Exemption 5, and sanctioning release of such material would almost certainly have a
chilling effect on candid expression of views by subordinates [within an agency].” Schell v.
Dep’t of Health and Human Servs, 843 F.2d 933, 942 (6th Cir. 1988).
The redacted material contains predecisional deliberations that predate USPTO’s decision on a
patent application. See e.g., Judicial Watch, Inc. v. FDA, 449 F.3d 141, 151 (D.C. Cir. 2006) (A
document is “predecisional” if it is “generated before the adoption of an agency policy.”). SAWS
is an information gathering system applied to pending patent applications identified as being
sensitive in nature. The process by which USPTO employees determine whether a patent
application contains information that would trigger a SAWS review constitutes part of the
deliberative process involved in evaluating patent applications. These types of internal
deliberations are essential to ensuring that the final decisions reached during examination are
correct. As a result, identifying particular patent application that have been flagged for inclusion
in SAWS would reveal information protected from disclosure pursuant to Exemption 5.
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You have the right to appeal this initial decision to the General Counsel, United States Patent and
Trademark Office, P.O Box 1450, Alexandria, VA 22313-1450. An appeal must be received
within 30 calendar days from the date of this letter. See 37 C.F.R. § 102.10(a). The appeal must
be in writing. You must include a copy of your original request, this letter, and a statement of
the reasons why the information should be made available and why this initial denial is in error.
Both the letter and the envelope must be clearly marked "Freedom of Information Appeal."
You may also be interested to know that the USPTO announced on March 2, 2015, that SAWS
has been retired: http://www.uspto.gov/patent/initiatives/patent-application-initiatives/sensitiveapplication-warning-system.
Sincerely,

Ricou Heaton
FOIA OFFICER
Office of General Law
Enclosure
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SENSITIVE APPLICATION HARING SYSTEM
(SAWS)
ROSTER OF GROUP CONTACTS

GROUP

NAME
Arian Hearn , SPE 1104

LOCATJOI'i

PHONR

CP3-7D35

308 - ~j,,2

Jero me

John 'l'cT apane , Director
M as~ie ,
SPRE

CMI - DIl7
CM1 -2 nOl

30 8- 0193
3 08 -4 106

1300

Stanl ey Silve rma n , SPE 1308

CP3 -SD35

308 - 3837

1500

Mario n McCami sh, S PE 150-'

CMl - 7DOl

30 8- 3951

1800

Char.les Warren , Dep . Direc to r CMl - 12A05

1:00

poa

Esther Kcpp li nqer, SPE 1 802
E1 izabc th Weimar , SPE 1804

CMI - ll DOl
CMl -10BOl

308 - 1123
308 - P19
308 - 0254

Th o ~as

CP4- 11E1 4

30 5-7 8"16

2200/2900 Mi c hael Carone, SPRE

C[>3-1.1 D1 9

30 5- 0653

2300

Geral d Goldbe rq, Director

PK2 - '1A2 3

Archie Williams, SPRE '

JO!-leph Dixon , SPE 2312

PK2 - 4A27
PK2 - 4D02

305 -9700
305-9 720
305 - 9712

2~00

Clif ford Crowde r, SPE 24 07

C?4 -6DOl

308 - 09 49

2500

Stanley Mill eT, SPRE

CP2 -3A15

308-4 879

2600

Alv in Obe rley, SPE 260 9

PK2 -8D58

305 - 1, 709

310 0

Andre s Kashni kow, SPE 3104

CP4 -9B 40

308 - ~.'

3200

Mark Ros e nbaum, SPE 320 6

CP2 -11B 02

308 - l"/ 88

3300

Stephen Pel l igrino, SPE 3309
Robe rt Hafer, SPE 330 1

CP4 - 1E16
CP4-5B2~

308 - 08"11
30 8- 2674

3400

Robert Webste r, SPRE

CP4- 3D39

308 -2 619

3500

Paul Sache r, S PRE
Car l Fre i dman , SPE

CP3- 3DOl
CP3 -JE1 6

308 - 3144
308 - 0839

2100

B-005

Hix, SPRE

3~04

37

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 33 of 185

SENSITIVE APPLICATION WARING SYSTEM
(SAWS)
Technology Related Contacts

Technology Claim ed
Classes
50S, 29
Superconductivity - compositions, apparatus,
processes- over 30 degrees Kelvin
Treatment of Body - with compds. or compostions 424, 514
for treatment, prevention, or cure of AIDS,
Alzhemier's, Baldness, Psoriasis, or other
thought to be incurable conditions

Genetically engineered animaJs
Motor or Power plant which is self-sustaining
(perpetual motion) or appears to violate the
laws of physics
Method or Machines to take human life (suicide)

424,435
60, 415

GAU
1112
3206
1205
1209
1502

1803
1806
1812
1814
1815
1804

3401
3403

600, 604
606, 607

3305
3305
3306
3308
3309

Please add any other technologies you think would be of interest from a SAWS
perspective for other groups

---------------------------------B-006
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Trademark Office
ASSISTANT SECRETAR Y AN D COMMISSIONER
OF PAT ENTS A ND TRAOEM AFlKS
Wa shi ngton , D,C. 20231

MEMORANDUM

DATE

Ma r c h 18,19 94

TO

Ric Fisher /S PEs
Grou p 1300

FROM

Stan Silverman
Group 1300

SUBJECT

Pal m Flags For Sensitive Cases

In a d iscussion with Mike Mas ni ck , Pa l m Coo rdinator, he informed
that there are tran s actions available that can flag c a s es as IITQM fI
case s. There is also a report a vailable that lists the s e cases. The
report is avai l able by r e quest. However, at this point i t i s
unc lear if the f l ag can pre v e nt a not ice of allowanc e from bei ng
mailed. Mike advi s ed me if we want to make a modification to this
transa c tion so th a t, for e x ample, it will prevent a not ice of
allowance from being mailed without Ric' s or an SPE ' s approval t ha t
Ric s ho uld approach the Dire ctor's and l or Howard Goldberg.

B-007

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 35 of 185

-_.-

--

UNITED STATES DEPARTMENT OF COMMERCE
Patent a nd Trademark Office
ASSISTANT SEC RE TA RY AND COMMISSIONE ll
OF PAT[ N TS A ND T RA DEM ARKS
W ashington, D.C. ?D231

M8MORl\NDUM

DATE :

March 'l ,

TO:

Richard V . Fi sher
Dj recto r , Group 1300

~·'R OX :

R~ :

1994

SPF. ' s , SPRE , Group 1300 via D. C;t,aja
l\ . U . 1302

sm ,

Sens 'i Li ve Applj ca b on s

Appe aring below <l.re proposais ror lden L i.f"y i ng a. nd haI:cil inq
a pp lic atio~s wh ic ll arc id enlif i ed as sensi l i v e .
'I'hi s memo has
t wo part3 - - I . set s fortll flags whjch we feel are us e f ul ~ n
ldentifying sensitive applicati ons and .IT . seLs for t h pro cedu res
r:hat coul d be used !'vhen dea ling ... 'i Lh sens i. Live a pp 1 i. cati o -:~s .
l\. sensiLi ve app Li c a tio!l may f a JI. into any o Ile or mo r e of the
1'011 o w i o.g cut cgori es :

(a)

Leng thy pende:1cy (e . g ., !J years

(b J

Unu s u a l b r ead th of" cl aim Lennino.Logy which
when i.ss ued mtgh t have an ad.verse i mpac t (i n
estab li shed or emerqinq industri es )

( e)

Ot-

more )

Application that operates a g a ir:sL the 1a"":3 o.,

nature, eg . the so - called perpeLuaL motion
machines; co ld f usion;

et c .

(d)

Frivolous

(e)

F'raud ulenl

(f)

Aqa _L nst p ub l ic po li cy

(g )

Re i ssue o r Rcexam a pp ltcaLion

(h)

J\n app lica t ion is r el at ed to
i_nvolved i n litigation

(i)

ApplicaLion/Pa tents i nv o lved 1.n int erference
proceedings

B-008
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Attorney handling the application Uiay we:!l be
awar e of the impact that the i ssuance of a
particular appl icat .io n w i. ll have and
volun t ar ily make the e;<amin er aware of it (it:

i s no t appropriate for an examiner to ask
at to r n ey abou L impa ct of an a pplication )
I k)

Sensitive p e n ding subject.: matter may b e
idenlifjcd i n publ:i cations .
There f o re I the

practice of c;irculating trade journals,
publica lion s , etc. in the groups should be

re-instated. Many times thGse journ.J.]s are
excellent indicators of t he import ant
advances i.n the partj,cu J.ar techno logy they
report.

J1 .

,'he abo ve c a tegoT.lCS can be used as flags by SPF: ",;ho NOU 10

make the exam i ll e r i1Wllre of them - - e . y . 1 hold au art t:.Ii _~ l
meet in g and d iscuss th ese f lays .

Examiners should brir.g to the home SPE allY appJ ications wt~iC:l
t h ey thlnk may be sensitive .
Tf the h ome SPf: aqrees th at the
case ls sensitive , a review conference may be called v/ith oUler
SPEs/examiner(s) of t he home SPE ' s choice t o develop examination
strategy . Note that th.i s conference wi 1.1 deal with aLl
examinat jon iss ues , n ot -just field of search . The " Search NOl es"
jn lhe inside flap WLll note --Conference hcJd with ... __ on such
und such a date . A penci led "S" ma r k :shaul d be placcd i n the
ex aminer Signatu re box on th(~ applic ation file front co rcmLnd
t he SPE and e x a m.iner that a review con.ferenc(~ has ta ke n pJac(~, in
cas e the r n is a nee d to reconven e th e COnfeL"enCe an yti me be f'c ':"0
allowance of the appli cat i_on.
"
If appropr.:i.ate, database searchi ng s h oul.d bo u:.;ed when dCd.L:ng
with claims havjng undue breadth .
SPE will i dentify s ensi tive t echnoloyy/applicalio.'1 ,

i f any , i ; l
the art un i t and d iscuss fi nd j ngs wt th Group D.irector or that
person des i gna ted by Group Di rector .

Ma ke a Jog of the cases by a rt un i t wh.ich w"ill be maintained by
Dicector ' s Offi.ce . Home SPE wi.ll inform the Di.rector of the
status of the pe ndi ng art unit c a ses in the loq on a quarter!y
bas i::; .

B-009
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Ident .t fy o t her groups th a t ha ndle technolo g ies related t o the
sensitive a pplicat io ns and mee t with s u ch groups when n ecessary
to d isc~ss s ame. Examiners /SPEs fro m othe r groups may be invited

to re v j e w conferences above .

One person designated by t he Group Director. wi ll monitor
sens itive appl ic a tio ns, assist in t he examination o f sensi tive
app l ications Lf necessar y, meet with other Groups as app r opriate
to m1J intain uniform and cor rect examination procedure s, and keep
Group Director. info rmed as to t he status of the prose cution of
sen s1t.i vc applica tions.
Groun Director will notify upp er level USPTO ma n a g er s when
allowance of a se n s itive appli. cation is .i mminent .
Develop a PAL.M: fl agging syst em for applicat .i ons designated a s
sens it i ve by the Dir e c tor -- such app.llcations coul d nOL be
counted for iss ue unl ess appr ov ed by t he Director .

B-010
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UNITED STATES DEPARTMENT OF COMMERCE
Paten t a nd T,.adema,.k Office
ASSIST ANT ::JE:CRETA RY AND COM MiSSIONER
OF PATENTS ANI) TIl AIJI: MflHKS
W ashington. 0 C. 20231

MEMORANDUM

DATE :

March 4 , 1 994

TO :

Ri.cha r d V. Fi s h er
Directo r , Gr o up 1 3 00

f'R OM :

S P}~ ' s , SPRF. , Gr o up 1300 v ia D. Cza 'ja
S I'E , A . U. 130 2

RE :

Se nsiti ve Applica tion s

l\pp earing b elo w a r c proposals f or i.dcmttfy:ing ari d h a nd':" i:--.q
a p plications wh i ch ar e i dentified as sensit :i v e . Th i s memo ha s
t wo parts - - T. se t s fo r t h flags wh ich we fee l ace u s eful. in
ide ntifying se n si t 'j ve a p p l ica t i o n s and 11 . seLs for t h procedur es
Lhat co ul d be use d wh e n de a ling with sensLtive a pplicatjon s .
1.

A. scnsit.ive il ppJ.ica l i on ma y

fall into any o r. e 0 '::' more of t h e

follo wing categori es :
(a)

Le ngt h y p end e ncy (e . g .,

(b)

Unus u a l brea d th of claim terminolo g y whi ch
when is s u ed m:i qht h.a.ve an adverse impac t (i.n
e s t abli shed or emerq.i n g i ndu st r i es)

(e )

Ap pl i c ation t h a t opera Les a gainst the laws of"
nat ure, eg . t h e so-cal l c~ d p e r p e tuaJ. mati on
machines; c old fu s i.o n ; etc .

(d )

Frivo l o us

(e)

Fraud u l e n t

( r)

Ag a in st pub l i c policy

(q)

Re i s s u e or Reexam appJ i ca!.. i.on

( C.)

An appl i c ation is related Lo a pate nt
i n volve d in litigatio rl

(i )

App l i c a tion/ PaLent.oS invo l ved in inLerf e r ence
pro ceedi ngs

B-011
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II.

(j )

AtLorney handl.ing the application may well. be
aware of lhe impact that the issuance of a
particular application wjll have and
voluntarily make the examiner C:lware of it (it
is nol appropri.ale for an examiner Lo ask
atto-rney about impact of an application)

( k)

Sensitive pending subject matter may be
~dentified in publications.
Therefore, the
practice of circulating trade journals,
publjcations, etc. in the groups should be
re-instated. Many times these journals are
excellent indicators of the important
advances in the particular technology they
report.

The above categories can be used as flags by SPE who would
make the examiner aware of them -- c.g., hold an art unLt
meeting and discuss lhese flags.

Examiners should bring to the home SPE any applications which
they think may be sensitive.
If the home SPE agrees that the
case is sensitive, a review conference may be called with other
SPEs/examiner(s) of the home SPE's choice to develop examination
strategy.
Note that this conference w~ll deal with all
examination issues, not just field of search.
The "Search Notes"
in the inside flap will note --Conference held with .. . -- on such
and such a date.
A penciled "S" mark should be placed in the
examiner signature box on the application file front to remind
the SPE and examiner that a review conference has taken place, in
case there is a need to reconvene the conference anytime before
allowance of the application.
If appropriate, database searching should be used when dealing
with cla~ having undue breadth.

SPE will identify sensitive technology/application, if any, in
B-012and discuss findinqs with Group Director or that
the art unil
person designated by Group Director.
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-3Identify other groups that handle technoloqies related to the

sensi U ve applications and meet w-i th such groups when necessary
to discuss same.
Examiners/SPEs from other groups may be invited
to review conferences above.
One person designated by the Group Director will monitor
sensitive applications, assist in the examination of sensitive
applications if necessary, meet with other Groups as appropriate

to maintain uniform and correct exarn:ination procedures, and keep
Group Director informed as to the status of the prosecution of
sensitive applications.
Group Director will notify upper leve.l USPTO managers when
allowance of a sensitive application is imminent.
Develop a PALM flagging system for applications designated as
sensitive by the Director -- such applications could not be
counted for issue unless approved by the Director.

B-013
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UNITED STATES DEPARTMENT OF COMMERCE
Patent and Tl"'ademal"'k Office
ASS ISTAN T SECRETAR Y AN D CD MMISSI ONEfl
OF PAT ENTS AND TRA lJEMARKS
Wi:Jsh:ngtD n. D.C 20231

,
.
r
lJ\l
Al
U
tv
.

DATE :

l-!arch 1, 1994

TO:

s /SPRJ-: ,
Gro up 1300

FROM :

D . C7.a ja

, ',

-..:.:l

SPI~:T

,

/" ,
~

t'> <" tl(. '::

SPE , I\ . U. 1302
SUBJECT:

Appl i cat ions Con ta ini ng Sensi ti v e Subj e c t Mat te r

A sensi t ive a ppli cation may
fol l owing cate gor ies :

f~1 ll

j

nto anyone or more of the

(a )

Leng thy pende n c y (e . g. , 5 yea r s or more)

(b)

Unusual bre adth o f c1.aim term i.nology when i s sued
mi qht. have an a dv er se i mpa c t (e .g ., i n eme rg ing
industry)

te)

Appl Lcation that. operates a gainst the la w~l of
nat ure , eq . t.he so- called pe rpetu il l moL ion
ma chines ; c old f u si on; c:t c.

( el)

Fri volous

(c)

Fr audulent

( f)

Aqa inst publ ic p ol i cy

(g)

Reissue or re-exam

(h)

An appJ icat ion is r elated La a pa t ent involved in
li ligat-i on

,

(1

,

applicaLio~

I\pplic:alLon/Patents involved in inter ference
pr ocp.edLngs

,

Alt orne y handlin g th e ap plic ation may wel l b e
aw are o f the impact thal Lhe issuance of a
particu1ar appl icatior. will have and voluntar ily
make t.he examiner awar e of it {it.. is not

(j )

B-014
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app r op ri a t e for an examiner to ask atto rney about
impact of an applica tion) .

The above information can be used as f lags by SPE who would ma ke
t he exami ner aware of these fla gs - - hold an art unit meet i ng and
discuss these fl a gs .
SPE will i d entify sen sitive techno logy/application , if any, in
t he art un it and discuss findin gs with Gro up Direc tor or that
person designated by Group Director .

Make a l og of the case s by art unit or group which will be
ma intained by Directors Office -I dentify other groups tha t handl e technologies related to the
sensi t lve app li c ations and meet with such groups when ne ce ssary
to diS cu ss same.

*

One person designa t ed by t he Group Director will monitor
sensitive applications, assis t i n t he examinat i o n of
sensitive applications if necessa ry , mee t with othe r Groups
as appropria te to maintain uniform and co rr ect examination
procedures , and "SQ. keep Group Director i n formed as to t..he
status o f t he prosecut ion of sensit ive appl icat i ons .

Group Di rector will noti fy upper leve l USPTO managers when
a ll owance of a sensit ive appli cation is i mmi nent .

B-015

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 43 of 185
.

I'
"

DATE

Februa ry 15, 1994

TO

Director, Group 1300

FROM

Mike Ball

SUBJECT

Sensitive Cases

,.
l301

£,1 -~ J ;', ~if.,

i

! .."' '- ".

.

I' , . -"

\ (t. . . .

,( '.

'

.- ~ (·· C -~'i --~
-4.
.~J " ~
1 "

~\'_:~"

Develop flags which ar"e indicative of sensitive cases; this
wou ld let examiner know what these are and make the supervisor
aware of these cases.

Could mak e a log of such case s by Art unit/Group and have
log p eriodically checked to see if any of t he cases are about to
iss ue or have been allowed.
,'f \,',

cases)

.

"

\

(or rely on oral reports of thes e
,

\";.X

'f·

~

r

A; '.(

.\
"•. , :'>

'.

I

\

~,

r:""-'X' ~/;

1: '/.'
"

~.~.

SPE/Director/others (as appropr ia te) rev i ew cases at

..

-

,

t·; i ;-

,

,

allowance or soon after allowance.

~.

i,~"

r. .

\) r.(}.,< (,'

I" '

,

'(

,.. ,

i\"'~"

Review "super se nsit ive ll cases on an on going bases (before
allowance) .
i ~ ,,,,

-4!. 9-;

. ",:..'. ;''.itY\ · '.

f-laqs-

-case has very old effective filing dates
years)
- f rl' vo 1 OUS l. nven t 'lo n s ,I

,', 'i

"I

/r~'~~~rging industry'" - \ case has v e ry broad
(
claims
.-~

,

;" .

,

" i'·· ..." f \ '~
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UNITED STATES OEPARTMENT OF COMMERCE
Patent and Trademark Office

.

ASSIS TANT SEC RETAHY AND COMMISSION ER
OF PATENTS AND TR AD EMARKS
W ashir1g~or1. D.C. 202 31

J)l\TE :

Februar y /.3 , 19 94

TO:

SPE' s!SPRE ,

Group 1300
D. C zaja.
SPE , A.U . 1

m OM :

P!?

Wha t appea r s b elow is a star.t i ng point o n ly ..

Feel

free to ch anqe

in any way you sec fit .
Fi rsl Off , what i s a sensi.tive app lica t ion?

Can have several ca t egories :
' \. \.,, ~~ (a)
,.\\\\ _ \ ('. ( 'x(·
'\ ~\;~-' \-

t.\.

f'~\\... "

An appllcat lon b ec au se of it s l cngt r.y pendency
and/or unu sual breadth of c l. aim term i nol o q-y whe n
~ ;; '" \;"\ ~-' 9\ i ssued wi ll have a n adverse .impact

n,;,.·-.

\~\F~\q.:v· 1\

.

(b )

App lic atio n that o per a tes agai.nst the La ws of
na ture , eg. the s o- call ed perpe t ua l motion
mach i,nes ; co ld f usi on; etc .

(e )

Frivolous

(d l

Fraudu lent

(G)

Aga ,i nst pub lic pol ic y

... , ....

Re,i s~ue ,or I f}~~/ex ~~" app1 i ca t~on
,"
" "; ,
~.(\(,\1·,\ t', l "~ji,,~ \" ll;')I" ' ''i !\ ", (n;~ ,~", . i',,:., - i'«'h l tn!~\,\,)
How does an ex aminer know when he/she js dea 1if!.g wjth a s e ns itive
app lication ? How is a superv:i.so r go inq to ma k.e a n e x aminer aware
of s uch ca ses , i . e ., sensiti ze the ex am i, ner to ward s sensi t i v e
app l.i cat :i O DS. Easier s ai d than do ne b ecause of th e subj e cti v e
el ement t ha t en ters , int o the determi nat ion es peci.al ly when
dea ling wit h typ es fib) ;] (el , (d) and (e) .
(f)

{j \

Ci,r t ;,

,.;.1.
;-'1':'

Dealing with t ype (a) has i t own set o f problems s i n c e the
.~
;..
expe rience o f the e xaminer is a facto r - what is broad l anguage
1 fA::'+: i, ,, '
to one person may not be so broad in th~ e ye s of Lhe examiner who '
know s the parti cular. te chno logy (hind sigh t , se co nd guess ing!! )
I""

Length o f pendency t ype ( <1 ) i s no t in a nd of i tse lf c oncl usiv e: of

B-017
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a sens i tive case bu t it could be an i ndicator coupled
fac ts that makes a case sensitive .
Cas es in type ( f ) ca te gory seem to be a fair indica t or that th e
examiner is dea l i n g wi th a case t hat i s sens itive. These typC'.! s
of appLi cations are fi led because of litigation , licensing, e tc .
Pos s i ble ways of handling t he prob l em
, \

..

no foo l proof way of so l ving t h is problem - SPE ho lds an
me eting - " sensit izes " ex aminer.s to the p roblem - r e ly
of experienced pr imaries f or d eterminati on - dis cuss
wi th group d i r ector - direct or s office keeps tr a ck of
c_~~_~" t~~,:...\a re\>,_wcei ved to be sensi t i ve .

The re is
; ' .. ~ (' art un i t
"r~ ·I~.'7 ' :."':::un input
\:~>..;,2" :. ~,... find inqs
N

.'

,,:,,~

\

"

\

Many times t he a ttorneys handling the case may be aware of the
impa ct that the issuance of a parti cular case and volLl:nta ri}'y
make ,you atwarc ko f it .
(HOw
bever ~ i t atpp etars i Illapp rop riat e fo .:: :he
examJ.ner
as attorney a out l mpa c o. case .

°

What abou t frivo lous , fr audule n t , aga inst public policy , etc : Is
t here someone in Van Horn ' s shop who deals with these situations ,
i . e . answe ring l e tte rs o f inquir y / comp laint f rom the public who
could o ff e r the Corps some guidelines in this are a?- I

For one wr iter' s view of undue brea th see att achment from " Pa tent
Office Prac tice " 4th Ed, McCrady (1 959 ) , section 93 , pages 129-

131.
See attachment - Mr . Kunin' s memo to Commissi oner Lehman . The
el ements se t fo rth the rein will have to be i nc orporated with ou r
prog ram .
Al s o a ttached - see t he "BalI n memo
SPE'S/SPRE -

:r will combine , di stribu te
them, etc . for d iscuss ion at our next meeting .

Plea s e re spond by COB Friday 2-25-94.

\
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AS9STANT S(O'IETARY .... ~o
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COMM I~IOf\ER

OF PArrNTS fiND TRACCMARKS
Washington, D. C. 2023 1

V l
f- e f~ ~.-'-

1 -,, '1

• I
" :- "I' :~ '! >

UNITEO STATES OEPARTMENT OF COMMERCE
Patent and TrOldemilrk Office

"r () "'( - <" 7;?
;J ' ('

, .

DIITE:
TO:

Bruce A. Lehman
Assistant Secretary of CI.:mmerce and
commissioner of Patents ~rd Trademarks

VIII:

Lawrence J. Goffney, Jr./"' t ·:-r tJ [7'-£..)
special Assistant to the s$cratdry Cjf Commerce

-"":;I~

~ 2frn:lts~e~

j

,

of Patents and Trademarks

~~

FROM:

Deputy Assistant comm i ssioner for Patents
SUBJECT:

Corps Program to As sis t in the Identification and
Proper Processing of Applications containing
sensitive Subject Matter

In response to your request for the Patent Examining Corps to
develop a program to as s ist in the identificati on and proper
processing of sensitive applications, an outline of a proposal
is described below.
To simplify the discussion the early warning system for
d etecting applications containing sensitive subject matter has
been named the sensitive Application Warning System (SAWS).
SAWS invo lves periodically rais ing the examiner'S awarenes s of
what may constitute a sensitive application, increas ing
communication among Corps personnel on the existence and proper
examination of sensitive applications, and designating o ne
management official in each group to monitor and assist in the
examination of sensitive applications.
Th e speci fic major
elements of SAWS are:

•

Each examining group will identify common characteristics
of sensitive applications to aid in their identification,
e.g., applications with old effective filing dat es ,
applications in sensitive technologies, and applications
with very broad claims.

•

GrOup/Art units will conduct meetings periodically to
raise examiner awareness about sensitive applications in a
cooperative atmosphere to permit the examiners to assist
in the identification of sensitive applications.

•

Groups that handle related technologies will meet
periodically to discuss examination quality issues of
mutual interest including the proper processing of
sensitive applications.

B-019
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*

Designated management offic i als i n each Group wil l monitor
sensitive app licat ion s, ass ist i n th e exam inati o n of
sensitive applications, meet with other Gr o ups as
appropriate to maintain pniform and cor rect exa minati on
procedures, and to keep each Director informed as to the
status of th e prosecution of .~ensitiv e applicat i ons.

•

Group Directors will not if y upper l eve l PTO ma nagers when
all o wance of a sensitive application is imm i nent.

I n addition to the above, the Corps will continue to e ngage i n
and i nitiate quality enhancement projects that wil l assi st th e
proper examination of sensiti ve applicati o ns.
I nclud e d ar e:
•

Iden t ify ing and promoting the use of better search too l s,
especiallY for acc e ssing a nd retrieving non-patent
lite rature and foreign patents

*

Deve lop ing better training on the use of commer c ia l data
b ase s for searching the non-pat e nt literature

*

Expanding use of the Examiner Edu ca t ion Pr ogra m to k eep
examine rs aware of new technological developments; and
Assessing th e benefits of alternative examination
processes which may n~cessitate making ch a nges to th e
patent laws, r e gul a tions, practices a nd procedures to
enhance the reliability of the patent exami nati o n pr ocess.
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1301

would let e x ami ner know what these a r e and make the supervisor
aware of these cases.
.----

Cou l d make a log of s uch cases by Art

---...

unit/~ouP ~nd

have

log periodically c h ecked to see if any of the cases are about to
iss u e or have been allowed.

(or rely on ora l reports of these

cases)

SPE/Di~ecto r/others

(as appropriate) review cas es at

a llowa n ce or soon after allowanc e .

Review "super sensitive ll cases on an on going bases (before

allowance) .

e.g . f1ags-

- case has very o l d effective filin g dates (4 +
years)
-fri volous inventions

-emerging
claims
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:n meaning.

.1 de.ignated cbs~ of suhstancCl; .;~ A symbol thu~ used must he Jdi"d in the

·""anin)";[e~l,
itc" b~ cam c

claim i!;(lt.

."g a

Sec 92.

pat~nt

much u.\ed
interpre ting
.;:om,n:! but

" \\Jhn ~n(Jte than one claim 1., pr"~~nted, rhl'y may hr. placed in dependent

form ;I"l whi ch a daim may refer hack to and f urther r~strkt iL .'in gle precedin~
ch:m,,,n IJLl t not marc dun onc?1 The order to be fo llowed wh ~ re tWD ,lr more
cla:ms art~ dependent on a preceding claim is prcscribcd at MPEP 608.01 (n).

ove n a limi t·
,~ ,

as "T he

'n and plant

:.l:iuns from
1ims.u'
·,·as ,,!lowed
·{".en allowed

'heation and

Dependent Claim

\Xlhcr,' the 'lI hdaim il of a different ~t;ltutMy cl:u~ itom the basic claim, '1.1 a
i:mJu't prcp<1rcd hy ti,C prnceSoS dciiJ\d in anoth"r daim, the subc1nim mayT~
<:r :nn~· not Tlj be "llewable, depelldillg on pr:nciplu d!s~u.lsed :It § 88, but $;;d,
l\l i,cl~\m i.~ not a "depc.ncicm" claim as defined ~t the h~gin nins of this s.cctillll.
S;nce the dependent claim mU5t inwrporatc all of the limitation~ of the h\.li,
t":aim/:" ~ Td~ng Ih:lt the basic claim distinguishes pate n t.lbly from th e prior an
I>'ou:d :"Iorlll" lIy m ean that tnc depenJr.nt clai m also thus distinguj~hes."JM Rut
rejcC"t:or. of the basic claim doe~ not n,"cC5s.:ITilr invo:ve rejection of toc dcrcndeot
e1ailnj,!l i: may hI': allowed subjc("t to (,eing rewritten for completenc».MoI Can·
celation of the ba~ic ,i.1.i:ll lteccs..a til y require.s rejc<:tioll of allY claims dcpenoent
riJereoll.J!.1
\'(there appJic~nt "copied" from a patl.'llt a claim which wa~ in tr: rm~ dcpClld.
upon "Ctaim 2," the CCPA allowed it, noting that in a legal sen,!: it was
not cupied (rom t he pa t~ nt (Iinee app licallt's Claim 2 was differen t fronl C!~i rn
2 of the p:1.tcnr) and h •.nce was no~ rej ectable under 3) USC 135 fo r delay in

11M

.'1corpoutc d
or bodily.7!

for any of

~

Min'U10i"

W.tcl,

J) r,

:009 OG 329.
) 15 Fzd 7().
, 7 I'Q 7.tlJ.

~811,

317 0(;

10(; 297
194~ '''lid

61 FlJ 494,
·TI ~

27 CCPA
Pdleut C/",,,,,
?02 F2d

78~,

copy in ~.N~

Sec 93.
Clai m.1

Undue Breadth of Claim
IMy [""

refused or held invalid on d, e g round that, though thcy di~·

tingui.lh adequ:l.rdy from th" prior ar t, they defin c a monopuly which is broader
12 III re l\~~J~ Jl cerA "12. 140 F2d 101(,. 19~4 CD VI, 60 I'Q ~tl~, ~6; 0(; 'lIZ.
E" I>~:(( f.jlj'"f~1d (fiA:193Z) 17 l'Q WI
"/3 I/:U;f 7k Ex p"rt~ R",»'n 1917 CD 12 , 735 OG 135'
j·4 E, ;>om 1/,1/ In4 CD Zl, 319 O G 707. E x )WI. 1Iv/,/ 19111 CD 14, 253 OG 953
n In re /t1,K .. 25 Cel'A 100(1,95 F2d 261, 1935 CD 414, J7 PQ 209, 194 OG 719.
Ex 113tl( Lt,itm (BA:1937 ) :>b PQ 395. h r,: tt Lwig (IJA: :943) 57 PQ 129
J:~ ""U( JtI"'e~ (HA:19J9j ~2 PQ 606
.
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n 1-'"", ;>'Itte H,""~)J (BA:1953) 99 PQ 319
73 G: r irie Suil (HA:1936) 31 PQ 311
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XI § 93

th~n that to which t11~ tribunal feels that the inv~ntot is entit1~d. Such ~?pea~~

~hc r"hri(])1

be !h~ bas~s of the d"cision~ in many casc~.H:1 A mature view of the subject
concludes tha~ the question of what constitutes a teason~ble measure of monopoly
1m;.'! be amwered upon ~ hasis of broad social issues; in other words, the only

<,rc di.,,,u"'l·

to

crita:on is what ,nms r~asonahl<c and just to the judge in tbe light of his train·
ing and philo~oFhical tenets."'! As stat~d by Justice Holmes, "The true grounds
of decisi"n arc consideration of policy and of social advantag~, and it is vain
~o sUPi'l)",~ that -",lutiom can he attajned merdy by logic and the general propo-

htD~(j

]],,":In

The

Oil,

~he

wid,i:l

i":"l"l;:;C:l:ly
'TJ"ct c!ain

si tiollS of law which nobody displltes."H~
Altoough "undue breadth" app~ars to be tn~ only common denominator of
a Luge class of rases wl,ich hav<c rcf1.1,ed or invalidated claims, th~ decisions are
seldom ba,ed explicitly <'11 that ground. The tribunals prder to use terms such
~, "bro~der than the inventjo~," "cov"r all I"eans for accompli~hing the result,"
"would foreclose further devdopment in thi .. field," "functional," "for a mere
~Tslll:, use or function," "mere funnion of the apparatlls."8fi "Functionality" is
coverd at § 96.

'''~() Ii';
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Sec 94.

AllDwing clai:-ns, the Boal·d said; "\'V'hile, in s.Ollle lll"cllanical cases, the courts
haVl' held that claims are Droader than the inv~nti"ll, this is a ground of l· r.J ~ ction
which must he employ t d with great caution and Dnly in exceptional clse., ."H7
The tribunal> have l'nn relllctant to ~C[ognize ill non-chemical cases that
mere !"'eadth j~ "vcr fatal,8~ ~'lJt in chemical ca",~s they have mor~ willingly
acknowledged that claims are invalid if Df Und1.1e br~adth.H!l Special rules as to
~J ()·}/ c.iil y \' Mn"r 0,<;53) ~6 US (:~ H"w) Gl. I"r~r.JtH·UlI L"",p P"I<>1( ])9 US
'16:;' 11M G) (;75, Il OG 12R!)
H4 Gu_,eocK 1,'43 § ~(HO, :;3110. C. H. BILST'·:H]."E:.D 1943 1'~le"l /.,,,., fm CI"",i",
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F2t.! 18, 19~4 CD ~4, 62 FQ ,7, ';66 OG ~1l
R"; V , gr!d!'~ v (,"",11,,,, (lg%) 167 Mo" n,44 NE1077, 3:; I.R,\ "722, 57 i\mSdl.tp 44 l
~r; In '" Sm,!,'j , 27 CCPA 11;'6, 1!1 j·I.r! 651, 19'10 CD :;14, 4) PQ 17.8,)lO OG 79l.
McCormick. r-rdr ~ "I"'~ ,Hachi" , Co ,. A,dwI!m (CCA-6,JR~";) 69 f od ·371: on c<ni~d ",umi~", 169 US 6U6, JR9R CD 398, 82 OC; 1988. G, ,,adl Elfel ric Co ,. ]V,t/Msh
ANUm,,' Corp 304 US 36'1, 1931\ CD 3H, 37 PQ 46fi, 4~1 OCt 463 (",,,,[i,,,,,/,,!
em Co y e,mmm em M",hillrry C" (CCA-7:193:i) 76 1'2d 173, l~ PO :;0. Ex rare.
K",.J, en 1895 C) 79, 72 OG 589. ~x l",,'e lf~lm 187~ CD 107,8 OG ";97. iIulL",d
[.""",il<'" Co v l'a k'n; (;Iu r C" 277 CS Z~I, J928 CD 766, 372 OG 517. (G",,~, K.)
[["i < Mig Cu ~ /-fd.n <ifh l!i C" (CCA-l:193:) )Z FZd 7111'il"''''' iHfg C" v Pi/ma"
(t:CA.l:19H) ;i() F~d 144, 91'Q 5~O. Il",dl"j"k v ,HeK,·.,,,,,, (CCA-6:1921) 290 F,d
66\ 1924 CD 407, .nO OC; 177; (·"J·I doniod /63 L:S n l. I\i.,'/,,,, 1,,,,, I:~ Low",,,!i,"
Wor/u ~ Merl.,,! 1)8 US 68, lR9';
3JD, :'1 0(; 7)1 V~por
J-l,,,/j,,g Co ,.
Go!d en J-l'dli".'~ c2 Lir:l]!i"g C~ (CTA-l.: 1')25) 7 II)d 281; cort dm;"d 7(,1\ US
70"; \" '" L",,"/:. 27 CCPi\ 81\ lOR F2t.! 7('.',1'.110
1~3, 41 PC) :29, ;;16 OC; I.
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which soa,e rimcs o~curs in :he d ~c i'lon~,o\l is meaningl"l'..', UIl!"~S constru~d to
m(.'a n j,roaJ~r thlll til!' tri blma l ['di ~ns tn b~ wa rr:l.Jltcd.
The ,mc-~ tep proc:~~s claim l,as often b~"n rejected on grounds which fall
within th~ concept of "undl:e breadth," but on the other ha nd such clainu; hal'e
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IS IT EST?
(SET YOUR WA.TCH BACK ONE HOUR )
Ol'e .nicw and DefinitiOD
An Expressed Sequenced Tag (EST) is a designation
fot nucleic acids that have been isolated and/or
charact erized following random selection of molecules
and subsequent sequence analysis. Materially thoy are
no difi'erent from any other nucleic acid. However, in
contrast to morc classica1 approaches of nucleic acid
, isolation and characterization, ESTs have no. a priori
correlation between structure arid function. The
molecules are first characo::rized on the molecu lar
level ' and then computcr-bascd analysis is used to
assign potential functio n of the protein s that might be
cncode dby the EST!,

The characterization of EST molecules typically
follows several defined stages. In the first stage.
partial sequence information 15 developed and stored
in a database. This sequence Infonna tionis then used
e
lIS an fn .nlleo probe for compar ison against sequenc

databases. In some instances, homology searche s
reveal thafa particular EST sequence is related at the
nucleot ide sequence level with another nucleic acid
that encodes a protein with an , ascribed function.
Such EST molecules are then'-selccted fo r further
analysis.
The second stage (If an.aJysis may take 5e'I'CraI paths
includi ng ( 1) verifica tion of the initial sequence
informa tion: (2) in silico assembly of partial EST
sequences into a "full-le ngth" cDNA; and (3) use of
the original EST sequenc e as a probe for isoIaLion of
cDNA molecules by conventional teclutiqucs. Each of
these analyses has asSociated patentability issues that
have potential impact on the scope of claims and the
use of claimcd nucleic acids.
Based upon the extent of the analysis that has been
present ed for any particul ar EST, disclosed molecules
may be assigned to one ofthn:e broad categories: ItI,
111
2"", or 3 generation. It is emphas ized tllat these
categories are not .l:ixed. Rather, they represen t waypoints along a continu um that may be used for
However,
discuss ion and analytical purpose s.
patenta bility analysi s must take into account the
partjeulat set of facts sunoun ding each particul ar
molecu le that is being claimed .

NOTIC E
materia l in Ncws You Can ·Use is for in-house
use only. Feel free to quote or paraphr ase anything in
the newsletter, but it should not be cited 8S a reference
and copies should not be sent outside the PTO, e.g. as
attachm ents to Office actions. +
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1. No new oath/declaration is needed when the
.. ! .~
execution IlllS been omitted from an oathldeclaratio
'-.
p-I"
.M
.
Note MPEP § 602.05:
on
executi
of
Date
§ 602. 05 Oath or Declaration
The Office no 10000er chew the do fe of execution oj
rhe oath or dec/oration and the 0 Ice wilL no longet ___ ~
~ '1--.1'1' I..
requlre 'a newly executed-oar of dedaraJio iiidon
an oath or declarallon being stafe (that is when the
date of execution is more than 3 months prior to the
filing date ' of the applicaUon) or where the date of
execution has been omitted. However, applicants are
remind ed that they have a conl/nlljTlg dllty of
reu~der 37'CFR i .56, (Rmphasl~addt:d-) =-dis
] , A claim rr-bt-granted (1m, (1ft(; priority da~ WIder
3S U.S.C.. 12(); , SuppOse you have a Markus h claim
with five members in a ClP application. Four members
qualify for benefit of priority of the parent case, but the
fdth does not. You would deny benefit of the parentjl. ,J;·r . .·r-')
date to this claim and apply any relevan t interven ing
However, note that an art · rejection over~ ..b-...
art.
interven ing art could be overcome simply by cancelli ng
--.-.~
the fifth member from the Markus h ~aimr '- 1).1
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HELPF UL EXAM INATI ON HINTS

Cue Identifi cation
A summa ry definition of an EST applica tion follows:
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Z. SPE review/screening or applica
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The SAWS reporting process is base
SPE
d upon Microsoft Onc e subm itted
to the SAW S mailbox. the TC
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1600
e elem ents (1) a data Pro gram
AnaJyst wHl compile dle indi vidu
entry screenj (2) a com pile d data
al SAWS
base 0 appJJcation repo rts into
a single centralized Access database
info rma tion ; and (3) an outp ut repo
. Inrt that incl ude s infor- clud ed in this
collcctive are -additional fields that
mat ion relating to applications iden
allow
tifie d as .SA WS.
soro ng of Application infonnation
To maximize appl icat ion iden tific
by subm issio n date
atio n. the following and flag fiel
d~ that allo w pen ultim ate and
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nati on of an application as "SAWS
1. Examiner (4Se iden tific atio n
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part of the data base collection. a repo
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is generated.
3. SAWS com mitt ee revi ew/s cfec
ning of appl icat ion
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If
necessary, the
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the Application should
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SAWS Proteu Dlnemlnatioll Plan
The SAWS application identification proccss is cernmunicatal through management rtaff and individual
art unit" meetin~ , The Technology Cenler management bas been advised of the need for and method of
identification of SAWS applications. The prooess
rollout is being implemented through a top down communication cascade. This process is considered iterative in nature and both horizontal and vertical feedback
i5 being continually incorporated into the SAWS re-

porting process.
TC 1600 SensIti"e Application Warning System
(SAWS) Llot
December 1998

4. Applications which have objectionable or
derogatory subject matter in the specification.

5. Commissioner-ordered re-exams.
6 . Applications claiming a method or machine to
take l ife (suicide).

7. Applicallons ctaimlng a motor or power plant
which IS 'self-sustalnlng (perpetual motion) or appears to vIolate the laws of physics.

8. Applications In which a third party (usually unnamed) tak.es over prosecutio n of patent application (not

owner, assfgneellicensee or Inventor).

9. Other on
1. Applications disclosing technologies which are

controversIal and/or newsworthy, for example:

.. cens/cell lines from Indigenous peoples
claimed

.. cloning of humans
.. expressed sequence tags (ESTs) claimed
.. felal cell or fetal tJssue based Invention
• gennline gone therapy claimed
• human/animal chimeras claimed
• h1:lman embryonic stem cell technology
claimed
• human tissue or organ claimed
• in utero therapy, Including in utero gene
therapy
• large numbers of sequences claimed, e.g.,
SNPs
• methods or compositions for prolonging life
or proventlng agIng claimed
• plant, plant extract or plant product from
plant natIve to 3rt! world country claimed
• plant tormlnator technology claImed
• 810lnformatlcs and computer based Inventions
2. ApplicatIons claiming the prevention, treatment
or curing of diseases which were previously considered Impossible to pre ....ent or cure claImed:
• Alzhelmers

• many roons of cancer

1.
The molecules being claimed were isolated
following random selection of nucleic acids .

2.
The extent/degree of analysis oithe disclosed
and claimed molccu.lcs is:
a
lot generation
i. ~al sequence only
b,

2'" generation

i. "Full-length" sequences comprising an _open
reading frame (ORF) are disclo~. but no functional
analysis of proteins that arc potentially encoded by the
ORF has been presented.
ii. 'There may be dlselosure of potential homology or rclationshlp with known proteins based upon
computer analysis.
N
c. 3 generation
i. ]n addition to an ORF. functional analysis of
ded protein has been demonstrated and the
roteitJ: ctual expression in a real world context has
verified. 1""
Note that ...iI("cowidering designation of a particular
EST to one of these three classes require.S analysis of
particular fact patteros. For example, an EST that has

a

been picccd. together from several different molecules
i" sillcD may not represent an actual molecule that
exists in nature. TItis may anse, for example, because
in natural gene exprc..ssion alternative splicing may
occur. In the absence of some verifying facts, the

./
J

\

\,

collection or different molecules into a single "eDNA"
based upon overlapping con(igs may no( have a conelate to an actual eDNA thai is expressed in any particu-

•
•
•
•

animal

cloning

3. App!lcatlons which have old effectIve fIlfng
dates but claims of broad scope (submarines).

B-027

..........

EST, (contioul:d from page 1)

.. AIDS diagnostics and treatments
.. alternative Medlclnelhomeopathy
.. animal claimed

common cold
dementia
mental retardation
viral InfeCtIon
• somatic cell based

a case·by-case basis.

lar celllUldloc tissue. In !ruch irutanc:es, while an ORF
might be prcscnted, the particular designation of a
particular EST would fall closer to a lot generation than
to a 2"" genen.tion. Bach f.aot pattern for each molecule
being claimed needs to 'Do separatdy considered on its

own merits.
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MEMORANDUM
DATE:

June 4, 2002

TO:

Patent Examining Corps
Technology Center Directors

FROM:

SUBJECT:

/signed/
Stephen G. Kunin
Deputy Commissioner for Patent Examination Policy
Pre-publication Review to Prevent Publication of Offensive Material

Background: The Office has the authority to refuse to publish as a patent application publication
all or a portion of an application if it contains offensive materia1. See 37 CFR 1.21l (d). This
memorandum establishes procedures to review applications for such offensive materials.
Procedure:
Review applications for Offensive Material prior to PGPub Data entry:
When an application is being reviewed for PGPub Data entry, a determination of whether the
subject matter is offensive should be made. Examples of potentially offensive disclosures are as
follows:
A. Material suggestive of terrorist activity kg., a figure of a plane colliding with a building
or methods of delivery of toxins to the government or general public);
B. Graphic sexual illustrations or descriptions;
C. Applications obviously devoid of statutory subject matter (e.g., unabomber's manifesto);

or
D. Applications including derogatory comments concerning the government.
Applications that may contain "oflensive" subject matter should be brought to the attention of
the Technology Center Director (or management designee) before PGPub data is entered.
If the Director, or designee, determines that the application may, in fact, contain offensive
subject matter, the application and brief explanation should be forwarded to Howard Goldberg
(Director, Technology Center 2800) for a determination of compliance with § 1.211(d).
Examiners shall also bring to the attention of their supervisor or Technology Center Director the
inclusion of such material in an application during routine examination, particularly when
allowable subject mattcr is indicated, as part of the Sensitive Application Warning System
(SAWS) program.
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Patents in the News / Sensitive Application
Warning System (SAWS)

USPTO Patent Training Academy

12/22111

B-029

Patents in the News 1 SAWS
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Objectives
You will become more familiar with the
following:
• What is the SAWS Program
• How is a SAWS application identified
• How is a SAWS application treated
• The specific topics per TC
• Other things to remember

12/22111

B-030

Patents in the News 1 SAWS
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What is SAWS?
The Sensitive Application Warning system
(SAWS) program is designed as an information
gathering system to apprise various areas of the
PTO of the prosecution of patent applications
that include sensitive subject matter.

12/22111
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Patents in the News 1 SAWS
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Program Intent
To help USPTO personnel in the Office of the
Commissioner for Patents and the Office of
Public Relations interact with the press about
applications that may generate a high level of
publicity.

12/22111
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Patents in the News 1 SAWS
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Potential SAWS Subject Matter
•

Applications dealing with inventions, which, if issued would
potentially generate unwanted media coverage (i.e., news, blogs,
forums).

•

Applications disclosing seemingly frivolous or silly subject matterpaying special attention to the title, abstract, and cover drawings.

•

Applications with claims of broad or domineering scope and/or which
have old actual filing dates (submarines).

•

Applications that have objectionable or derogatory subject matter in
the specification, claims, or drawings.

•

Applications claiming inventions which would endanger individuals,
the environment, the security of our nation, or public safety.

•

Applications claiming inventions that include explicit recitations of
race, ethnicity, origin, or other prescribed populations.

•

Applications claiming a method/apparatus to support suicide or
abortion.

3119/2015

B-033
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Potential SAWS Subject Matter (cont.)
•

Applications dealing claiming a motor or power plant, which is selfsustaining (perpetual motion machine, etc.) or which appears to violate the
law of physics (e.g. antigravity, faster than the speed of light, etc.)

•

Applications claiming the prevention or curing of diseases, which were
previously considered impossible to prevent or cure.

•

Applications about human cloning.
-Section 33 of Leahy-Smith AlA (2011)"No patent may issue on a claim directed to or encompassing a human
organism"

•

Commissioner-ordered reexams, except those ordered because of prior art
timely filed, but not considered, before the patent issued, or for prior art
submitted under 37 CFR § 1.501.

•

Reexamination and Reissue cases in which:
Litigation involves the Supreme Court,
Litigation where the judgment on a patent involves high dollar amounts,
HighB-034
profile technology or companies.
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Race reemerges in debate over 'personalized
medicine'
B~-

Rob Stein. -

Federal examiners have rejected patents for genetic screening tests because the applicants did
not e"l'lore their effectiveness for different races, adding to the debate about whether race has
scientific validity in modern D)lA-based medicine.
Some geneticists, sociologists and bioethicists argue that "black," "white," "Asian" and
"Hispanic" are antiquated categOlies that threaten to re\ive prejudices. Others, however, say
that meaningful D)lA variations can track racial lines and that ignoring them could deny many
benefits of "personalized medicine." which aims to develop tests and treatments tailored to a
person's genetic makeup.

3119/2015

B-039

11

(b)(5)

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 67 of 185

B-040

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 68 of 185

Identifying Sensitive Subject Matter
• Examiners and managers should use their judgment and
are encouraged to be liberal (erring to identify rather than
not) in their identification as to whether or not an
application contains potential SAWS material.
• In addition to the using the Corps-wide and TC subject
matter lists, examiners and managers should use their
personal judgment and a common-sense approach to
identify sensitive subject matter.
• The general nature of the invention(s) as disclosed in the
application, including the claims, should be considered
when determining if an application is sensitive.
- Particular attention to title, abstract and cover
drawings should be made for the disclosure of
seemingly frivolous or silly subject matter.
12/22111

B-041
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SAWS Process
• Each TC has a list of subject matter specific topics which may
cause an application to be identified for SAWS.
• Updates to the SAWS process are made in each TC twice a
year.
• Each TC has their own internal process for identifying SAWS
applications and notifying the TC Director.
• The Deputy Commissioner for Patent Operations is notified by
the TC Director of any SAWS applications believed to require
review by the Office of Commissioner for Patents prior to the
mailing of any notice of allowance papers to applicant.
• These applications may also be screened by the Office of the
Associate Commissioner for Patent Examination and Policy.
12/22111

B-042
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SAWS Program is a Tiered Process

- - - - - - - - - - - - - - - - - - - - - - - - - - TC Director - - - - -

Technology Center eTC)
SAWS Coordinator
Home SPE Review

Application is electronically flagged.

Consult mentor

Examiner identifies potential SAWS material
3119/2015

B-043
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SAWS Process (cont.)
• The SAWS process is strictly internal to the
USPTO.
• The file shall not indicate it has been identified as a
SAWS application.
• The Office shall not notify Applicant or any other
party that any particular application has been
identified as a SAWS application.
• Examiners may not communicate with the press or
public on any application, SAWS or not.
• Any public or press questions must be forwarded to
the Office of Public Affairs for response.
3119/2015

B-044
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TC 1600 (Biotechnology & Organic Chemistry)
SAWS List
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TC 1600 List includes:
• Subject Matter generating extensive media coverage such as:
- AIDS/HIV vaccines and methods of prevention
Human Fetal cell or fetal tissue inventions and treatments using them
Human gametes
Germ-line gene therapy
Human embryonic stem cells and methods of making and using the same
(not all stem cells just ES cells)
Pluripotent stem cell technology
Claims either specifically directed to or encompassing Human Beings,
including"
• Human embryos,
• Human/animal chimeras
• Methods of making or cloning human beings or human embryos
• Methods of in utero genetic manipulation of humans
• Methods of genetically altering humans via in vitro fertilization or
other methodologies (gene therapy)
B-045
• Methods
using or manipulating human embryos or fetuses
311912015
17
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TC 1600 SAWS List (COllI.)
TC 1600 List includes:
•

Subject Matter generating extensive media coverage such as:
Human parthenogenesis (asexual female reproduction).
In vitro fertilization (IYF).
Methods or compositions for prolonging life or preventing death.
Cells/cell lines from indigenous peoples.
Plant, plant extract or plant/animal products from plants/animals native to
third world countries: indigenous therapies, traditional medicine.
Plant terminator technology.
Tobacco plant genetically engineered for increase nicotine production
Synthetic or wholly engineered bacterial or viral genomes.
Diagnosis, screening or treatments limited by race or ethnicity, in
particular exclusion of races.
Products and/or methods of using controlled substances (Schedule I and II
drugs) such as cocaine, PCP, LSD, Marijuana, barbiturates,
amphetamines, opiates and their derivatives.
3119/2015

B-046

Patents in the News 1 SAWS
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TC 1600 SAWS List (COllI.)
-

Applications having claims defining inventions which could endanger
individuals, the environment, harm the security of our nation or threaten
public safety.
Processes or products useful as biological weapons; detection or treatment
of same
-Biological agents involved in bioterrorism or bio-crimes:
- Pathogens-Ascaris suum, Bacillus anthracis, Coxiella hurnetii,
Francisella tularensis, Giardia lamhlia, HIV, Rickettsia
prowazekii, typhus, Salmonella typhimurium, Salmonella typhi,
Shigella species, Schistosoma species, Smallpox, Vihrio
cholerae, Viral encephalitis, Viral hemorrhagic fevers (Ebola),
Yellow fever virus, Yersinia enterocolitica, Yersinia pestis
- Toxins:
- Botulinum, Cholera endotoxin, Diphtheria toxin, Ricin, Snake
toxin, Staphylococcal enterotoxin B, Tetrodotxin
-Anti-crop Agents:
B-047
- Rice blast, Rye stem rust, Wheat stem rust
3/19/2015
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TC 1600 SAWS List (COllI.)
TC 1600 List includes:
• Prevention or Curing of diseases considered
impossible to prevent or cure such as:
- Alzheimer's disease
- Dementia
- Common cold
- Mental retardation
- HIV infection
3119/2015

B-048
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TC 1700 (Food, polymers, metallurgy,
SAWS List
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TC 1700 List includes:
• Applications subject to extensive media coverage
• Applications with pioneering scope
• Applications claiming inventions which seem trivial, mundane
or extremely basic, such as crimped peanut butter and jelly
sandwiches, methods of swinging
• Room temperature superconductors
• Health or medicine related patent applications subject to
extensive media coverage, such as:
- Panacea cure for a disease or condition not known to be curable,
such as AIDS, cancer, baldness, "mad cow" disease, etc.
- Human cloning or chimeras
- Stem Cell or Germ line gene therapy
- Method or Machines to take human life (suicide)
3119/2015

B-049
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TC 1700 SAWS List (COllI.)
TC 1700 List includes:
• Applications claiming prevention or curing of diseases which were
previously considered impossible to prevent or cure
• Motor, Power plant, or other device which is self-sustaining (perpetual
motion) or appears to violate the laws of chemistry or physics
• Cold Fusion, "hydrino" reaction, "magnecule" as an energy source or
any other production of excess heat outside of known chemistry or
physics
• Anti-Global Warming devices or any other device operating at the
global scale
• Inventions which would endanger individuals, the environment, harm
the security of our nation or threaten public safety
• Applications with claims to computer programs or algorithms which
have been rejected under 35 USC 101
3119/2015

B-050
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TC 1700 SAWS List (COllI.)
TC 1700 List includes:
• Controversial, Illegal, objectionable, or derogatory subject
matter.
• Compound claims only by functional characteristics- no
structure claimed
• Third Party takeover of patent prosecution (not the owner,
assignee or inventor)
• Applications related to patents presently being litigated
• Applications claiming a method or apparatus to take a human
life (e.g. suicide machine or abortion)
• Business method claims
• Nanotechnology without specific disclosure as to appropriate
method of manufacture
3119/2015

B-051
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TC 1700 SAWS List (cont.)
TC 1700 List includes:
• Applications with long pendencies or multiple
continuations going back 5 or more years
• Commissioner-ordered reexams, except those ordered
because of prior art timely filed, but not considered
before the patent issued
• Reexamination and Reissue cases in which:
- Litigation involves the Supreme Court,
- High dollar litigation
- Technology/Companies that get extensive media coverage or
would be probable to get extensive coverage
3119/2015

B-052
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TC 2100 (Computer Architecture and
Software) SAWS List
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TC 2100 List includes:
• Automating a Known Manual Process
• Applications involved in Litigation
• Applications having a related or parent/child
application that is the subject of a High Court
Decision
• Applications made special for Homeland
Security reasons
3119/2015

B-053
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TC 2100 SAWS List (conI.)

TC 2100 List includes:
• Patent or Trademark
Processes or Systems
• Affidavits alleging
commercial success of
broad concept

3119/2015

B-054
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TC 2400 (Network, Multiplexing, Cable,
Security) SAWS List
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TC 2400 List includes:
• Applications reciting processes/systems that PTO employees
or IP attorneys practice/use
• Applications involved in litigation
• Personal digital assistants (PDAs) (e.g. "Blackberry"
technology)
• Convergence inventions (e.g. smart phones, phones with
media players)
• Digital, Internet or Wireless versions of prior art device (e.g.
fax over internet telephony, wireless sub-woofers)
• Applications made special for Homeland Security reasons
• Affidavits alleging commercial success of broad concept
3119/2015

B-055
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TC 2600 (Communications)
SAWS List
Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 83 of 185

TC 2600 List includes:
• Smartphones and other convergence-intensive
devices.
• Digital telephony and voice over IP or Internet
systems.
• Internet-enabled systems (e.g., podcasting).
• E-commerce-related systems (e.g., music
download sales).
3119/2015
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TC 2800Case(Semiconductors,
Electrical Circuits,
Static Memory, and Optical Systems) SAWS List

TC 2800 List includes:
• Perpetual Motion Machines (Class 310 & 290)
• Anti -Gravity devices
• Room Temperature Superconductivity
• Free Energy-Tachyons
• Gain Assisted Superluminal Light Propagation
• Other matters that violate the general laws of
physics
• Unfavorable Publicity subject matter
3119/2015
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TC 2900 (Design Patents)
SAWS List
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TC 2900 List includes:
Subject matter which is:
• Sexually explicit
• Controversial
• Illegal
• Inflammatory
• Offensive or derogatory, such as those which
include caricatures or depictions

Simple shapes
3119/2015
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TC 2900 SAWS List (coni.)
TC 2900 List includes:
• Applications dealing with inventions, which, if issued would
potentially generate extensive media coverage
• If the title states an apparatus to take a human life or for abortion
• If the title states the invention is a motor or power plant, which
is self-sustaining (e.g. perpetual motion) or which appears to
violate a law of physics
• Reexamination and Reissue cases in which:
- Litigation involves the Supreme Court
- High Dollar litigation
- Technology/Companies that routinely receive extensive
media coverage or that the media would report on PTO' s
actions
3119/2015
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TC 3600 (Transportation,
Construction, Agriculture,
E-commerce, and National Security) SAWS List

TC 3600 List includes:
• Applications with very old effective filing dates
and/or claims of broad scope
• Applications with Licensing & Review Issues
• Applications with claims specifically reciting
statutes, or governmental functions, including
functions of the USPTO

3119/2015
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TC
3700 (Mechanical Engineering~
Manufacturing and Products) SAWS List

TC 3700 List includes:
• Methods using or manipulating human embryos or fetuses
• Claims either specifically directed to or encompassing human
beings
• Processes and apparatus involving Education (class 434)
• Applications involving obscene or pornographic material
• Processes or products useful as biological weapons
• Fetal cell or fetal tissue based invention
• Human stem cells including embryonic stem cell technology
and methods of making the same
• Human tissue or organs
3119/2015
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TC 3700 SAWS List (co"l.)
TC 3700 List includes:
• Methods
or compositions for prolonging life or preventing
.
agmg
• In vitro fertilization
• Business methods
• Applications claiming games played in outer space
• Perpetual motion machines and processes
• Inventions directed towards telepathic
communication/control systems
• Weather modification

3119/2015
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TC 3700 SAWS List (co"l.)
TC 3700 List includes:
• Prevention or Curing of diseases considered impossible to
prevent or cure:
- Alzheimer's disease, dementia
- Common cold
- Mental retardation
- HIV infection
• Circumventing governmental regulation of licensed gambling
• Forms of gambling for minors
• Forms of electronic entertainment which capitalize on gambling
addiction
• Erotic sex toys specifically adapted for minors
• Games or electronic apparatus involving cruelty to animals
3119/2015
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Training Academy SAWS List
Training Academy saws list includes each TC saws list.
If you feel you may know of a SAWS application
please contact your SPE.

3119/2015
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Identification of a Potential
SAWS Situation
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• Contact your SPE if you think you have an
application that may trigger SAWS
• Your SPE will decide if your application should
be identified as a SAWS
- Identification should happen as early as possible during
prosecution
- Anyone can identify a case for possible SAWS, from a
T A student to the Director of the USPTO
- It is most often the examiner of record in an application

who sees something in the press, or on the Internet, and
brings it to the attention of their SPE
3119/2015
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Summary
You should now be more familiar with:
• What is the SAWS Program
• How is a SAWS application identified
• How is a SAWS application treated
• The specific topics per TC
• Other things to remember

12/22111
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Questions?

Thank you!

12/22111
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FROM:

Deputy Assistant Commissioner for Patents
SUBJECT:

Corps Program to Assist in the Identification and
Proper Processing of Applications Containing
Sensitive Subject Matter

In response to your request for the Patent Examining Corps to
develop a program to assist in the identification and proper
processing of sensitive applications, an outline of a proposal
is described below.
To simplify the discussion the early warning system for
detecting applications containing sensitive subject matter has
been named the Sensitive Application Warning System (SAWS).
SAWS involves periodically raising the examiner's awareness of
what may constitute a sensitive application, increasing
communication among Corps personnel on the existence and proper
examination of sensitive applications, and designating one
management official in each group to monitor and assist in the
examination of sensitive applications.
The specific major
elements of SAWS are:

\/

*

Each examining group will identify common characteristics
of sensitive applications to aid in their identification,
e.g., applications with old effective filing dates,
applications in sensitive technologies, and applications
with very broad claims.

•

Group/Art units will conduct meetings periodically to
raise examiner awareness about sensitive applications in a
cooperative atmosphere to permit the examiners to assist
in the identification of sensitive applications.

•

Groups that handle related technologies will meet
periodically to discuss examination quality issues of
mutual interest including the proper processing of
sensitive applications.

,

,

,

l/'

t/
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*

Designated management officials in each Group will monitor
sensitive applications, assist in the examination of
sensitive applications, meet with other Groups as
appropriate to maintain uniform and correct examination
procedures, and to keep each Director informed as to the
status of the prosecution of ~ensitive applications.

*

Group Directors will notify upper level PTO managers when
allowance of a sensitive application is imminent.

/

/

In addition to the above, the Corps will continue to engage in
and initiate quality enhancement projects that will assist the
proper examination of sensitive applications.
Included are:

,

*

Identifying and promoting the use of better search tools,
especially for accessing and retrieving non-patent
literature and foreign patents

*

Developing better training on the use of commercial data
bases for searching the non-patent literature

*

Expanding use of the Examiner Education Program to keep
examiners aware of new technological developmentsj and

*

Assessing the benefits of alternative examination
processes which may necessitate making changes to the
patent laws, regulations, practices and procedures to
enhance the reliability of the patent examination process.

.
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SENSITIVE APPLICATION WARNING SYSTEM (SAWS) TOPICS
TC 1700

Applications subject to extensive media coverage.
Applications claiming inventions which seem trivial, mundane, or extremely basic, such as
crimped peanut butter and jelly sandwiches, methods of swinging on a swing in a tree, etc.
Room temperature superconductors.
Health or medicine related patent applications subject to extensive media coverage, such as -Panacea cure for a disease or condition not known to be curable, such as AIDS, cancer,
baldness, "mad cow" disease, etc.
Human cloning or chimeras.
Stem Cell or Germ line gene therapy.
Method or Machines to take human life (suicide).
Motor, Power plant, or other device which is self-sustaining (perpetual motion) or appears to
violate the laws of chemistry or physics.
Cold Fusion, "hydrino" reaction, or "magnecule" as an energy source or any other production of
excess heat outside of known chemistry or physics.
Anti-Global Warming devices or any other device operating at the global scale.
Applications with claims to computer programs or algorithms which have been rejected under 35
USC 101 upon the advice of Jack Harvey in TC 2100. Claims with computer programs or
algorithms should be reviewed by Jack Harvey before the first Office Action.
Controversial, Illegal, objectionable, or derogatory subject matter. Examples include marijuana
cigarettes and pornography.
Compound claims only by functional characteristics - no structure claimed.
Third Party takeover of patent prosecution (not owner, not assignee, not inventor) usually unnamed, uncooperative inventor.
Applications related to patents presently being litigated.
Business Method claims.
Applications with long pendencies or multiple continuations going back 5 or more years
(Lemelson type applications).

B-070
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Alexander, Traci
From:

McGinty, Douglas
Tuesday, March 11, 2003 3:22 PM
Baxter, Janet; Beck, Shrive; Bell, Mark; Caldarola, Glenn; Can~, Milton; Gupta, Yogendra;
Huff, Mark; Mills, Gregory; Nguyen, Nam (Art Unit 1753); Silverman, Stanley; Utech,
Benjamin; Ball, Michael; Crispino, Richard; Dunn, Tom; Griffin, Steven; Gulakowski,
Randy; King, Roy; Ryan, Patrick; Walker, Wanda; Warden. Jill; Warden, Robert; Dawson,
Robert; Jagannathan, Vasu; Jones, Deborah (Art Unit 1775); Kelly, Cynthia; Morris. Terrel;
Pyon, Harold; Seidleck, James; Thibodeau, Paul; Wu, David; (open heaver, Blaine; Gorgas,
Kathryn; Gray, Carmen; Knode, Marian; Krynski, William; Roy, Upendra; Tierney, Christine
FW: SAWS Program update

Sent:
To:

Subject:

Please Note_
""---Original Message----Kisliuk, Bruce
Sent:
Thursday, January 23, 20031:02 PM
To:
Stanton, 6Ilan; McGinty, Douglas; Gorgos, Kathryn; Harvey, Jack; Swann, Ted; Chin, TommYi Peng, John; Phan, Hien; Laballe,
Clayton; Reese, Randolph; Domer, Kenneth; Mitchell, David; Banks, Derris; Crowder, Clifford; SeweJJ, Paul; Recla, Henry; Patent
Directors
Cc:
Patent Corps secretaries
Subject:
SAWS Program update
From:

This is a reminder of the SAWS program. Attached is a copy of May 15, 2002 memo from Esther and a listing
of the current SAWS committee members.
Some key points of the program:
• Each TC will distribute a SAWS memo to examiners at least semi-annually.
•

Examiners should be encouraged to bring to their supervisor's attention any application that raises issues
that they are uncertain how to handle, e.g. simple inventions for which art cannot be located.

•

Each TC will continue to use an internal-TC tracking and/or flagging system for SAWS cases.

•

SAWS cases that have been through the TC-screening process and are at the allowance stage should be
brought by the Director or his/her designee to the attention of the Deputy Commissioner for Patent
Operations and the Deputy Commissioner for Patent EXamination Policy_ (Directors were reminded of this
at a recent WIL meeting).

•

SAWS committee members have agreed circulate among themselves certain claims in SAWS cases to
help identify areas to search.

5.AWS memo to SAWS Committee
Directors 5-15-0 ... members 1-21-0 ...
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UNITED STATES PATENT and TRADEMARK OFFICE
COMMISSIONER FOR PATENTS
UNITED STATES PATENT AND
TRADEMARK OFFiCE
WASI!lNGTON. DC. 20231
WWW.lJSPTO.GOV

DATE:

May 15,2002

TO:

Patent Examining Group Directors

FROM:

Esther Kepplinger
Deputy Commissioner for Patent Operations

SUBJECT:

Sensitive Application Warning System (SAWS) Program

The following reminders are being distributed about the SAWS program:
•

Each Technology Center will distribute a SA WS memo to examiners at least semiannually. The memo will briefly describe the SAWS program and will list both general
Corps-wide SAWS criteria as well as Technology Center-specific SA WS criteria.

•

Independent of the SAWS program, examiners should be encouraged to bring to their
supervisor's attention any application that raises issues that they are uncertain how to
handle, e.g. simple inventions for which art cannot be located.

•

Each Technology Center will continue to use or implement an internal-TC tracking
and/or flagging system.

•

SAWS cases that have been through the TC-screening process and are at the allowance
stage should be brought by the Director or hislher designee to the attention of the Deputy
Commissioner for Patent Operations and the Deputy Commissioner for Patent
Examination Policy.

SA WS Program Management Guidelines are attached.

Attachments: Management Guidelines for the SA WS Program

B-072
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Management Guidelines for SAWS Program

I.
II.

III.

Program Overview
Operational Overview
A.
Corps-wide SAWS Subject Matter
B.
Recommended Technology Center Practices
Miscellaneous Issues
A.
Pre-Grant Publication (PG-PUBS)

I. PROGRAM OVERVIEW:
The SA WS program is designed to assist in processing of patent applications identified as
claiming subject matter of special interest, that, if issued, would potentially generate high
publicity or would potentially have a strong impact in the patent community. It is also an
infonnation gathering system to apprise various segments of the USPTO of these patent
applications.
As a program to assist in processing of patent applications, it is intended to ensure that the
examination standards and guidelines are applied properly to such applications that include
sensitive or noteworthy subject matter.
As an information gathering system, the SAWS program should be identifying applications
that, if issued as a patent, would be controversial or noteworthy.
The initial identification of SAWS applications is performed by the examiners (may also
include managers and classifiers). Therefore, it is important that examiners are well
infonned about this program and the identification criteria.
Independent of the SAWS program, examiners sbould be encouraged to bring to tbeir
supervisor's attention any application tbat raises issues that they are uncertain how to
handle. Supervisors are responsible for dctcnnining which applications proceed through the
SAWS program versus those applications having other issues which are nonnally addressed
by existing examination procedures and established examination guidelines.

II. OPERATIONAL OVERVIEW:
It is recommended that the TCs handle the SA WS program based upon a tiered process of
application identification. This process may utilize Examiners and SPEs to identify these
applications, and a SAWS screening committee to verify their status.
Applications which have been identified and verified as containing SA WS material are
reported the TC Group Director, and as needed, fornrarded to the Deputy Commissioner for
Patent Operations and the Deputy Commissioner for Patent Examination Policy prior to
allowance.
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A. Corps-wide Potential SAWS Subject Matter
The following subject matter has been determined to be criteria for identifying potential
SAWS applications throughout the Patent Corps.
I. Applications which have old effective filing dates (pre 6/8/1995, I.e. pre-GATT) and
claims of broad scope (submarines);
2. Applications with pioneering scope;
3. Applications dealing with inventions, which if issued would potentially generate
extensive media coverage;
4. Applications which have objectionable or derogatory subject matter in the specification
and/or drawing(s);
5. Applications having claims defining inventions which would endanger individuals, the
environment, harm the security of our nation or threaten public safety;
6. Commissioner-ordered re-exams, except those ordered because of prior art timely filed,
but not considered, before the patent issued, or for prior art submitted under 37 CFR
§1.501;
7. Applications claiming a method or apparatus to take a human life (e.g. suicide machine,
abortion);
8. Applications claiming a motor or power plant which is self-sustaining
(perpetual motion) or appears to violate the laws of physics (e.g. antigravity, faster than
the speed of light, etc.);
9. Applications claiming the prevention or curing of diseases which were previously
considered impossible to prevent or cure; and
10. Human cloning.

B. Technology Center Recommended Practices:
1. Examiners are the first line of review since they are the most knowledgeable about the
pending claims and application issues. Examiners will report potential SAWS cases to
their SPE. Upon approval of the SPE, a person designated by the technology center will
enter the SAWS case into the appropriate TC tracking system.
2. A reminder and an updated SA WS criteria list will be distributed, at least semi-annually,
to examiners to stress the importance of SA WS application identification.
3. Flagging an identified SAWS application in PALM to ensure that the case does not issue
until the flag has been removed.
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4. Utilizing a TC-specific screening mechanism to remove non-SAWS applications from
their SAWS designation. This screening mechanism pennits a second review and will
result in a recommendation as to whether the application contains SA WS subject matter.
The screening mechanism can be perfonned by a committee made up of SPEs
representing a cross section of the Technology Center and a SPRE or a QAS.
5. Applications that have been through the TC screening mechanism and have been
identified as SAWS cases will be brought to the attention of the TC Group Director. The
Group Director will bring them to the attention of the Deputy Commissioner for Patent
Operations and the Deputy Commissioner for Patent Examination Policy.
6. For uniformity and process improvements, a SPRE, QAS, or a SAWS TC-screening
committeeshould be utilized. A SPRE, QAS, or a SAWS TC-screening committee will
be tasked to periodically review the SAWS processing guidelines and criteria to
continually update and revise the program as needed.
7. Placing a PALM Flag on subject classes which encompass sensitive subject matter until a
review of these cases is perfonned upon allowance (such as business methods, class 70S).

III.

MISCELLANEOUS ISSUES

A. Pre-Grant Publication
Pre-grant publication should not warrant SAWS consideration, Applications published under
Pre-grant publication are published "as-tiled" and the claims, as-published, have not gone
through any examination.
A separate procedure for determining acceptability of what gets published under Pre-grant
publication is being established.
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SA WS Committee memberS and Contac[s

1600
Brian Stanton

1700
Doug McGinty
Kat Gorgos

2100
Jack Harvey
Tod Swann

2600
Tommy Chin
John Peng

2800
Hien Phan
Clayton LaB.lle

3600
Randy Reese

Ken Domer
Dave Mitchell

370Q
Derris Banks
Cliff Crowder
Paul Sewell
Hank Reela
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Alexander, Traci
From:

Warden, Jill
Monday, January 14, 2008 10:53 AM
Dunn, Tom; Gorgas, Kathryn; Krynski, William; Mills, Gregory; Tierney, Christine; Barr,
Michael; Caldarola, Glenn; Cano, Milton; Chaney, Carol; Cleveland, Michael; Corcoran,
Gladys; Crispino, Richard; Dye, Rena; Eashoo, Mark; Fiorilla, Chris; Griffin, Steven; Griffin,
Walter; Gulakowski, Randy; Gupta, Yogendra; Hassanzadeh, Parviz; Hendricks, Keith;
Huff, Mark; Jagannathan, Vasu; Johnson, Christina; Johnson, Jonathan (AUl725); Kelly,
Cynthia; King, Roy; Kolb-Michener, Jennifer; Lorengo, Jerry; Meeks, Timothy; Morris,
Terrel; Neckel, Alexa; Nguyen, Nam (Art Unit 1753); Norton, Nadine; Pyon, Harold; Ryan,
Patrick; Sample, David Roy; Seidleck, James; Shosho, Callie; Silverman, Stanley; Smith,
Duane; Tsang-Foster, Susy; Tucker, Phillip; Warden, Jill; Wu, David
Knode, Marian; Stone, Jacqueline; Jones, Gary
SAWS update

Sent:
To:

Cc:
Subject:

SPEs: Please forward this information on to your examiners.
This is a notice to TC 1700 Personnel to update them on the SAWS process for the tech center.
Attached please find two documents. One is the SAWS Topics list. Applications containing subject
matter included in this list are considered sensitive.
The second is an outline of the process an examiner or SPE should follow when they have an
application which contains subject matter on the SAWS Topics list. Please familiarize yourself with
this procedure.
Thanks,
Jill

SAWS.doc

tc1700SAWSme ...
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SENSITIVE APPLICATION WARNING SYSTEM (SAWS) TOPICS
TC 1700

.:. Applications subject to extensive media coverage
.:. Applications claiming inventions which seem trivial, mundane, or extremely basic, such as
crimped peanut butter and jelly sandwiches, methods of swinging on a swing in a tree, etc .
•:. Room temperature superconductors
.:. Health or medicine related patent applications subject to extensive media coverage, such as:
•

Panacea cure for a disease or condition not known to be curable, such as AIDS,
cancer, baldness, "mad cow" disease, etc.

•

Human cloning or chimeras

•

Stem Cell or Germ line gene therapy

•

Method or Machines to take human life (suicide)

.:. Motor, Power plant, or other device which is self-sustaining (perpetual motion) or appears to
violate the laws of chemistry or physics
.:. Cold Fusion, "hydrino" reaction, or "magnecule" as an energy source or any other production
of excess heat outside of known chemistry or physics
.:. Anti-Global Warming devices or any other device operating at the global scale
.:. Applications with claims to computer programs or algorithms which have been rejected
under 35 USC 101 upon the advice of Todd Swann in TC 2100. Claims with computer
programs or algorithms should be reviewed by Todd Swann before the first Office Action
.:. Controversial, Illegal, objectionable, or derogatory subject matter. Examples include
marijuana Cigarettes and pornography
.:. Compound claims only by functional characteristics - no structure claimed
.:. Third Party takeover of patent prosecution (not owner, not assignee, not inventor) usually unnamed, uncooperative inventor
.:. Applications related to patents presently being litigated
.:. Business Method claims
.:. Nanotechnology without specific disclosure as to appropriate method of manufacture
.:. Applications with long pendencies or multiple continuations going back 5 or more years
(Submarine type applications)
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TECHNOLOGY CENTER 1700
SAWS PROCESS-FY-08
1.) Any application containing subject matter on the TC-1700 SAWS list should
be discussed by the SPE and Patrick Ryan or Jill Warden as soon as it is
identified.
2.) If it is determined that the application contains sensitive subject matter, it will
be placed in the TC SAWS grouping which will prevent a Notice of Allowance in
the application from being mailed.
3.) It would be a best practice if the examiner, upon determination that the
application is in condition for allowance, schedule a meeting with the art unit SPE
and Doug McGinty or myself to discuss any remaining SAWS issues.
4.) If, on the other hand, the application will be sent to the Board of Appeals, the
examiner or SPE should notify Patrick Ryan or Jill Warden at the time the
examiner's answer is written. The Patrick Ryan or Jill Warden, or in their
absence, the SPE, will send an e-mail to Kimberly Jordan at the Board of
Appeals identifying the application by serial number and that it is a SAWSidentified applications. This is for all appealed applications, not for interferences.
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Sensitive Application Warning System (SAWS) Project Charter
SAWS Strategic Planning Committee
ADC/PM on project:
(may not be same as committee
structure)

Project lead:

John LeGuyader

Director's name

Team members:
All involved

Director's name

-

Team members:

None

All involved

Purpose:

Reason for project (background)

Project scope:

B-080

Overall team objective

~mpElgtfJ.cJparties

Kathleen Bragdon (1600), Peter Paras (1600), Patrick Ryan
(1700), Jill Warden (1700), Vincent Trans (2100), Rehana
Perveen (2100), Emmanuel Moise (2400), Tod Swann
(2400), Daniel Swerdlow (2600), Hien Phan (2800), Diane
Lee (2800), Terry Melius (3600), Robert Weinhardt (3600),
Thomas Hughes (3700), Janet Baxter (3700), Greg Vidovich
(3700), Henry Yuen (3700), Caron Veynar (2900), Gregory
Morse (CRU)
The SAWS program is designed as an information gathering
system to apprise various areas of the PTO of the
prosecution of patent applications that include sensitive
subject matter.
This program applies to all pending patent applications that
disclose potential SAWS subject matter identified by the TCs
as being sensitive in nature, including Reexams, Reissues
and applications being forwarded to the BPA!.

Low

High - immed deliverables
Mod - important, but no immed de/iv
Low - ongoing, as possible

Sta keholders:

Cost/benefit:

Evaluation factors:
Projected measurements for success

Overlaps with oth~Eprojlcomm.

Potential loss/gain; strategic initiative
impacts?

Project resources:
Monetary and human resources

Links to other
projects:

•

On-going program with biannual updates in the TCs.

Due dates for major milestones
(detailed time line should be prepared
separately)

Project priority:

Project goalsl
deliverables:

• Project timeline:

High-level goalsldeliverables

High-level goalsldefiverables

On-going program with biannual updates in the Tes.

Project goalsl
deliverables:

Project timeline:

Potential loss/gain; strategic initiative
impacts?

Due dates for major milestones
(detailed timeline should be prepared
separately)

Project resources:

Monetary and human resources

Low

None

Cost/benefit:

Evaluation factors:

Overall team objective

Projected measurements for success

Project scope:

Project priority:

High - immed deliverables
Mod - important, but no immed deliv
Low - ongoing, as possible

Links to other
projects:

Overlaps with other projlcomm.

Stakeholders:

All impacted parties

Purpose:

Reason for project (background)

Kathleen Bragdon (1600), Peter Paras (1600), Patrick Ryan
(1700), Jill Warden (1700), Vincent Trans (2100), Rehana
Perveen (2100), Emmanuel Moise (2400), Tod Swann
(2400), Daniel Swerdlow (2600), Hien Phan (2800), Diane
Lee (2800), Terry Melius (3600), Robert Weinhardt (3600),
Thomas Hughes (3700), Janet Baxter (3700), Greg Vidovich
(3700), Henry Yuen (3700), Caron Veynar (2900), Gregory
Morse (CRU)
The SAWS program is designed as an information gathering
system to apprise various areas of the PTO of the
prosecution of patent applications that include sensitive
subject rl"l9!ter.
This program applies to all pending patent applications that
disclose potential SAWS subject matter identified by the TCs
as being sensitive in nature, including Reexams, Reissues
and applications being forwarded to the BPAI.
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Technology Center 1600
Sensitive Application Warning System (SAWS)
UPDATED: January 2013

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexams, Reissues and applications being forwarded to the BP AI.
The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an
application's subject matter is sensitive. Examiners and managers should use their judgment and
are encouraged to be liberal (erring to identify rather than not) in their identification as to
whether or not an applications contains potential SAWS material. A common sense approach
should be used to scrutinize the general nature of the invention, the claims, title and cover figure
or drawing. Upon agreement that an application could be considered as a SAWS
application, the SAWS POC is alerted as early in prosecution as possible. The alert should
be a short email to the SAWS pac that you are considering an application as potentially SAWS,
including a short explanation of why.
With this alert, the application is entered into a SA WS database and flagged by the SAWS pac.
If during prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject matter),
the SAWS POC can be notified to remove the application from the SAWS database and unflag.

The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memo reminds Technology Center 1600 of the on-going SAWS program. The following
overview presents our current procedure. Please forward this biannual update to all staff.
SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexams, Reissues and applications being forwarded to the BPA!.

The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an
application's subject matter is sensitive. Examiners and managers should use their judgment and
are encouraged to be liberal (erring to identify rather than not) in their identification as to
whether or not an applications contains potential SAWS material. A common sense approach
should be used to scrutinize the general nature of the invention, the claims, title and cover figure
or drawing. Upon agreement that an application could be considered as a SAWS
application, the SAWS POC is alerted as early in prosecution as possible. The alert should
be a short email to the SAWS POC that you are considering an application as potentially SAWS,
including a short explanation of why.

With this alert, the application is entered into a SAWS database and flagged by the SAWS POCo
If during prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject matter),
the SAWS POC can be notified to remove the application from the SAWS database and unflag.

Prosecution of SAWS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with QAS). Unless the
nature of the subject matter is particularly sensitive, the SAWS POC and/or the SAWS QAS
need not be particularly consulted about the prosecution of the application. When completed, the
Office action should be approved for counting in eRF as usual.

Due to the flagging procedure, allowances on SAWS applications are not mailed directly by
an LIE (the flag only prevents allowances from being mailed-all other actions are mailed).
After the allowance is counted, the Team Leader will return the allowance to the SAWS
POC and send an accompanying email alerting the posting. Allowances remain counted
but not mailed (and not scanned into eDan) until a SAWS report has been completed and
considered by appropriate areas of the PTO. If an allowance of a SAWS application is

PURPOSE:
The SAWS program is designed as an information gathering system to apprise various areas of
the PTa of the prosecution of patent applications that include sensitive subject matter. This
memo reminds Technology Center 1600 of the on-going SAWS program. The following
overview presents our current procedure. Please forward this biannual update to all staff.
SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

Prosecution of SAWS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with QAS). Unless the
nature of the subject matter is particularly sensitive, the SAWS POC and/or the SAWS QAS
need not be paliicularly consulted about the prosecution of the application. When completed, the
Office action should be approved for counting in eRF as usual.
Due to the flagging procedure, allowances on SAWS applications are not mailed directly by
an LIE (the flag only prevents allowances from being mailed-all other actions are mailed).
After the allowance is counted, the Team Leader will return the allowance to the SAWS
POC and send an accompanying email alerting the posting. Allowances remain counted
but not mailed (and not scanned into eDan) until a SAWS report has been completed and
considered by appropriate areas of the PTO. If' an allowance of a SAWS application is
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mistakenly mailed prior to the SAWS report, the SAWS POC should be notified
immediately.
Upon allowance of a SAWS application, a complete SAWS report must be completed by the
home SPE, including an Impact Statement, and then forwarded to the SAWS poe as a Word
document attachment. A template of the required report is attached hereto; an electronic copy
can be obtained from the SAWS poe, SAWS QAS, or via SharePoint.

1.
2.
3.
4.

The SAWS report is then considered by the Director before it is forwarded to various areas of the
PTO for consideration/comment. Any questions/concerns about the sensitive subject matter
and/or the prosecution of the application are addressed prior to mailing the allowance.

1.
2.
3.
4.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares report when necessary
SAWS poe and SAWS QAS reviews SAWS rep0l1 from the home SPE
Director level review and forwarding to areas of PTO

1.
Examiner Identifieation of Potential SAWS Applications. In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (see attached). This list is non-exhaustive. Examiners should use their
judgment and are encouraged to be liberal in their identification as to whether or not an
£l12Plication contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

f

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares report when necessary
SAWS POC and SAWS QAS reviews SAWS report from the home SPE
Director level review and forwarding to areas ofPTO

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

2.
Home SPE Review and SAWS Report Preparation. The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their judgment and be
liberal in SAWS application identification, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS poe and/or SAWS QAS.
Upon agreement that the application should be repo11ed as SAWS, the home SPE must
complete the SAWS rep0l1 in the detail required by the attached template. The Impact Statement
can be prepared by performing an Internet search to find external information indicating the
sensitivity of the subject matter. One way to do this is via a Google search of the invention, the
inventors, and owner or assignee. Such information may include, but is not limited to,
2
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The SAWS report completed by the home SPE is then considered by the SAWS POC who
amends the report, where necessary, to include any additional details of prosecution and/or the
sensitive nature of the subject matter. Often this amending process requires input from the home
SPE; your timeliness in responding to SAWS requests for information is greatly appreciated.
Further, the SAWS POC consults the SAWS QAS in this process.

The SAWS report is then considered by the Director before it is forwarded to various areas of the
PTO for consideration/comment. Any questions/concerns about the sensitive subject matter
and/or the prosecution of the application are addressed prior to mailing the allowance.

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

1.
Examiner Identification of Potential SAWS Applications. In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (see attached). This list is non-exhaustive. Examiners should use their
judgment and are encouraged to be liberal in their identification as to whether or not an
application contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

2.
Home SPE Review and SAWS Report Preparation. The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their judgment and be
liberal in SAWS application identification, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS POC and/or SAWS QAS.
Upon agreement that the application should be reported as SAWS, the home SPE must
complete the SAWS repOli in the detail required by the attached template. The Impact Statement
can be prepared by performing an Internet search to find external information indicating the
sensitivity of the subject matter. One way to do this is via a Google search of the invention, the
inventors, and owner or assignee. Such information may include, but is not limited to,

The SAWS report completed by the home SPE is then considered by the SAWS poe who
amends the report, where necessary, to include any additional details of prosecution and/or the
sensitive nature of the subject matter. Often this amending process requires input from the home
SPE; your timeliness in responding to SAWS requests for information is greatly appreciated.
Further, the SAWS poe consults the SA W,S QAS in this process.
,
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•

3.
SA WS POC and SAWS QAS Review. Once submitted, the SAWS rep0l1 will be
reviewed by the SAWS POC and the SAWS QAS and amended, where necessary, to include any
additional details of prosecution and/or the sensitive nature of the subject matter. Note that in
some instances, it may be necessary to review the actual application file. However, the intent is
to minimize any direct impact on the examination process. The SAWS report is then forwarded
to the TC Directors for subsequent action.

4.
Director Review and Forwarding. The TC Directors review the SAWS report. Any
fUl1her questions concerning the subject matter and/or prosecution are addressed. The Directors
make the final decision on forwarding the SAWS report to other areas of the PTO. In the event
that a SAWS rep0l1 is not forwarded, the information is saved for future use. If forwarded, any
further questions from other areas of PTO concerning the subject matter and/or prosecution
would addressed via the SAWS POC and/or SAWS QAS.

3
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For Reexams meeting the listed SAWS criteria, the SAWS report should be completed
prior to each new action with a short section added which outlines the rejections
maintained or advanced. There should, however, be few SAWS Reexams in the TC
because most of these are handled in the Central Reexam Unit.
For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of the
Appeal or Interference Conference with the Examiner. For those applications identified
as meeting the SAWS criteria, the SAWS repmi should be prepared by the home SPE at
the time of the Examiner's answer or interference papers (PTO-8S0, claims and count).

3.
SAWS POC and SAWS QAS Review. Once submitted, the SAWS repmi will be
reviewed by the SAWS POC and the SAWS QAS and amended, where necessary, to include any
additional details of prosecution and/or the sensitive nature of the subject matter. Note that in
some instances, it may be necessary to review the actual application file. However, the intent is
to minimize any direct impact on the examination process. The SAWS report is then forwarded
to the TC Directors for subsequent action.

4.
Director Review and Forwarding. The TC Directors review the SAWS report. Any
fmiher questions concerning the subject matter and/or prosecution are addressed. The Directors
make the final decision on forwarding the SAWS report to other areas of the PTO. In the event
that a SAWS repmi is not forwarded, the information is saved for future use. If forwarded, any
further questions from other areas of PTO concerning the subject matter and/or prosecution
would addressed via the SAWS POC and/or SAWS QAS.

financially important subject matter (Is the stock ofthe invention's owner publicly traded? Have
there been press releases about the invention?), politically charged subject matter, and subject
matter which may raise legal or ethical objections.
As noted above, the home SPE typically prepares the SAWS rep0l1 at the time of
allowance. Exceptions to this rule are as follows:
• For applications claiming highly controversial subject matter, the SAWS report should be
prepared prior to first action.
• For Reexams meeting the listed SAWS criteria, the SAWS report should be completed
prior to each new action with a short section added which outlines the rejections
maintained or advanced. There should, however, be few SAWS Reexams in the TC
because most of these are handled in the Central Reexam Unit.
• For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of the
Appeal or Interference Conference with the Examiner. For those applications identified
as meeting the SAWS criteria, the SAWS rep0l1 should be prepared by the home SPE at
the time of the Examiner's answer or interference papers (PTO-8S0, claims and count).

3
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Technology Center 1600 Specific Potential SAWS Subject Matter (May 2012):
1. Applications disclosing seemingly frivolous or sillv or controversial subject matter - paying
special attention to the title, abstract and cover drawing.

2. Subject matter currently generating extensive media coverage:
• AIDS/HIV vaccines and/or methods of prevention
•

•

AIDS/HIV vaccines and/or methods of prevention

Claims either specifically directed to or encompassing Human Beings, including:
~ Human Beings,
~ Human embryos,
~ Human/animal chimeras,
~ Methods of making or cloning human beings or human embryos,
~ Methods of in utero genetic manipulation of humans,
~ Methods of genetically altering humans via in vitro fertilization (IVF) or other
methodologies (gene therapy),
Methods using or manipulating human embryos or fetuses

•

•

Human parthenogenesis (asexual female reproduction)

•
•
•

•

In vitro feliilization (IVF)

Human fetal cell or fetal tissue based inventions, including use of fetal cells to treat
humans
Human gametes
Germ-line gene therapy
Human embryonic stem (ES) cells and methods of making and using the same (this does
not include all stem cells, just ES cells)
~ Induced pluripotent technology

•

Methods or compositions for prolonging life or preventing aging

~

•

•

Cells/cell lines from indigenous peoples

•

•

•
•

•

•

Native plant, plant extract or plant/animal products; indigenous therapies, traditional
medicine using native plants
Plant terminator technology
Tobacco plant genetically engineered for increased nicotine production

•

•
•

•

Synthetic or wholly engineered bacterial or viral genomes

•

•

•

Diagnosis, screening, or treatments limited by race or ethnicity, in particular exclusion of
races (e.g. personalized medicine)

•

•

•
•
•

Human fetal cell or fetal tissue based inventions, including use of fetal cells to treat
humans
Human gametes
Germ-line gene therapy
Human embryonic stem (ES) cells and methods of making and using the same (this does
not include all stem cells, just ES cells)
>- Induced pluripotent technology
Claims either specifically directed to or encompassing Human Beings, including:
>- Human Beings,
>- Human embryos,
>- Human/animal chimeras,
>- Methods of making or cloning human beings or human embryos,
>- Methods of in utero genetic manipulation of humans,
>- Methods of genetically altering humans via in vitro fertilization (IV F) or other
methodologies (gene therapy),
>- Methods using or manipulating human embryos or fetuses
Human parthenogenesis (asexual female reproduction)

In vitro feliilization (IVF)

Methods or compositions for prolonging life or preventing aging
Cells/cell lines from indigenous peoples

Native plant, plant extract or plant/animal products; indigenous therapies, traditional
medicine using native plants
Plant terminator technology
Tobacco plant genetically engineered for increased nicotine production
Synthetic or wholly engineered bacterial or viral genomes

Diagnosis, screening, or treatments limited by race or ethnicity, in particular exclusion of
races (e.g. personalized medicine)
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•

Treatments to enhance intelligence

•

Products and/or methods of using controlled substances (Schedule I and II drugs), such as
cocaine, PCP, LSD, barbiturates, amphetamines, opiates and their derivatives

3. Applications having claims defining inventions which could endanger individuals, the
environment, harm the security of our nation or threaten public safety.
•

Processes or products useful as biological weapons; detection or treatment of same (see
attached chart from the Centers for Disease control outlining biological agents involved
in biowarfare and bioterrorism).

2
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2

Processes or products useful as biological weapons; detection or treatment of same (see
attached chart from the Centers for Disease control outlining biological agents involved
in biowarfare and bioterrorism).

Applications claiming the prevention or curing of diseases which were previously
considered impossible to prevent or cure, such as these non-limiting examples:
• Alzheimer's disease
• common cold
• dementia
• mental retardation
• HIV infection

Biological agents involved in bioterrorism or biocrimes

3.

Applications claiming the prevention or curing of diseases which were previously
considered impossible to prevent or cure, such as these non-limiting examples:
• Alzheimer's disease
• common cold
• dementia
• mental retardation
• HIV infection

Ascaris suum, Bacillus anthracis, Coxiella burnetii,
Giardia lambUa, HIV, Rickettsia prawazekii, typhus, Salmonella typhimurium,
Salmonella typhi, Shigella species, Schistosoma species, Smallpox, Vibrio
cholerae ,Viral encephalitides, Viral hemorrhagic fevers (Ebola), Yellow fever
virus, Yersinia enlerocolitica, Yersinia pestis
Toxins:
Botulinum, Cholera endotoxin, Diphtheria toxin, Ricin, Snake toxin,
Staphylococcal enterotoxin B, Tetrodotoxin
Anti-crop Agents:
Rice blast, Rye stem rust, Wheat stem rust

•

Pathogens:

Number 12-December 2007

From "Emerging Infectious Diseases", Centers for Disease Control, Volume 13, Number 12-December 2007

Volume J

Pathogens: Ascaris suum, Bacillus anthracis, Coxiella burnetii, Francisella tularensis,
Giardia lamblia, HIV, Rickettsia prmvazekii, typhus, Salmonella typhimurium,
Salmonella typhi, Shigella species, Schistosoma species, Smallpox, Vibrio
cholerae ,Viral encephalitides, Viral hemorrhagic fevers (Ebola), Yellow fever
virus, Yersinia enterocolitica, Yersinia pestis
Toxins:
Botulinum, Cholera endotoxin, Diphtheria toxin, Ricin, Snake toxin,
Staphylococcal enterotoxin B, Tetrodotoxin
Anti-crop Agents:
Rice blast, Rye stem rust, Wheat stem rust

Infectious Diseases" Centers for Disease

3.

Biological agents involved in bioterrorism or biocrimes
From
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Technology Center 1700
Sensitive Application Warning System (SAWS)
PURPOSE:
The SAWS program is designed as an information gathering system to apprise various
areas of the PTO of the prosecution of patent applications that include sensitive subject
matter. This memo reminds Technology Center 1700 of the on-going SAWS program.
The following overview presents our current procedure.

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS
subject matter listed below, including Reexams, Reissues and applications being
forwarded to the BPAI.

The SAWS program is based upon a tiered process of application identification. This
approach first utilizes the judgment of the Examiner and home SPE in considering
whether an application's subject matter is sensitive. Examiners and managers should
use their judgement and are encouraged to be liberal (erring to identify rather than not)
in their identification as to whether or not an applications contains potential SAWS
material. A common sense approach should be used to scrutinize the general nature of
the invention, the claims and the title. Upon agreement that an application could be
considered as a SAWS application, the SAWS POC is alerted as early in prosecution as
possible. The alert should be a short email to the SAWS POC that you are considering
an application as potentially SAWS, including a short explanation of why.
ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

1. Examiner identifies potential SAWS applications by notifying home SPE
2. Home SPE considers sensitivity and prepares report, when necessary
3. SAWS POCs (Patrick Ryan, Jill Warden) and SAWS QAS (Greg Mills)
reviews SAWS report from the home SPE
4. Director level review and forwarding to areas of PTO

Current 01/31/2013

1.
Examiner Identification of Potential SAWS Applications. In order to provide
the broadest recognition of applications of interest, Examiners have been provided with
a list of subject matter areas that are considered to be controversial and/or newsworthy,
or are directed to specific items of interest (see attached). This list is non-exhaustive.
Examiners should use their judgment and are encouraged to be liberal in their
identification as to whether or not an application contains potential SAWS material. This
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Current 01/31/2013

areas of the PTO of the prosecution of patent applications that include sensitive subject
matter. This memo reminds Technology Center 1700 of the on-going SAWS program.
The following overview presents our current procedure.

Please forward this biannual update to all staff. SPEs are required to discuss the
nature of the program and the process with their examiners in their next Art Unit
meeting following receipt of the updated SAWS materials.

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS
subject matter listed below, including Reexams, Reissues and applications being
forwarded to the BPAI.

The SAWS program is based upon a tiered process of application identification. This
approach first utilizes the judgment of the Examiner and home SPE in considering
whether an application's subject matter is sensitive. Examiners and managers should
use their judgement and are encouraged to be liberal (erring to identify rather than not)
in their identification as to whether or not an applications contains potential SAWS
material. A common sense approach should be used to scrutinize the general nature of
the invention, the claims and the title. Upon agreement that an application could be
considered as a SAWS application, the SAWS POC is alerted as early in prosecution as
possible. The alert should be a short email to the SAWS POC that you are considering
an application as potentially SAWS, including a short explanation of why.

ROLE OF THE EXAMINER, HOME SPE, AND SAWS Te REPS:

1. Examiner identifies potential SAWS applications by notifying home SPE
2. Home SPE considers sensitivity and prepares report, when necessary
3. SAWS POCs (Patrick Ryan, Jill Warden) and SAWS QAS (Greg Mills)
reviews SAWS report from the home SPE
4. Director level review and forwarding to areas of PTO

1.
Examiner Identification of Potential SAWS Applications. In order to provide
the broadest recognition of applications of interest, Examiners have been provided with
a list of subject matter areas that are considered to be controversial and/or newsworthy,
or are directed to specific items of interest (see attached). This list is non-exhaustive.
Examiners should use their judgment and are encouraged to be liberal in their
identification as to whether or not an application contains potential SAWS material. This

Please forward this biannual update to all staff. SPEs are required to discuss the
nature of the program and the process with their examiners in their next Art Unit
meeting following receipt of the updated SAWS materials.
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Technology Center 1700
Sensitive Application Warning System (SAWS)
initial identification by the Examiner is intended to cast a broad net for applications of
interest.

Home SPE Review and SAWS Report Preparation and
SAWS poe and SAWS QAS Review.

2.

3.

The home SPE should discuss the sensitive nature of the application with the Examiner.
The SPE should use their judgment and be liberal in SAWS application identification,
but should screen out cases that are clearly of a routine nature. In cases where the
SPE is not certain if the application encompasses SAWS subject matter, the SPE
should consult the SAWS pac and/or SAWS QAS. Any application containing subject
matter on the TC-1700 SAWS list should be discussed by the home SPE and one of the
SAWS POCs, Patrick Ryan or Jill Warden, as soon as it is identified. The alert can
include a short email to the SAWS pac that you are considering an application as
potentially SAWS, including a short explanation of why.

If it is determined that the application contains sensitive subject matter, it will be placed
in the TC SAWS grouping which will prevent a Notice of Allowance in the application
from being mailed and the home SPE will complete a SAWS report in the detail required
by the attached template.

As a general rule, the home SPE typically prepares the SAWS report no later than the
time of allowance. For some cases, sooner is better.

•

•

•

For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
For Reexams meeting the listed SAWS criteria, the SAWS report should be
completed prior to each new action with a short section added which outlines the
rejections maintained or advanced. There should, however, be few SAWS
Reexams in the TC because most of these are handled in the Central Reexam
Unit.
For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of
the Appeal or Interference Conference with the Examiner. For those applications
identified as meeting the SAWS criteria, the SAWS report should be prepared by
the home SPE at the time of the Examiner's answer or interference papers (PTO850, claims and count).

Prosecution of SAWS applications should proceed just as with any other application
(i.e., where necessary - review by primary, conference with SPE, and/or consult with
QAS). Unless the nature of the subject matter is particularly sensitive, the SAWS pac
need not be particularly consulted about the prosecution of the application.

The home SPE should discuss the sensitive nature of the application with the Examiner.
The SPE should use their judgment and be liberal in SAWS application identification.
but should screen out cases that are clearly of a routine nature. In cases where the
SPE is not certain if the application encompasses SAWS subject matter, the SPE
should consult the SAWS POC andlor SAWS QAS. Any application containing subject
matter on the TC-1700 SAWS list should be discussed by the home SPE and one of the
SAWS POCs, Patrick Ryan or Jill Warden, as soon as it is identified. The alert can
include a short email to the SAWS POC that you are considering an application as
potentially SAWS, including a short explanation of why.

If it is determined that the application contains sensitive subject matter, it will be placed
in the TC SAWS grouping which will prevent a Notice of Allowance in the application
from being mailed and the home SPE will complete a SAWS report in the detail required
by the attached template.
As a general rule, the home SPE typically prepares the SAWS report no later than the
time of allowance. For some cases, sooner is better.
•
•

2
•

For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
For Reexams meeting the listed SAWS criteria, the SAWS report should be
completed prior to each new action with a short section added which outlines the
rejections maintained or advanced. There should, however, be few SAWS
Reexams in the TC because most of these are handled in the Central Reexam
Unit.
For applications under Appeal, the home SPE, QAS Appeal Specialist andlor the
Interference Specialist should identify potential SAWS applications at the time of
the Appeal or Interference Conference with the Examiner. For those applications
identified as meeting the SAWS criteria, the SAWS report should be prepared by
the home SPE at the time of the Examiner's answer or interference papers (PTO850, claims and count).

Current 01/31/2013

Prosecution of SAWS applications should proceed just as with any other application
(i.e., where necessary - review by primary, conference with SPE, andlor consult with
QAS). Unless the nature of the subject matter is particularly sensitive, the SAWS POC
need not be particularly consulted about the prosecution of the application.

2

Current 01/31/2013
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Technology Center 1700
Sensitive Application Warning System (SAWS)
If during prosecution, the sensitive nature of the application changes (i.e., Applicants
elect non-sensitive subject matter, Applicants amend the claims to exclude sensitive
subject matter), the SAWS pac can be notified to remove the application from the
SAWS grouping.
It would be a best practice if the examiner, upon determination that the application is in
condition for allowance, schedule a meeting with the home SPE and the SAWS pac,
or, in their absence, the SAWS QAS to discuss any remaining SAWS issues.

4.
Director Review and Forwarding. The TC Directors review the SAWS report.
Any further questions concerning the subject matter and/or prosecution are addressed.
The Directors make the final decision on forwarding the SAWS report to other areas of
the PTa. In the event that a SAWS report is not forwarded, the information is saved for
future use. If forwarded, any further questions from other areas of PTa concerning the
subject matter and/or prosecution would addressed via the SAWS pac and/or SAWS
QAS.

3
Current 01/31/2013

3

Current 01/31/2013
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or, in their absence, the SAWS QAS to discuss any remaining SAWS issues.

Once submitted, the SAWS report will be reviewed by the SAWS POC and the SAWS
QAS and amended, where necessary, to include any additional details of prosecution
and/or the sensitive nature of the subject matter. The SAWS report is then forwarded to
the TC Directors for any subsequent action.

4.
Director Review and Forwarding. The TC Directors review the SAWS report.
Any further questions concerning the subject matter and/or prosecution are addressed.
The Directors make the final decision on forwarding the SAWS report to other areas of
the PTO. In the event that a SAWS report is not forwarded, the information is saved for
future use. If forwarded, any further questions from other areas of PTO concerning the
subject matter and/or prosecution would addressed via the SAWS POC and/or SAWS
QAS.

Once submitted, the SAWS report will be reviewed by the SAWS pac and the SAWS
QAS and amended, where necessary, to include any additional details of prosecution
and/or the sensitive nature of the subject matter. The SAWS report is then forwarded to
the TC Directors for any subsequent action.
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TC 1700
.:. Applications which would potentially generate unwanted media coverage (i.e., news, blogs,
forums) .
•:. Applications with pioneering scope
.:. Applications claiming inventions which seem trivial, mundane, frivolous. Silly or extremely
basic, such as crimped peanut butter and jelly sandwiches, methods of swinging on a swing
in a tree, etc. On these, pay special attention to the title, abstract and cover drawing .
•:. Room temperature superconductors

.:. Motor, Power plant, or other device which is self-sustaining (perpetual motion) or appears to
violate the laws of chemistry or physics

.:. Cold Fusion, "hydrino" reaction, or "magnecule" as an energy source or any other production·
of excess heat outside of known chemistry or physics
.:. Anti-Global Warming devices or any other device operating at the global scale

.:. Inventions which would endanger individuals, the environment, harm the security of our
nation or threaten public safety .

1

•:. Applications with claims to computer programs or algorithms which have been rejected
under 35 USC 101. Claims with computer programs or algorithms should be reviewed by TC
SAWS POC or SAWS QAS before the first Office Action
.:. Controversial, Illegal, objectionable, or derogatory subject matter. Examples include
marijuana cigarettes and pornography
.:. Compound claims only by functional characteristics - no structure claimed

.:. Third Party takeover of patent prosecution (not owner, not assignee, not inventor) usually unnamed, uncooperative inventor
.:. Applications related to patents presently being litigated
Current 01/31/13

.:. Business Method claims

.:. Nanotechnology without specific disclosure as to appropriate method of manufacture

.:. Applications with long pendencies or multiple continuations going back 5 or more years
(Submarine type applications)
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1
Current 01/31/13

•:. Room temperature superconductors

.:. Health or medicine related patent applications subject to extensive media coverage, such as:
• Panacea cure for a disease or condition not known to be curable, such as AIDS,
cancer, baldness, "mad cow" disease, etc.
Human cloning or chimeras
Stem Cell or Germ line gene therapy
Method or Machines to take human life (suicide)
Claiming prevention or curing of diseases which were previously considered
impossible to prevent or cure
•
•
•
•

.:. Motor, Power plant, or other device which is self-sustaining (perpetual motion) or appears to
violate the laws of chemistry or physics

.:. Cold Fusion, "hydrino" reaction, or "magnecule" as an energy source or any other production
of excess heat outside of known chemistry or physics

.:. Anti-Global Warming devices or any other device operating at the global scale

.:. Inventions which would endanger individuals, the environment, harm the security of our
nation or threaten public safety .

•:. Applications with claims to computer programs or algorithms which have been rejected
under 35 USC 101. Claims with computer programs or algorithms should be reviewed by TC
SAWS POC or SAWS QAS before the first Office Action

.:. Controversial, Illegal, objectionable, or derogatory subject matter. Examples include
marijuana cigarettes and pornography

.:. Compound claims only by functional characteristics - no structure claimed

.:. Third Party takeover of patent prosecution (not owner, not assignee, not inventor) usually unnamed, uncooperative inventor

.:. Applications related to patents presently being litigated

.:. Business Method claims

.:. Nanotechnology without specific disclosure as to appropriate method of manufacture

.:. Applications with long pendencies or multiple continuations going back 5 or more years
(Submarine type applications)

.:. Health or medicine related patent applications subject to extensive media coverage, such as:
• Panacea cure for a disease or condition not known to be curable, such as AIDS,
cancer, baldness, "mad cow" disease, etc.
• Human cloning or chimeras
• Stem Cell or Germ line gene therapy
• Method or Machines to take human life (suicide)
• Claiming prevention or curing of diseases which were previously considered
impossible to prevent or cure
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SENSITIVE APPLICATION WARNING SYSTEM (SAWS) TOPICS
TC 1700
.:. Applications specifying race in the claims
.:. Applications identified as containing claims which would be subject to a 101 rejection in view
of the Mayo v. Prometheus Decision

•
•

•

•

.:. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable or unfavorable and a high
dollar amount was award to either party, or
• Technology/Companies that are recognized by the public or have been reported in the
media or there is a high probability that the media would report on it in the future based
on any action taken by the PTO.
• Commissioner-ordered reexams, except those ordered because of prior art timely filed,
but not considered, before the patent issued, or for prior art submitted under 37 CFR
§1.S01.

Litigation involves the Supreme Court,
Litigation where the judgment on a patent was either favorable or unfavorable and a high
dollar amount was award to either party, or
Technology/Companies that are recognized by the public or have been reported in the
media or there is a high probability that the media would report on it in the future based
on any action taken by the PTO.
Commissioner-ordered reexams, except those ordered because of prior art timely filed,
but not considered, before the patent issued, or for prior art submitted under 37 CFR
§1.501.

2
Current 01/31/13
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Technology Center 2100
Sensitive Applications Warning System
(SAWS)

Introduction:
This memo is intended to remind the Technology Center 2100 of the existence of the
SA WS program and to transmit information relating to potentially sensitive applications
to appropriate contacts within the Office. The following overview presents our current
procedure. This memo should be forwarded to all staff.

The purpose of this program is to track the progress of potentially sensitive applications
docketed in the TC and to keep TC Directors informed, through the appropriate chain-ofcommand, when a potentially sensitive application is ready for allowance. The TC 2100
SAWS Panel consists of the following WQASes: Brian L. Johnson, Vincent Trans, Eddie
Lee, Mano Padmanabhan, and Gail Hayes. All TC 2100 SPEs and Examiners should be
aware of our SAWS program and assist in the identification of potentially sensitive
applications.

OVERVIEW:

The SAWS program is based upon a tiered process of application identification. This
approach utilizes the Examiner, the SPE, and the WQAS. The program is designed to
allow for the earliest possible time of identification of an application as "SAWS" and
includes the ability to flag applications both during prosecution and at the time of
indication of allowable subject matter.
The SAWS identification process is continual in nature. All applications within the
Technology Center are reviewed under the following process:
1.
2.

3.

Examiner/SPE application identification
WQAS review/screening of application information forwarded from the
examiner/SPE
TC Director level review and forwarding
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Introd uction:

Examiner/SPE application identification
WQAS review/screening of application information forwarded from the
examiner/SPE
TC Director level review and forwarding

The SAWS program applies to all pending applications, including re-examination
proceedings and applications being forwarded to the BP AI.

This memo is intended to remind the Technology Center 2100 of the existence of the
SA WS program and to transmit information relating to potentially sensitive applications
to appropriate contacts within the Office. The following overview presents our current
procedure. This memo should be forwarded to all staff.

An application is considered a SAWS application when it contains or references subject
matter that may have the potential to be controversial, offensive to celiain populations,
subject to ridicule or attracts unusual media attention.

The SAWS program applies to all pending applications, including re-examination
proceedings and applications being forwarded to the BP AI.

The purpose of this program is to track the progress of potentially sensitive applications
docketed in the TC and to keep TC Directors informed, through the appropriate chain-ofcommand, when a potentially sensitive application is ready for allowance. The TC 2100
SA WS Panel consists of the following WQASes: Brian 1. Johnson, Vincent Trans, Eddie
Lee, Mano Padmanabhan, and Gail Hayes. All TC 2100 SPEs and Examiners should be
aware of our SAWS program and assist in the identification of potentially sensitive
applications.

OVERVIEW:

The SAWS program is based upon a tiered process of application identification. This
approach utilizes the Examiner, the SPE, and the WQAS. The program is designed to
allow for the earliest possible time of identification of an application as "SAWS" and
includes the ability to flag applications both during prosecution and at the time of
indication of allowable subject matter.

The SAWS identification process is continual in nature. All applications within the
Technology Center are reviewed under the following process:

1.
2.

3.

An application is considered a SAWS application when it contains or references subject
matter that may have the potential to be controversial, offensive to cel1ain populations,
subject to ridicule or attracts unusual media attention.
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1.

Examiner/SPE application identification
In order to provide the broadest recognition of applications of interest, the
Examiners and SPEs have been provided with a list of subject matter areas that
are considered to be controversial and/or newsworthy, or are directed to specific
items of interest (see below). This list is non-exhaustive. Examiners and SPEs
are encouraged to be liberal in their determination as to whether or not an
application might contain SAWS material. This initial detennination by the
Examiner/SPE is intended to cast a broad net for cases of interest.

2.

Having identified a potential SAWS application, the examiner should consult
with their SPE either by Email or in person. The SPE should review the
information and makes a determination as to whether or not the application should
be forwarded to the WQAS. The SPE may add impact statements as appropriate.
The SPE is instructed to be liberal in application identification, but to screen out
applications that are clearly of a routine nature.

Serial Number
Prosecution Status
Actual Filing Date
Title
Effective Filing Date
Inventor(s)
Assignee
Key Words
Primary Examiner
Assistant Examiner
SPE
Sample Claim
Short summary of technology
Technical impact statement (optional)
Political impact statement (optional)

2

2.

WQAS review/screening

Once submitted to the WQAS, the report will be reviewed. If the report is found
to identify a SAWS application, the application identified as SAWS application
will be flagged and placed in a PALM Expo personal grouping such as SAWS
2100 to review the first action and any ultimate Notice of Allowance. The result
of identifying SAWS application will be communicated to the home SPE and
Examiner. Note that in some instances, it may be necessary to review the actual
application file. However, the intent is to minimize any direct impact on the
examination process.

A final review to determine whether the application is "SAWS" will occur at
allowance, and if it is determined that it is still "SAWS," the report (or an
amended version of it) will be forwarded to the TC Directors.
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application might contain SAWS material. This initial determination by the
ExamineriSPE is intended to cast a broad net for cases of interest.

Having identified a potential SAWS application, the examiner should consult
with their SPE either by Email or in person. The SPE should review the
information and makes a determination as to whether or not the application should
be forwarded to the WQAS. The SPE may add impact statements as appropriate.
The SPE is instructed to be liberal in application identification, but to screen out
applications that are clearly of a routine nature.

If an application is to be reported as SAWS, the following information should be
included in an email report that should be forwarded to the WQAS.

Prosecution Status
Serial Number
Actual Filing Date
Title
Effective Filing Date
Inventor( s)
Key Words
Assignee
Primary Examiner
Assistant Examiner
Sample Claim
SPE
Short summary of technology
Technical impact statement (optional)
Political impact statement (optional)

WQAS review/screening

Once submitted to the WQAS, the repOli will be reviewed. If the report is found
to identify a SAWS application, the application identified as SAWS application
will be flagged and placed in a PALM Expo personal grouping such as SAWS
2100 to review the first action and any ultimate Notice of Allowance. The result
of identifying SAWS application will be communicated to the home SPE and
Examiner. Note that in some instances, it may be necessary to review the actual
application file. However, the intent is to minimize any direct impact on the
examination process.

A final review to determine whether the application is "SAWS" will occur at
allowance, and if it is determined that it is still "SAWS," the report (or an
amended version of it) will be forwarded to the TC Directors.

If an application is to be reported as SAWS, the following infOlmation should be
included in an email report that should be forwarded to the WQAS.
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3.

TC Director Level Review and Forwarding
The TC Directors will review the SAWS report and any further questions
concerning the subject matter and/or prosecution will be addressed. The Directors
will decide on whether or not to forward the SAWS report to the Office of the
Commissioner for Patents (particularly the Assistant Commissioner for Patent and
the Assistant Commissioner for Patent Examination Policy). In the event that the
TC Directors do not forward the SAWS report, the related information is saved
for future use. If forwarded, any further questions concerning the subject matter
and/or prosecution will be addressed by the SAWS POC, WQAS, andlor home
SPE.

TC Directors do not forward the SAWS report, the related information is saved
for future use. If forwarded, any fmiher questions concerning the subj ect matter
and/or prosecution will be addressed by the SAWS POC, WQAS, and/or home
SPE.

3
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Technology Center 2100 Specific Subject Matter
1) (Automating a Known Process) Applications dealing with automating a known
manual process;
2) (Litigation) Non Reexam/Reissue applications containing references to litigations;
3) (Industry Forming/influencing) Applications with pioneering scope;
4) (High Court Decisions) Applications having a CAFC or higher cOUli decision in
them;

8) (Patent/Trademark Processes or Systems) Applications reciting a process that PTO
employees or IP attorneys practice, or a system the PTO or IP attorneys use.
9) Applications claiming inventions including explicit recitations of race, ethnicity,
origin, or other prescribed populations etc. [newly added]
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3) (Industry Forming/influencing) Applications with pioneering scope;

7) (Affidavits) Applications containing broad claims and relying on affidavits of
commercial success to overcome an otherwise proper § 103 rejection.

4) (High Court Decisions) Applications having a CAFC or higher cOUli decision in
them;

6) (Advocacy Group Prosecution) Applications in which a third party (usually
unnamed) takes over prosecution of the patent application (not owner,
assigneellicensee or inventor); and

5) (Homeland Security Specials) Applications having been made special containing
subject matter dealing with homeland security being examined more than 12 months
earlier than it would have been;

6) (Advocacy Group Prosecution) Applications in which a third party (usually
unnamed) takes over prosecution of the patent application (not owner,
assignee/licensee or inventor); and

7) (Affidavits) Applications containing broad claims and relying on affidavits of
commercial success to overcome an otherwise proper § 103 rejection.

8) (Patent/Trademark Processes or Systems) Applications reciting a process that PTO
employees or IP attorneys practice, or a system the PTO or IP attorneys use.

9) Applications claiming inventions including explicit recitations of race, ethnicity,
origin, or other prescribed populations etc. [newly added]

5) (Homeland Security Specials) Applications having been made special containing
subject matter dealing with homeland security being examined more than 12 months
earlier than it would have been;
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Technology Center 2400
Sensitive Application Warning System (SAWS)
UPDATED: EOY 2011
Redistributed: May 2012

TC 2400 SAWS POC: Emmanuel L Moise
TC 2400 SAWS WQASs: Chris Grant, Chau Nguyen, Beatriz Prieto, and Tod Swann

OPERA TIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexams, Reissues and applications being forwarded to the BPAL

The SA WS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an
application's subject matter is sensitive. Examiners and managers should use their judgment and
are encouraged to be liberal (erring to identify rather than not) in their identification as to
whether or not an applications contains potential SAWS material. A common sense approach
should be used to scrutinize the general nature of the invention, the claims and the title. Upon
agreement that an application could be considered as a SAWS application, the SAWS POC and
respective WQAS are alerted as early in prosecution as possible. The alert should be a short
email to the SAWS POC and respective WQAS that you are considering an application as
potentially SAWS, including a short explanation of why.
With this ale11, the application is entered into a SAWS database and flagged by the respective
WQAS. If during prosecution, the sensitive nature of the application has changed (i.e.,
Applicants elect non-sensitive subject matter, Applicants amend the claims to exclude sensitive
subject matter), the SAWS POC and respective WQAS can be notified to remove the application
from the SAWS database and unflag.
Prosecution of SA WS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with respective WQAS).
Unless the nature of the subject matter is particularly sensitive, the SA WS POC and respective
WQAS need not be particularly consulted about the prosecution of the application. When
completed, the Office action should be approved for counting in eRF as usual.
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TC 2400 SAWS POC: Emmanuel L Moise
TC 2400 SAWS WQASs: Chris Grant, Chau Nguyen, Beatriz Prieto, and Tod Swann

PURPOSE:
The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memo reminds Technology Center 2400 of the on-going SAWS program. The following
overview presents our current procedure. Please forward this biannual update to all staff.
SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

OPERA TIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexams, Reissues and applications being forwarded to the BP AI.

The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an
application's subject matter is sensitive. Examiners and managers should use their judgment and
are encouraged to be liberal (erring to identify rather than not) in their identification as to
whether or not an applications contains potential SAWS material. A common sense approach
should be used to scrutinize the general nature of the invention, the claims and the title. Upon
agreement that an application could be considered as a SAWS application, the SAWS POC and
respective WQAS are alerted as early in prosecution as possible. The alert should be a ShOli
email to the SAWS POC and respective WQAS that you are considering an application as
potentially SAWS, including a short explanation of why.

With this alert, the application is entered into a SAWS database and flagged by the respective
WQAS. If during prosecution, the sensitive nature of the application has changed (i.e.,
Applicants elect non-sensitive subject matter, Applicants amend the claims to exclude sensitive
subject matter), the SAWS POC and respective WQAS can be notified to remove the application
from the SAWS database and unflag.

Prosecution of SA WS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with respective WQAS).
Unless the nature of the subject matter is particularly sensitive, the SAWS POC and respective
WQAS need not be particularly consulted about the prosecution of the application. When
completed, the Office action should be approved for counting in eRF as usual.

PURPOSE:
The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memo reminds Technology Center 2400 of the on-going SAWS program. The following
overview presents our current procedure. Please forward this biannual update to all staff.
SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.
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Due to the flagging procedure, allowances remain counted but not mailed (and not scanned into
eDAN) until a SAWS repmi and review have been completed and considered by appropriate
areas of the PTO. If an allowance of a SAWS application is mistakenly mailed prior to the
SA WS report, the SAWS POC and respective WQAS should be notified immediately.
Upon allowance of a SA WS application, a complete SAWS report must be completed by the
home SPE, including an Impact Statement, and then forwarded to the SAWS POC and respective
WQAS as a Word document attachment. A template of the required report is attached hereto; an
electronic copy can be obtained from the SAWS POC, SAWS QAS, or via SharePoint.

If the SAWS review and repmi indicate that the SAWS report should be forwarded to various
areas of the PTO for consideration/comment, the TC director is involved. Any
questions/concerns about the sensitive subject matter and/or the prosecution of the application
are addressed prior to mailing the allowance.

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:
1.
2.
3.
4.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares repmi when necessary
SAWS POC and SAWS QAS review SAWS report from the home SPE
Director level review and forwarding to areas of PTO

1.
Examiner Identification of Potential SAWS Applications. In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (see attached). This list is non-exhaustive. Examiners should use their
judgment and are encouraged to be liberal in their identification as to whether or not an
application contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

2.
Home SPE Review and SAWS Report Preparation. The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their jl!9~1!lentan<:Lp~
liberal in SAWS application identifiGf:l:tion, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS POC and/or SAWS WQAS.
2
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WQAS as a Word document attachment. A template of the required report is attached hereto; an
electronic copy can be obtained from the SAWS poe, SAWS QAS, or via SharePoint.

The SAWS repOli completed by the home SPE is then considered by the SAWS poe and
respective WQAS who amend the report, where necessary, to include any additional details of
prosecution and/or the sensitive nature of the subject matter. Often this amending process
requires input from the home SPE; your timeliness in responding to SAWS requests for
information is greatly appreciated.

If the SAWS review and repOli indicate that the SAWS report should be forwarded to various
areas of the PTO for consideration/comment, the Te director is involved. Any
questions/concerns about the sensitive subject matter and/or the prosecution of the application
are addressed prior to mailing the allowance.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares report when necessary
SAWS poe and SAWS QAS review SAWS report from the home SPE
Director level review and forwarding to areas of PTO

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

1.
2.
3.
4.

1.
Examiner Identification of Potential SAWS Applications. In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (see attached). This list is non-exhaustive. Examiners should use their
judgment and are encouraged to be liberal in their identification as to whether or not an
application contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

2.
Home SPE Review and SAWS Report Preparation. The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their judgment and be
liberal in SAWS application identification, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS poe and/or SAWS WQAS.

The SAWS repmi completed by the home SPE is then considered by the SAWS POC and
respective WQAS who amend the report, where necessary, to include any additional details of
prosecution and/or the sensitive nature of the subject matter. Often this amending process
requires input from the home SPE; your timeliness in responding to SAWS requests for
information is greatly appreciated.
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As noted above, the home SPE typically prepares the SAWS repOli at the time of
allowance. Exceptions to this rule are as follows:
• For applications claiming highly controversial subject matter, the SAWS report should be
prepared prior to first action.
• For Reexams meeting the listed SAWS criteria, the SAWS report should be completed
prior to each new action with a short section added which outlines the rejections
maintained or advanced. There should, however, be few SAWS Reexams in the TC
because most of these are handled in the Central Reexam Unit.
• For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of the
Appeal or Interference Conference with the Examiner. For those applications identified
as meeting the SAWS criteria, the SAWS repOli should be prepared by the home SPE at
the time of the Examiner's answer or interference papers (PTO-850, claims and count).

3.
SAWS POC and SAWS QAS Review. Once submitted, the SAWS repOli and
application file will be reviewed by the SAWS POC and SAWS QAS and amended, where
necessary, to include any additional details of prosecution and/or the sensitive nature of the
subject matter. If the SAWS review and report indicate that the SAWS report should be
forwarded to various areas of the PTO for consideration/comment, the TC director is involved.

4.
Director Review and Forwarding. The TC Directors review the SAWS report and
application file. Any fmiher questions concerning the subject matter and/or prosecution are
addressed. The Directors make the final decision on forwarding the SAWS report to other areas
of the PTO. In the event that a SAWS report is not forwarded, the information is saved for
future use. If forwarded, any further questions from other areas of PTO concerning the subject
matter and/or prosecution would be addressed via the SAWS POC and/or SAWS QAS.

Upon agreement that the application should be rep0l1ed as SAWS, the home SPE must
complete the SAWS report in the detail required by the attached template. The Impact Statement
can be prepared by performing an Internet search to find external information indicating the
sensitivity of the subject matter. One way to do this is via a Google search of the invention, the
inventors, and owner or assignee. Such information may include, but is not limited to,
financially important subject matter (Is the stock of the invention's owner publicly traded? Have
there been press releases about the invention?), politically charged subject matter, and subject
matter which may raise legal or ethical objections.
As noted above, the home SPE typically prepares the SAWS report at the time of
allowance. Exceptions to this rule are as follows:
• For applications claiming highly controversial subject matter, the SAWS report should be
prepared prior to first action.
• For Reexams meeting the listed SAWS criteria, the SAWS report should be completed
prior to each new action with a short section added which outlines the rejections
maintained or advanced. There should, however, be few SAWS Reexams in the TC
because most of these are handled in the Central Reexam Unit.
• For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of the
Appeal or Interference Conference with the Examiner. For those applications identified
as meeting the SAWS criteria, the SAWS rep0l1 should be prepared by the home SPE at
the time of the Examiner's answer or interference papers (PTO-8S0, claims and count).
3.
SAWS poe and SAWS QAS Review. Once submitted, the SAWS repOlt and
application file will be reviewed by the SA WS pac and SAWS QAS and amended, where
necessary, to include any additional details of prosecution and/or the sensitive nature of the
subject matter. If the SAWS review and report indicate that the SAWS report should be
forwarded to various areas of the PTa for consideration/comment, the TC director is involved.

4.
Director Review and Forwarding. The TC Directors review the SAWS report and
application file. Any further questions concerning the subject matter and/or prosecution are
addressed. The Directors make the final decision on forwarding the SAWS report to other areas
of the PTa. In the event that a SAWS report is not forwarded, the information is saved for
future use. If forwarded, any further questions from other areas of PTa concerning the subject
matter and/or prosecution would be addressed via the SAWS pac and/or SAWS QAS.

3
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Technology Center 2400 Specific Subject Matter:
1. Applications reciting business methods (Business Methods) or E-commerce systems that
would significantly impact the industry (e.g., video or music distribution over network or
phone);
.
2. Applications reciting processes the PTO employees or IP attorneys practice, or a system
the PTO or IP attorneys use;
3. Applications or related applications involved in litigation;
4. Applications dealing with personal digital assistants (PDAs);

7. Applications having been made special containing subject matter dealing with homeland
security being examined more than 12 months earlier than ordinary (Homeland Security
Specials);
8. Applications dealing with automating a known manual process (Automating a known
Process); and

9. Applications containing broad claims and relying on affidavits of commercial success to
overcome an otherwise proper (Affidavits).
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3. Applications or related applications involved in litigation;

6. Digital, internet or wireless versions of prior ali devices (e.g., fax over internet telephony,
wireless sub-woofers);

4. Applications dealing with personal digital assistants (PDAs);

5. Convergence inventions: combinations of previously distinct devices or functions in a
single device (e.g., smart phones, phones with media players);

6. Digital, internet or wireless versions of prior ali devices (e.g., fax over internet telephony,
wireless sub-woofers);

7. Applications having been made special containing subject matter dealing with homeland
security being examined more than 12 months earlier than ordinary (Homeland Security
Specials);

8. Applications dealing with automating a known manual process (Automating a known
Process); and

9. Applications containing broad claims and relying on affidavits of commercial success to
overcome an otherwise proper (Affidavits).

5. Convergence inventions: combinations of previously distinct devices or functions in a
single device (e.g., smali phones, phones with media players);

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 126 of 185

Technology Center 2600
Special Applications Warning System (SAWS)
2012 MIDYEAR REMINDER
Introduction:
This memo is intended to remind the Technology Center of the on-going SAWS program
and to transmit information relating to potentially sensitive applications to appropriate
contacts within the Office. The following overview presents our current procedure. This
memo should be forwarded to all staff. This program applies to all pending applications,
including Reexams and applications being forwarded to the BPAI.

Operational Overview:
This program applies to all pending patent applications that disclose potential SAWS
subject matter listed below, including Reexams, Reissues and applications being
forwarded to the BP AI.

The SAWS program is based upon a tiered process of application identification. This
approach first utilizes the judgment of the Examiner, the home SPE and the SAWS Panel
(Daniel Swerdlow, Wellington Chin, Mike Horabik, John Peng, Doris To and Ken
Wieder) in considering whether an application's subject matter is sensitive. Examiners
and managers should use their judgment and are encouraged to be liberal (erring to
identify rather than not) in their identification as to whether an applications contains
potential SAWS material. A common sense approach should be used to scrutinize the
general nature of the invention, the claims and the title. Upon agreement that an
application could be considered as a SAWS application, the SAWS POC, currently Dan
Swerdlow for TC 2600, is alelied as early in prosecution as possible. The aleli should be
a short email to the SAWS POC that you are considering an application as potentially
SAWS, including a short explanation of why.
Applications identified and verified as containing SAWS material are reported to the
Group Directors for transmittal to the Office of the Deputy Commissioner. The program
is designed to allow for the earliest possible time of identification of an application as
"SA WS" and includes the ability to flag applications both during prosecution and at the
time of indication of allowable subject matter.
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to appropriate
contacts within the Office. The following overview presents our current procedure. This
memo should be forwarded to all staff. This program applies to all pending applications,
including Reexams and applications being forwarded to the BP AI.

Purpose:
The SAWS program is designed as an information gathering system to apprise various
areas of the PTO of the prosecution of patent applications that include sensitive subject
matter. This memo reminds Technology Center 2600 of the on-going SAWS program.
The following overview presents our current procedure. Please forward this biannual
update to all staff. SPEs are required to discuss the nature of the program and the process
with their examiners in their next Art Unit meeting following receipt of the updated
SA WS materials.

Operational Overview:
This program applies to all pending patent applications that disclose potential SAWS
subject matter listed below, including Reexams, Reissues and applications being
forwarded to the BP AI.

The SAWS program is based upon a tiered process of application identification. This
approach first utilizes the judgment of the Examiner, the home SPE and the SAWS Panel
(Daniel Swerdlow, Wellington Chin, Mike Horabik, John Peng, Doris To and Ken
Wieder) in considering whether an application's subject matter is sensitive. Examiners
and managers should use their judgment and are encouraged to be liberal (erring to
identify rather than not) in their identification as to whether an applications contains
potential SAWS material. A common sense approach should be used to scrutinize the
general nature of the invention, the claims and the title. Upon agreement that an
application could be considered as a SAWS application, the SAWS POC, currently Dan
Swerdlow for TC 2600, is alelted as early in prosecution as possible. The alelt should be
a short email to the SAWS POC that you are considering an application as potentially
SAWS, including a short explanation of why.

Applications identified and verified as containing SAWS material are reported to the
Group Directors for transmittal to the Office of the Deputy Commissioner. The program
is designed to allow for the earliest possible time of identification of an application as
"SA WS" and includes the ability to flag applications both during prosecution and at the
time of indication of allowable subject matter.

Purpose:
The SAWS program is designed as an information gathering system to apprise various
areas of the PTO of the prosecution of patent applications that include sensitive subject
matter. This memo reminds Technology Center 2600 of the on-going SAWS program.
The following overview presents our current procedure. Please forward this biannual
update to all staff. SPEs are required to discuss the nature of the program and the process
with their examiners in their next Art Unit meeting following receipt of the updated
SAWS materials.
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The SAWS identification process is continual in nature and 100% of applications within
the Technology Center are reviewed under the following process guidelines:

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:
1.
2.
3.
4.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares report when necessary
SAWS POC and SAWS QAS reviews SAWS report from the home SPE
Director level review and forwarding to areas ofPTO

2.
Home SPE Review and SAWS Report Preparation. The horne SPE should
discuss the sensitive nature of the application with the Examiner. SPEs should use their
judgment and be liberal in SAWS application identification, but should screen out cases
that are clearly of a routine nature. In cases where the SPE is not celiain if the
application encompasses SAWS subject matter, the SPE should consult the SAWS POC
and/or SAWS QAS.
Upon agreement that the application should be reported as SAWS, the horne SPE
must complete the SAWS repOli in the detail required by the attached template. The
Impact Statement can be prepared by performing an Internet search to find external
infol1nation indicating the sensitivity of the subject matter. One way to do this is via a
Google search of the invention, the inventors, and owner or assignee. Such information
may include, but is not limited to, financially important subject matter (Is the stock of the
invention's owner publicly traded? Have there been press releases about the invention?),
politically charged subject matter, and subject matter which may raise legal or ethical
objections.
As noted above, the home SPE typically prepares the SAWS report at the time of
allowance. Exceptions to this rule are as follows:
• For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
• For Reexams meeting the listed SAWS criteria, the SAWS report should be
completed prior to each new action with a short section added which outlines the
rejections maintained or advanced. There should, however, be few SAWS
Reexams in the TC because most of these are handled in the Central Reexam
Unit.
• For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of
the Appeal or Interference Conference with the Examiner. For those applications
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4. Director level review and forwarding to areas ofPTO

1.
Examiner Identification of Potential SAWS Applications. In order to provide
the broadest recognition of applications of interest, Examiners have been provided with a
list of subject matter areas that are considered to be controversial and/or newsworthy, or
are directed to specific items of interest (see attached). This list is non-exhaustive.
Examiners should use their judgment and are encouraged to be liberal in their
identification as to whether or not an application contains potential SAWS material. This
initial identification by the Examiner is intended to cast a broad net for applications of
interest. Suggestions for updating the list should be communicated to the SAWS
coordinator.

2.
Home SPE Review and SAWS Report Preparation. The home SPE should
discuss the sensitive nature of the application with the Examiner. SPEs should use their
judgment and be liberal in SAWS application identification, but should screen out cases
that are clearly of a routine nature. In cases where the SPE is not certain if the
application encompasses SAWS subject matter, the SPE should consult the SAWS POC
and/or SAWS QAS.
Upon agreement that the application should be repOlied as SAWS, the home SPE
must complete the SAWS repOli in the detail required by the attached template. The
Impact Statement can be prepared by performing an Internet search to find external
information indicating the sensitivity of the subject matter. One way to do this is via a
Google search of the invention, the inventors, and owner or assignee. Such information
may include, but is not limited to, financially important subject matter (Is the stock of the
invention's owner publicly traded? Have there been press releases about the invention?),
politically charged subject matter, and subject matter which may raise legal or ethical
objections.
As noted above, the home SPE typically prepares the SAWS repOli at the time of
allowance. Exceptions to this rule are as follows:
• For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
• For Reexams meeting the listed SAWS criteria, the SAWS report should be
completed prior to each new action with a short section added which outlines the
rejections maintained or advanced. There should, however, be few SAWS
Reexams in the TC because most of these are handled in the Central Reexam
Unit.
• For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of
the Appeal or Interference Conference with the Examiner. For those applications

1.
Examiner Identification of Potential SAWS Applications. In order to provide
the broadest recognition of applications of interest, Examiners have been provided with a
list of subject matter areas that are considered to be controversial and/or newsworthy, or
are directed to specific items of interest (see attached). This list is non-exhaustive.
Examiners should use their judgment and are encouraged to be liberal in their
identification as to whether or not an application contains potential SAWS material. This
initial identification by the Examiner is intended to cast a broad net for applications of
interest. Suggestions for updating the list should be communicated to the SAWS
coordinator.
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identified as meeting the SAWS criteria, the SAWS repmi should be prepared by
the home SPE at the time of the Examiner's answer or interference papers (PTO850, claims and count).
If a case is to be reported as SAWS, the following information should be included in an
email report that should be forwarded to the SAWS Panel via Daniel Swerdlow, TQAS
(Doris To, backup).

SA WS Application Subject Matter
Corps-wide Potential SAWS Subject Matter:

1. Applications dealing with inventions, which, if issued, would potentially generate
unwanted media coverage (i.e., news, blogs, forums).
2. Applications disclosing seemingly frivolous or silly subject matter - paying
special attention to the title, abstract and cover drawing.
3. Applications with claims of broad or domineering scope and/or which have old
effective filing dates (submarines).
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•

Serial Number
Prosecution Status
Actual Filing Date
Title
Effective Filing Date
Inventor( s)
Assignee
Key Words
Primary Examiner
Assistant Examiner
SPE
Sample Claim
Short summary of technology
Technical impact statement (optional)
Political impact statement (optional)

3.
Secondary review
Once submitted to the SAWS Panel, the report will be reviewed. If the report is found to
identify a SAWS application, the repmi will be forwarded to the TC Directors for
subsequent action. Note that in some instances, it may be necessary to review the actual
application file. However, the intent is to minimize any direct impact on the examination
process.

4. Applications with claims of pioneering scope.

•
•
•

•
•
•
•
•
•
•

•
•

•

•

3.
Secondary review
Once submitted to the SAWS Panel, the report will be reviewed. If the report is found to
identify a SAWS application, the repOli will be forwarded to the TC Directors for
subsequent action. Note that in some instances, it may be necessary to review the actual
application file. However, the intent is to minimize any direct impact on the examination
process.

SA WS Application Subject Matter
Corps-wide Potential SAWS Subject Matter:

1. Applications dealing with inventions, which, if issued, would potentially generate
unwanted media coverage (i.e., news, blogs, forums).

2. Applications disclosing seemingly frivolous or silly subject matter - paying
special attention to the title, abstract and cover drawing.

Serial Number
Prosecution Status
Actual Filing Date
Title
Effective Filing Date
Inventor( s)
Assignee
Key Words
Primary Examiner
Assistant Examiner
SPE
Sample Claim
Shmi summary of technology
Technical impact statement (optional)
Political impact statement (optional)

3. Applications with claims of broad or domineering scope and/or which have old
effective filing dates (submarines).

4. Applications with claims of pioneering scope.

•
•
•
•
•
•
•
•
•
•
•
•
•
•
•
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5. Applications that have objectionable or derogatory subject matter in the
specification and/or drawing(s) and/or claims.
6. Applications claiming inventions, which would endanger individuals, the
environment, the secmity of our nation, or public safety.
7. Applications claiming inventions that include explicit recitations of race,
ethnicity, origin, or other prescribed populations.

8. Applications claiming a method/apparatus to take a human life (e.g. suicide
machine).
9. Applications claiming a method or apparatus for abortion.

12. Applications about human cloning.

13. Commissioner-ordered reexams, except those ordered because of prior art timely
filed, but not considered, before the patent issued, or for prior art submitted under
37 CFR §1.501.

14. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable or unfavorable and
a high dollar amount was awarded to either party, or
• Technology/Companies that are recognized by the public or have been reported in
the media or there is a high probability that the media would repOli on it in the
futme based on any action taken by the PTO.
Examples of categories of potential SAWS subject matter specific to TC2600 include:
1.
2.
3.
4.

Smaliphones and other convergence-intensive devices.
Digital telephony and voice over IP or Internet systems.
Internet-enabled systems (e.g., podcasting).
E-commerce-related systems (e.g., music download sales).

Suggestions for additions to this list should be forwarded to the TC2600 SAWS
coordinator named above.
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8. Applications claiming a method/apparatus to take a human life (e.g. suicide
machine).

10. Applications claiming a motor or power plant, which is self-sustaining (perpetual
motion machine, etc.) or which appears to violate the laws of physics (e.g.
antigravity, faster than the speed of light, etc.).

11. Applications claiming the prevention or curing of diseases, which were previously
considered impossible to prevent or cure.

12. Applications about human cloning.

13. Commissioner-ordered reexams, except those ordered because of prior art timely
filed, but not considered, before the patent issued, or for prior art submitted under
37 CFR § l.50l.

14. Reexamination and Reissue cases in which:
• Litigation involves the Supreme COUli,
• Litigation where the judgment on a patent was either favorable or unfavorable and
a high dollar amount was awarded to either pmiy, or
• Technology/Companies that are recognized by the public or have been reported in
the media or there is a high probability that the media would repOli on it in the
future based on any action taken by the PTO.

Smmiphones and other convergence-intensive devices.
Digital telephony and voice over IP or Internet systems.
Internet-enabled systems (e.g., podcasting).
E-commerce-related systems (e.g., music download sales).

11. Applications claiming the prevention or cming of diseases, which were previously
considered impossible to prevent or cme.

9. Applications claiming a method or apparatus for abortion.

Examples of categories of potential SAWS subject matter specific to TC2600 include:

1.
2.
3.
4.

Suggestions for additions to this list should be forwarded to the TC2600 SAWS
coordinator named above.

10. Applications claiming a motor or power plant, which is self-sustaining (perpetual
motion machine, etc.) or which appears to violate the laws of physics (e.g.
antigravity, faster than the speed of light, etc.).
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Examples of categories of potential SAWS subject matter specific to TC2600 include:
1.
2.
3.
4.

Smartphones and other convergence-intensive devices.
Digital telephony and voice over IP or Internet systems.
Internet-enabled systems (e.g., podcasting).
E-commerce-related systems (e.g., music download sales).

B-103

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 131 of 185
UNITED STATES PATENT AND TRADEMARK OFFICE
Commissioner for Patents
United States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
www.usplo.gov

Technology Center 2800
SENSITIVE APPLICATION WARNING SYSTEM (SAWS)
FY 2012

PURPOSE:
The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memorandum reminds Technology Center 2800 personnel of the on-going SAWS program. The
following overview presents our current procedure. Please forward this biannual update to all
staff. SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexamination proceedings (Reexams), Reissues and applications
being forwarded to the BP AI.

The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an application
discloses subject matter that is sensitive. Examiners and managers should use their judgment
and are encouraged to be liberal (erring to identify rather than not) in their identification
as to whether or not an applications contains potential SAWS material. A common sense
approach should be used to scrutinize the general nature of the invention, the claims and
the title. Upon agreement that an application could be considered as a SAWS application, the
SA WS Point of Contact (POC) is alerted as early in prosecution as possible. The alert should be
a short email to the SAWS POC that you are considering an application as potentially SAWS,
including a short explanation of why.

With this aleli, the application is entered into a SAWS database and flagged by the SAWS POCo
If during prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject matter),
the SAWS POC can be notified to remove the application from the SAWS database and unflag.

Prosecution of SAWS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with QAS). Unless the
nature of the subject matter is patiicularly sensitive, the SAWS POC and/or the SAWS QAS
need not be patiicularly consulted about the prosecution of the application. When completed, the
Office action should be approved for counting in eRF as usual.

PURPOSE:
The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memorandum reminds Technology Center 2800 personnel of the on-going SAWS program. The
following overview presents our current procedure. Please forward this biannual update to all
staff. SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

OPERA TIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexamination proceedings (Reexams), Reissues and applications
being forwarded to the BP AI.

The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an application
discloses subject matter that is sensitive. Examiners and managers should use their judgment
and are encouraged to be liberal (erring to identify rather than not) in their identification
as to whether or not an applications contains potential SAWS material. A common sense
approach should be used to scrutinize the general nature of the invention, the claims and
the title. Upon agreement that an application could be considered as a SAWS application, the
SA WS Point of Contact (POC) is alerted as early in prosecution as possible. The alert should be
a short email to the SAWS POC that you are considering an application as potentially SAWS,
including a ShOli explanation of why.
With this aleli, the application is entered into a SAWS database and flagged by the SAWS POCo
If during prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject matter),
the SAWS POC can be notified to remove the application from the SAWS database and unflag.

Prosecution of SA WS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with QAS). Unless the
nature of the subject matter is particularly sensitive, the SAWS POC and/or the SAWS QAS
need not be particularly consulted about the prosecution of the application. When completed, the
Office action should be approved for counting in eRF as usual.
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Program

The flagging procedure ensures that when an allowance of a SAWS application is counted, the
Notice of Allowance (NOA) is not mailed (and not scanned into eDAN) until a SAWS report has
been completed and considered by appropriate areas of the PTO. If the NOA of a SAWS
application is mistakenly mailed prior to the SAWS report, the SAWS poe should be notified
immediately.
Upon an allowance of a SAWS application, a complete SAWS report must be completed by the
home SPE, including an Impact Statement, and then forwarded to the SAWS poe as a Word
document attachment. A template of the required SAWS repmi is attached hereto; an electronic
copy can be obtained from the SAWS poe, SAWS QAS, or via SharePoint.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares the SAWS report when necessary
SAWS poe and SAWS QAS reviews SAWS repOli from the home SPE
Director level review and forwarding to areas of PTO

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

1.
2.
3.
4.

TC 2800 SAWS POC: Diane Lee (2-2399)
TC 2800 SAWS POC: Andrew Schechter (2-2302)
TC 2800 SAWS QAS: Hien Ph an (2-1606)

The SAWS report is then considered by the Director before it is forwarded to various areas of the
PTO for consideration/comment. Any questions/concerns about the sensitive subject matter
and/or the prosecution of the application are addressed prior to mailing the allowance.

A. Technology Center 2800 Practice:

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

2

1.
2.
3.
4.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares the SAWS report when necessary
SA WS poe and SAWS QAS reviews SAWS repmi from the home SPE
Director level review and forwarding to areas ofPTO

TC 2800 SAWS POC: Diane Lee (2-2399)
TC 2800 SAWS POC: Andrew Schechter (2-2302)
TC 2800 SAWS QAS: Hien Phan (2-1606)

1.
Examiner Identification of Potential SAWS Applications: In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (attached to this memo). This list is non-exhaustive. Examiners should
use their iudgment and are encouraged to be liberal in their identification as to whether or not an
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2

Upon an allowance of a SAWS application, a complete SAWS report must be completed by the
home SPE, including an Impact Statement, and then forwarded to the SAWS poe as a Word
document attachment. A template of the required SAWS repOli is attached hereto; an electronic
copy can be obtained from the SAWS poe, SAWS QAS, or via SharePoint.

The SAWS report completed by the home SPE is then considered by the SAWS poe who
reviews and amends the report, where necessary, to include any additional details of prosecution
and/or the sensitive nature of the subject matter. Often this amending process requires input
from the home SPE; the timeliness in responding to SAWS requests for information is greatly
appreciated. Further consultation with other Te managers maybe necessary in this process.

The SAWS report is then considered by the Director before it is forwarded to various areas of the
PTO for consideration/comment. Any questions/concerns about the sensitive subject matter
and/or the prosecution of the application are addressed prior to mailing the allowance.

A. Technology Center 2800 Practice:

1.
Examiner Identification of Potential SAWS Applications: In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (attached to this memo). This list is non-exhaustive. Examiners should
use their judgment and are encouraged to be liberal in their identification as to whether or not an

The SAWS report completed by the home SPE is then considered by the SAWS poe who
reviews and amends the report, where necessary, to include any additional details of prosecution
and/or the sensitive nature of the subject matter. Often this amending process requires input
from the home SPE; the timeliness in responding to SAWS requests for information is greatly
appreciated. Further consultation with other Te managers maybe necessary in this process.
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application contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

2.
Home SPE Review and SAWS Report Preparation: The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their iudgment and be
liberal in SAWS application identification, but should screen out cases that are clearly of a
In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS pac and/or SAWS QAS.

As noted above, the home SPE typically prepares the SAWS report at the time of
allowance. Exceptions to this rule are as follows:
•

•

3

•

For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
For Reexamination proceedings meeting the listed SAWS criteria, the SAWS report
should be completed prior to each new office action with a short section added which
outlines the rejections maintained or advanced. There should, however, be few
SA WS Reexamination proceedings in the TC because most of them are handled in
the Central Reexam Unit.
For applications under Appeal, the home SPE, QAS, Appeal Specialist and/or the
Interference Practice Specialist should identify potential SAWS applications at the
time of the Appeal or Interference Conference with the Examiner. For those
applications identified as meeting the SAWS criteria, the SAWS report should be
prepared by the home SPE at the time the Examiner's Answers or interference papers
(PTO-8S0) are prepared.

3.
SA WS poe and SAWS QAS Review: Once the SAWS repOlt is submitted, the SAWS
report will be reviewed by the SAWS pac and the SAWS QAS for entering the application
number into the TC 2800 SAWS tracking system. Upon allowance of a SAWS application, a
SA WS screening committee will review the application to ensure all appropriate actions have
been taken and searches have been properly made. The SAWS screening committee comprises
the home SPE, at least one of the following managers in the TC 2800: the SAWS pac, the
SAWS QAS, and another TC 2800 management official. The SAWS repolt is then forwarded to
the TC Directors for subsequent action.
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3

liberal in SAWS application identification, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS POC and/or SAWS QAS.

Upon agreement that the application should be reported as SAWS application, the home SPE
must complete the SAWS report in the detail required by the attached template. The required
Impact Statement can be prepared after performing an Internet search to find external
information indicative of the sensitivity of the subject matter. One way to do this is via a Google
search of the invention, the inventors, and owner or assignee. Such information may include, but
is not limited to, financially important subject matter (Is the stock of the invention's owner
publicly traded? Have there been press releases about the invention?), politically charged subject
matter, and subject matter which may raise legal or ethical objections.

As noted above, the home SPE typically prepares the SAWS report at the time of
allowance. Exceptions to this rule are as follows:

•

•

•

For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
For Reexamination proceedings meeting the listed SAWS criteria, the SAWS report
should be completed prior to each new office action with a short section added which
outlines the rejections maintained or advanced. There should, however, be few
SA WS Reexamination proceedings in the TC because most of them are handled in
the Central Reexam Unit.
For applications under Appeal, the home SPE, QAS, Appeal Specialist and/or the
Interference Practice Specialist should identify potential SAWS applications at the
time of the Appeal or Interference Conference with the Examiner. For those
applications identified as meeting the SAWS criteria, the SAWS report should be
prepared by the home SPE at the time the Examiner's Answers or interference papers
(PTO-8S0) are prepared.

3.
SAWS poe and SAWS QAS Review: Once the SAWS repOli is submitted, the SAWS
report will be reviewed by the SAWS POC and the SAWS QAS for entering the application
number into the TC 2800 SAWS tracking system. Upon allowance of a SAWS application, a
SA WS screening committee will review the application to ensure all appropriate actions have
been taken and searches have been properly made. The SAWS screening committee comprises
the home SPE, at least one of the following managers in the TC 2800: the SAWS POC, the
SA WS QAS, and another TC 2800 management official. The SAWS repOli is then forwarded to
the TC Directors for subsequent action.

Upon agreement that the application should be reported as SAWS application, the home SPE
must complete the SAWS report in the detail required by the attached template. The required
Impact Statement can be prepared after performing an Internet search to find external
information indicative of the sensitivity of the subject matter. One way to do this is via a Google
search of the invention, the inventors, and owner or assignee. Such information may include, but
is not limited to, financially impOltant subject matter (Is the stock of the invention's owner
publicly traded? Have there been press releases about the invention?), politically charged subject
matter, and subject matter which may raise legal or ethical objections.
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4.
Director Review and Forwarding: The TC Directors review the SAWS repOli. The
Directors make the final decision on forwarding the SAWS report to other areas of the PTO. In
the event that a SAWS repOli is not forwarded, the information is saved for future reference. If
forwarded, any further questions from other areas of PTO concerning the subject matter and/or
prosecution would be addressed by the home SPE in consultation with the SAWS POC and/or
SA WS QAS with the approval of the directors.

B. Subject matter of special interest in TC 2800

4

9. Emerging technologies implementing metamaterials- Application implementing
metamaterials having negative refractive index to currently existing and know art in the
invention to achieve an invisible, cloaking device around the object rendering the object
invisible over certain band of wavelengths.

Corps-wide Potential SAWS Subject Matter:

1. Applications with claims of broad or domineering scope and/or which have old effective
filing dates (submarines).
2. Applications with claims of pioneering scope.
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SA WS QAS with the approval of the directors.

8. Applications reciting business methods or E-commerce system that would significantly
impact the industry.

B. Subject matter of special interest in TC 2800

7. Applications containing claims to subject matter which, if issued, would generate
unfavorable publicity for the USPTO.

1. Perpetual motion machines

6. Other matters that violate the general laws of physics.

2. Anti-gravity devices

5. Gain-Assisted Superluminal Light Propagation (faster than the speed of light)

3. Room temperature superconductivity

4. Free energy - Tachyons, etc.

5. Gain-Assisted Superluminal Light Propagation (faster than the speed oflight)

6. Other matters that violate the general laws of physics.

4. Free energy - Tachyons, etc.

7. Applications containing claims to subject matter which, if issued, would generate
unfavorable publicity for the USPTO.

3. Room temperature superconductivity

8. Applications reciting business methods or E-commerce system that would significantly
impact the industry.

2. Anti-gravity devices

9. Emerging technologies implementing metamaterials- Application implementing
metamaterials having negative refractive index to currently existing and know art in the
invention to achieve an invisible, cloaking device around the object rendering the object
invisible over certain band of wavelengths.

Corps-wide Potential SAWS Subject Matter:

1. Applications with claims of broad or domineering scope and/or which have old effective
filing dates (submarines).

2. Applications with claims of pioneering scope.

1. Perpetual motion machines
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3. Applications dealing with inventions, which, if issued, would potentially generate extensive
media coverage.
4. Applications that have objectionable or derogatory subject matter in the specification
and/or drawing(s) and/or claims.
5. Applications dealing with inventions, which would endanger individuals, the environment,
the security of our nation, or public safety.
6. Applications claiming inventions including explicit recitations of race, ethnicity, origin, or
other prescribed populations etc.

10. Applications claiming the prevention or curing of diseases, which were previously
considered impossible to prevent or cure.
11. Human cloning.

12. Commissioner-ordered reexams, except those ordered because of prior art timely filed, but
not considered, before the patent issued, or for prior art submitted under 37 CFR § 1.50 1.

5

13. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable or unfavorable and a high
dollar amount was awarded to either paliy, or
• Technology/Companies that are recognized by the public or have been repOlied in the
media or there is a high probability that the media would report on it in the future based
on any action taken by the PTO.
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5. Applications dealing with inventions, which would endanger individuals, the environment,
the security of our nation, or public safety.

9. Applications claiming a motor or power plant, which is self-sustaining (perpetual motion
machine, etc.) or which appears to violate the laws of physics (e.g. antigravity, faster than the
speed oflight, etc.).

6. Applications claiming inventions including explicit recitations of race, ethnicity, origin, or
other prescribed populations etc.

8. Applications claiming a method or apparatus for abortion.

7. Applications claiming a method or apparatus to take a human life (e.g. suicide machine).

8. Applications claiming a method or apparatus for abortion.

9. Applications claiming a motor or power plant, which is self-sustaining (perpetual motion
machine, etc.) or which appears to violate the laws of physics (e.g. antigravity, faster than the
speed of light, etc.).

10. Applications claiming the prevention or curing of diseases, which were previously
considered impossible to prevent or cure.

11. Human cloning.

12. Commissioner-ordered reexams, except those ordered because of prior ali timely filed, but
not considered, before the patent issued, or for prior ali submitted under 37 CFR §1.501.

13. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable or unfavorable and a high
dollar amount was awarded to either paliy, or
• Technology/Companies that are recognized by the public or have been reported in the
media or there is a high probability that the media would report on it in the future based
on any action taken by the PTO.

7. Applications claiming a method or apparatus to take a human life (e.g. suicide machine).
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A. Subject matter of special interest in TC 2800
1. Perpetual motion machines
2. Anti-gravity devices
3. Room temperature superconductivity
4. Free energy - Tachyons, etc.
5. Gain-Assisted Superluminal Light Propagation (faster than the speed of light)
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4. Free energy - Tachyons, etc.

9. Emerging technologies implementing metamaterials- Application implementing
metamaterials having negative refractive index to currently existing and know art in the
invention to achieve an invisible, cloaking device around the object rendering the object
invisible over certain band of wavelengths.

5. Gain-Assisted Superiuminal Light Propagation (faster than the speed oflight)

8. Applications reciting business methods or E-commerce system that would significantly
impact the industry.

6. Other matters that violate the general laws of physics.

7. Applications containing claims to subject matter which, if issued, would generate
unfavorable publicity for the USPTO.

7. Applications containing claims to subject matter which, if issued, would generate
unfavorable publicity for the USPTO.

8. Applications reciting business methods or E-commerce system that would significantly
impact the industry.

9. Emerging technologies implementing metamaterials- Application implementing
metamaterials having negative refractive index to cunently existing and know art in the
invention to achieve an invisible, cloaking device around the object rendering the object
invisible over certain band of wavelengths.

6. Other matters that violate the general laws of physics.
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Technology Center 2900
Sensitive Application Warning System (SAWS)
UPDATED: End of Year FY 2011

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexams, Reissues and applications being forwarded to the BPA!.
The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an
application's subject matter is sensitive. Examiners and managers should use their judgement
and are encouraged to be liberal (erring to identify rather than not) in their identification as to
whether or not an applications contains potential SAWS material. A common sense approach
should be used to scrutinize the general nature of the invention, the claims and the title. Upon
agreement that an application could be considered as a SAWS application, the SAWS POC is
alerted as early in prosecution as possible. The alert should be a ShOli email to the SAWS POC
that you are considering an application as potentially SAWS, including a ShOli explanation of
why.
With this alert, the application is entered into a SAWS database and flagged by the SAWS POc.
If during prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject matter),
the SAWS POC can be notified to remove the application from the SAWS database and unflag.

The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memo reminds Technology Center 2900 of the on-going SAWS program. The following
overview presents our current procedure. Please forward this biannual update to all staff.
SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

OPERATIONAL OVERVIEW:
This program applies to all pending patent applications that disclose potential SAWS subject
matter listed below, including Reexams, Reissues and applications being forwarded to the BP AI.

The SAWS program is based upon a tiered process of application identification. This approach
first utilizes the judgment of the Examiner and home SPE in considering whether an
application's subject matter is sensitive. Examiners and managers should use their judgement
and are encouraged to be liberal (erring to identify rather than not) in their identification as to
whether or not an applications contains potential SAWS material. A common sense approach
should be used to scrutinize the general nature of the invention, the claims and the title. Upon
agreement that an application could be considered as a SAWS application, the SAWS POC is
alerted as early in prosecution as possible. The alert should be a ShOli email to the SAWS POC
that you are considering an application as potentially SAWS, including a ShOli explanation of
why.

With this alert, the application is entered into a SAWS database and flagged by the SAWS POCo
If during prosecution, the sensitive nature of the application has changed (i.e., Applicants elect
non-sensitive subject matter, Applicants amend the claims to exclude sensitive subject matter),
the SAWS POC can be notified to remove the application from the SAWS database and unflag.

Prosecution of SAWS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with QAS). Unless the
nature of the subject matter is particularly sensitive, the SAWS POC and/or the SAWS QAS
need not be particularly consulted about the prosecution of the application. When completed, the
Office action should be approved for counting in eRF as usual.

Due to the flagging procedure, Office actions on SAWS applications are not mailed directly by
an LIE. After the Office action is counted, the LIE or Team Leader will return the Office action
to the Examiner. The Examiner should then post the Office action to the SAWS POC and send
an accompanying email aleliing the posting. The SAWS POC will then have the Office action
timely mailed unless it is an allowance. Allowances remain counted but not mailed (and not
scanned into eDan) until a SAWS report has been completed and considered by appropriate areas

PURPOSE:
The SAWS program is designed as an information gathering system to apprise various areas of
the PTO of the prosecution of patent applications that include sensitive subject matter. This
memo reminds Technology Center 2900 of the on-going SAWS program. The following
overview presents our current procedure. Please forward this biannual update to all staff.
SPEs are required to discuss the nature of the program and the process with their
examiners in their next Art Unit meeting following receipt of the updated SAWS materials.

Prosecution of SA WS applications should proceed just as with any other application (i.e., where
necessary - review by primary, conference with SPE, and/or consult with QAS). Unless the
nature of the subject matter is paIiiculariy sensitive, the SAWS POC and/or the SAWS QAS
need not be particularly consulted about the prosecution of the application. When completed, the
Office action should be approved for counting in eRF as usual.

Due to the flagging procedure, Office actions on SAWS applications are not mailed directly by
an LIE. After the Office action is counted, the LIE or Team Leader will return the Office action
to the Examiner. The Examiner should then post the Office action to the SAWS POC and send
an accompanying email aleliing the posting. The SAWS POC will then have the Office action
timely mailed ullless it is an allowance. Allowances remain counted but not mailed (and not
scanned into eDan) until a SAWS report has been completed and considered by appropriate areas
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of the PTO. If an allowance of a SAWS application is mistakenly mailed prior to the SAWS
repOli, the SAWS poe should be notified immediately.
Upon allowance of a SAWS application, a complete SAWS report must be completed by the
home SPE, including an Impact Statement, and then forwarded to the SAWS poe as a Word
document attachment. A template of the required repOli is attached hereto; an electronic copy
can be obtained from the SAWS poe, SAWS QAS, or via SharePoint.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares report when necessary
SA WS POC and SAWS QAS reviews SAWS repOli from the home SPE
Director level review and forwarding to areas of PTO

The SAWS report is then considered by the Director before it is forwarded to various areas of the
PTO for consideration/comment. Any questions/concerns
about the sensitive subject matter
,
and/or the prosecution of the application are addressed prior to mailing the allowance.

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:
1.
2.
3.
4.

Examiner identifies potential SAWS applications by notifying home SPE
Home SPE considers sensitivity and prepares report when necessary
SAWS poe and SAWS QAS reviews SAWS repOli from the home SPE
Director level review and forwarding to areas of PTO

1.
Examiner Identification of Potential SAWS Applications. In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (see attached). This list is non-exhaustive. Examiners should use their
judgment and are encouraged to be liberal in their identification as to whether or not an
application contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

2.
Home SPE Review and SAWS Report Preparation. The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their judgment and be
liberal in SAWS application identification, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS poe and/or SAWS QAS.
Upon agreement that the application should be repOlied as SAWS, the home SPE must
complete the SAWS report in the detail required by the attached template. The Impact Statement
can be prepared by performing an Internet search to find external information indicating the
sensitivity of the subject matter. One way to do this is via a Google search of the invention, the
inventors, and owner or assignee. Such information may include, but is not limited to,
2
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The SAWS repOli completed by the home SPE is then considered by the SAWS POC who
amends the report, where necessary, to include any additional details of prosecution and/or the
sensitive nature of the subject matter. Often this amending process requires input from the home
SPE; your timeliness in responding to SAWS requests for information is greatly appreciated.
Fmiher, the SAWS POC consults the SAWS QAS in this process.

The SAWS report is then considered by the Director before it is forwarded to various areas of the
PTO for consideration/comment. Any questions/concerns
about the sensitive subject matter
,
and/or the prosecution of the application are addressed prior to mailing the allowance.

ROLE OF THE EXAMINER, HOME SPE, AND SAWS TC REPS:

1.
2.
3.
4.

1.
Examiner Identification of Potential SAWS Applications. In order to provide the
broadest recognition of applications of interest, Examiners have been provided with a list of
subject matter areas that are considered to be controversial and/or newsworthy, or are directed to
specific items of interest (see attached). This list is non-exhaustive. Examiners should use their
judgment and are encouraged to be liberal in their identification as to whether or not an
application contains potential SAWS material. This initial identification by the Examiner is
intended to cast a broad net for applications of interest.

2.
Home SPE Review and SAWS Report Preparation. The home SPE should discuss the
sensitive nature of the application with the Examiner. The SPE should use their judgment and be
liberal in SAWS application identification, but should screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses SAWS
subject matter, the SPE should consult the SAWS POC and/or SAWS QAS.
Upon agreement that the application should be reported as SAWS, the home SPE must
complete the SAWS report in the detail required by the attached template. The Impact Statement
can be prepared by performing an Internet search to find external information indicating the
sensitivity of the subject matter. One way to do this is via a Google search of the invention, the
inventors, and owner or assignee. Such information may include, but is not limited to,

The SAWS repOli completed by the home SPE is then considered by the SAWS poe who
amends the report, where necessary, to include any additional details of prosecution and/or the
sensitive nature of the subject matter. Often this amending process requires input from the home
SPE; your timeliness in responding to SAWS requests for information is greatly appreciated.
Fmiher, the SAWS poe consults the SAWS QAS in this process.
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•

3.
SAWS POC and SAWS QAS Review. Once submitted, the SAWS report will be
reviewed by the SAWS POC and the SAWS QAS and amended, where necessary, to include any
additional details of prosecution and/or the sensitive nature of the subject matter. Note that in
some instances, it may be necessary to review the actual application file. However, the intent is
to minimize any direct impact on the examination process. The SAWS repOli is then forwarded
to the TC Director for subsequent action.

4.
Director Review and Forwarding. The TC Director review the SAWS repOli. Any
fUliher questions concerning the subject matter and/or prosecution are addressed. The Director
makes the final decision on forwarding the SAWS repOli to other areas of the PTO. In the event
that a SAWS repOli is not fonvarded, the information is saved for future use. If forwarded, any
further questions from other areas of PTO concerning the subject matter and/or prosecution
would addressed via the SAWS POC and/or SAWS QAS.

3
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For Reexams meeting the listed SAWS criteria, the SAWS report should be completed
prior to each new action with a short section added which outlines the rejections
maintained or advanced. There should, however, be few SAWS Reexams in the TC
because most of these are handled in the Central Reexam Unit.
For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of the
Appeal or Interference Conference with the Examiner. For those applications identified
as meeting the SAWS criteria, the SAWS report should be prepared by the home SPE at
the time of the Examiner's answer or interference papers (PTO-8S0, claims and count).

3.
SAWS poe and SAWS QAS Review. Once submitted, the SAWS report will be
reviewed by the SAWS POC and the SAWS QAS and amended, where necessary, to include any
additional details of prosecution and/or the sensitive nature of the subject matter. Note that in
some instances, it may be necessary to review the actual application file. However, the intent is
to minimize any direct impact on the examination process. The SAWS repOli is then forwarded
to the TC Director for subsequent action.

4.
Director Review and Forwarding. The TC Director review the SAWS repOli. Any
fmiher questions concerning the subject matter and/or prosecution are addressed. The Director
makes the final decision on forwarding the SAWS report to other areas of the PTO. In the event
that a SAWS report is not forwarded, the information is saved for future use. If forwarded, any
further questions from other areas of PTO concerning the subject matter and/or prosecution
would addressed via the SAWS POC and/or SAWS QAS.

financially important subject matter (Is thc stock of the invention's owner publicly traded? Have
there been press releases about the invention?), politically charged subject matter, and subject
matter which may raise legal or ethical objections.
As noted above, the home SPE typically prepares the SA WS report at the time of
allowance. Exceptions to' this rule are as follows:
• For applications claiming highly controversial subject matter, the SAWS repOli should be
prepared prior to first action.
• For Reexams meeting the listed SAWS criteria, the SAWS report should be completed
prior to each new action with a short section added which outlines the rejections
maintained or advanced. There should, however, be few SAWS Reexams in the TC
because most of these are handled in the Central Reexam Unit.
• For applications under Appeal, the home SPE, QAS Appeal Specialist and/or the
Interference Specialist should identify potential SAWS applications at the time of the
Appeal or Interference Conference with the Examiner. For those applications identified
as meeting the SAWS criteria, the SAWS report should be prepared by the home SPE at
the time of the Examiner's answer or interference papers (PTO-8S0, claims and count).

3
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TC 2900 SAWS Subject Matter List
SAWS POC: Caron Veynar
SAWS QAS: Joel Sincavage
10/27/2011

3. Applications dealing with inventions, which, if issued, would potentially
generate extensive media coverage (i.e., news, blogs, forums).
4. If the title states an apparatus to take a human life (e.g. suicide machine)
or an apparatus for abortion.

5. If the title states the invention is a motor or power plant, which is selfsustaining (e.g. perpetual motion machine, etc.) or which appears to violate
the laws of physics (e.g. antigravity, faster than the speed of light, etc.).

6. Reexamination and Reissue cases in which:
• Litigation involves the Supreme COUlt,
• Litigation where the judgment on a patent was either favorable
or unfavorable and a high dollar amount was awarded to either
party, or
• Technology/Companies that are recognized by the public or
have been reported in the media or there is a high probability
that the media would repOlt on it in the future based on any
action taken by the PTO.
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1.

Subject matter which is:
• Sexually explicit,
• controversial,
• illegal,
• inflammatory,
• offensive or derogatory, such as those which include caricatures or
depictions.
• Explicit recitations of race, ethnicity, origin, or other prescribed
populati ons.

2. Simple Shapes

3. Applications dealing with inventions, which, if issued, would potentially
generate extensive media coverage (i.e., news, blogs, forums).

4. If the title states an apparatus to take a human life (e.g. suicide machine)
or an apparatus for abortion.

2. Simple Shapes

5. If the title states the invention is a motor or power plant, which is selfsustaining (e.g. perpetual motion machine, etc.) or which appears to violate
the laws of physics (e.g. antigravity, faster than the speed of light, etc.).

6. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable
or unfavorable and a high dollai' amount was awarded to either
party, or
• Technology/Companies that are recognized by the public or
have been reported in the media or there is a high probability
that the media would report on it in the future based on any
action taken by the PTa.

1. Subject matter which is:
• Sexually explicit,
• controversial,
• illegal,
• inflammatory,
• offensive or derogatory, such as those which include caricatures or
depictions.
• Explicit recitations of race, ethnicity, origin, or other prescribed
populations.
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TC-3600
Sensitive Applications Warning Systenl (SAWS)
Processing Guidelines

,1) Examiner Case Identification

The SAWS program is based on a tiered process of application identification.
This approach first utilizes the judgment of the Examiner and then the home SPE
in considering whether an application's subject matter is sensitive. Examiners and
managers should use their judgment and are encouraged to be liberal in their
identification as to whether or not an application contains potential SAWS
material. A common sense approach should be used to scrutinize the general
nature of the invention, the claims and the title. In order to provide the broadest
recognition of applications of interest, the Examiners will be provided with a list
of subject matter areas that are considered to be controversial and/or newsworthy,
or are directed to specifically identified "of interest" subject matter (see attached).
This list is considered non-exhaustive. This initial determination by the Examiner
is intended to cast a broad net for cases of interest.

The Examiners, upon discovery of an application containing potential SAWS
material, should report the case information to their immediate Supervisory Patent
Examiner (serial number and a brief reason why they consider the application to
be a SAWS case).

SPE Review/Screening of Application Information

Having received an initial SAWS report from the Examiner, the SPE reviews the
information and makes a determination as to whether or not the Application
contains SAWS subject matter. If the SPE determines the case does potentially
contain SAWS subject matter, the SPE will report the case information, as early
in prosecution as possible, to the SAWS committee database manager (TC SAWS
POC) for review and entry into the TC SAWS database.

The following information should be forwarded by the SPE:

1.
2.
3.
4.
Serial Number
Examiner Name
Art Unit
Brief statement as to why this application should be listed in the
SAWS database

The Examiners, upon discovery of an application containing potential SAWS
material, should report the case information to their immediate Supervisory Patent
Examiner (serial number and a brief reason why they consider the application to
be a SA WS case).

2)

SPE Review/Screening of Application Information

Having received an initial SAWS report from the Examiner, the SPE reviews the
information and makes a determination as to whether or not the Application
contains SAWS subject matter, If the SPE determines the case does potentially
contain SAWS subject matter, the SPE will report the case information, as early
in prosecution as possible, to the SAWS committee database managcr erC SAWS
POC) for review and entry into the TC SAWS database.

The following information should be forwarded by the SPE:
1.
2.
3.
4.
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Serial Number
Examiner Name
Art Unit
Brief statement as to why this application should be listed in the
SA WS database

1

.1) Examiner Case Identification

2)

The SAWS program is based on a tiered process of application identification.
This approach first utilizes the judgment of the Examiner and then the home SPE
in considering whether an application's subject matter is sensitive. Examiners and
managers should use their jUdgment and are encouraged to be liberal in their
identification as to whether or not an application contains potential SA WS
material. A common sense approach should be used to scrutinize the general
nature of the invention, the claims and the title. In order to provide the broadest
recognition of applications of interest, the Examiners will be provided with a list
of subject matter areas that are considered to be controversial and/or newsworthy,
or are directed to specifically identified "of interest" subject matter (see attached).
This list is considered non-exhaustive. T'his initial determination by the Examiner
is intended to cast a broad net for cases of interest.
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The SPE may add impact statements as appropriate. The SPE is instructed to be
liberal in case identification, but to screen out cases that are clearly of a routine
nature.
If the SPE determines that the application is routine in nature, no database entry is
necessary and the case may be returned to the examiner.
3) SAWS Review/Screening of Application Information Forwarded from the SPE

The SAWS Committee database manager will flag/group the application in
PALM Expo. The Saws Committee Chairman will prepare reports to be
forwarded to the TC Director (as requested).

The TC Director will review the repOlts. Following this review, if determined
appropriate, the information will be forwarded to the Office of the Commissioner
for Patents (particularly the Deputy Commissioner for Patent Operations and the
Deputy Commissioner for Patent Examination Policy).

The TC Director at his/her discretion may call for or participate in any SAWS
Committee meeting to consider SAWS designation. The Director will also review
each SAWS application that is in condition for allowance and determine if a
report is to be sent to the Office ofthe Commissioner for Patents prior to mailing
of the Notice of Allowance (NOA).
5)

Handling of Applications to be Forwarded to the Board of Patent Appeals and
Interferences (BPAI)

The TC~3600 Appeal Conference Specialists will cross-check the application for
each appeal with the current list of SAWS applications in the TC. If1when a match is
found and the application is in condition to be forwarded to the BPAT, the Appeal
Conference Specialist will forward an e-mail message to the Point-of-Contact (POC) for
the BP AI (currently the POC is Ms. Kimberly Jordan). The e-mail will include: 1) the
application serial number and 2) A statement verifying that the identified application is a
SAWS application.

2
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The SAWS Committee database manager will flag/group the application in
PALM Expo. The Saws Committee Chairman will prepare reports to be
forwarded to the TC Director (as requested).

If necessary, the SAWS manager may convene the Committee to review the
application data report and make a recommendation as to whether the application
contains SAWS information. The Committee will consist of the TQASs and the
BPSP, but can include SPEs representing a cross section of the Technology
Center. The chairperson of this committee is responsible for collection of the
application reports and dissemination as necessary.

Director Level Review and Forwarding

The TC Director will review the repOlis. Following this review, if determined
appropriate, the information will be forwarded to the Office of the Commissioner
for Patents (particularly the Deputy Commissioner for Patent Operations and the
Deputy Commissioner for Patent Examination Policy).

The TC Director at his/her discretion may call for or participate in any SAWS
Committee meeting to consider SAWS designation. The Director will also review
each SAWS application that is in condition for allowance and determine if a
report is to be sent to the Office of the Commissioner for Patents prior to mailing
of the Notice of Allowance (NOA).

Director Level Review and Forwarding

3) SAWS Review/Screening of Application Information Forwarded from the SPE

4)

5)

Handling of Applications to be Forwarded to the Board of Patent Appeals and
Interferences (BP AI)

4)

The TC-3600 Appeal Conference Specialists will cross-check the application for
each appeal with the current list of SAWS applications in the TC. If/when a match is
found and the application is in condition to be forwarded to the BP AI, the Appeal
Conference Specialist will forward an e-mail message to the Point-of-Contact (POC) for
the BPAI (currently the POC is Ms. Kimberly Jordan). The e-mail will include: 1) the
application serial number and 2) A statement verifying that the identified application is a
SA WS application.

If necessary, the SAWS manager may convene the Committee to review the
application data report and make a recommendation as to whether the application
contains SAWS information. The Committee will consist of the TQASs and the
BPSP, but can include SPEs representing a cross section of the Technology
Center. The chairperson of this committee is responsible for collection of the
application reports and dissemination as necessary.
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6)

SAWS Database Management and Application Tracking

The status of all designated applications must be updated in the database at the
time of allowance or abandonment. The PALM Expo flag, once applied to the
application, will prevent mailing at the time of disposal. The application serial
number must be sent to the SAWS data base manager to remove the flag (can be
sent by the SPE or the docket clerk after counting and before mailing). This
procedure will not hold up Examiner's counts (the work credit will be given
when the work was performed).

when the work was performed).

3
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SAWS Application Identification Subject Matter
Corps-wide Potential SAWS Subject Matter:
I. Applications dealing with invemions, 'l-vhich, if issuecL would potentially generate
unwanted media coverage (Le., JWWS, blogs, forums).
2. Applications disclosing seemingly frivolous or silly suhject matter
attention to the title, abstract and cover drawing.

paying special

3. Applications with claims of broad or domineering scope and/or which have old
effective filing dates (submarines).

6. Applications claiming inventions, which would endanger individuals, the
environment, the security of our nation, or public safety.

7. Applications claiming inventions that include explicit recitations ofrace, ethnicity,
origin, or other prescribed populations.

8. Applications claiming a method/apparatus to take a human life (e.g. suicide machine).

9. Applications claiming a method or apparatus for abortion.

10. Applications claiming a motor or power plant, which is self-sustaining (perpetual
motion machine, etc.) or which appears to violate the laws of physics (e.g.
antigravity, faster than the speed of light, etc.).

11. Applications claiming the prevention or curing of diseases, which were previously
considered impossible to prevent or cure.

12. Applications about human cloning.

14. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable or unfavorable and
a high dollar amount was awarded to either paIiy, or
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paying special

13. Commissioner-ordered reexams, except those ordered because of prior art timely
filed, but not considered, before the patent issued, or for prior art submitted under 37
CFR §1.501.

2. Applications disclosing seemingly frivolous or silly subject matter
attention to the title. abstract and cover draY'l'ing.

5. Applications that have objectionable or derogatory subject matter in the specification
and/or drawing(s) and/or claims.

3. Applications with claims of broad or domineering scope and/or which have old
effective filing dates (submarines).

4. Applications with claims of pioneering scope.

5. Applications that have objectionable or derogatory subject matter in the specification
and/or drawing(s) and/or claims.

6. Applications claiming inventions, which would endanger individuals, the
environment, the security of our nation, or public safety.

7. Applications claiming inventions that include explicit recitations of race, ethnicity,
origin, or other prescribed populations.

8. Applications claiming a method/apparatus to take a human life (e.g. suicide machine).

9. Applications claiming a method or apparatus for abOliion.

10. Applications claiming a motor or power plant, which is self-sustaining (perpetual
motion machine, etc.) or which appears to violate the laws of physics (e.g.
antigravity, faster than the speed of light, etc.).

11. Applications claiming the prevention or curing of diseases, which were previously
considered impossible to prevent or cure.

12. Applications about human cloning.

13. Commissioner-ordered reexams, except those ordered because of prior art timely
filed, but not considered, before the patent issued, or for prior art submitted under 37
CFR §1.501.

14. Reexamination and Reissue cases in which:
• Litigation involves the Supreme Court,
• Litigation where the judgment on a patent was either favorable or unfavorable and
a high dollar amount was awarded to either paliy, or

4. Applications with claims of pioneering scope.
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Technology/Companies that are recognized by the public or have been repOlied in
the media or there is a high probability that the media would report on it in the
future based on any action taken by the PTO.

TC-3600 Specific Subject Matter:

1) Applications with special Licensing and Review issues (e.g., disputes with DOD or

DOE.)
2) Security Vault Applications.

1) Applications with special Licensing and Review issues (e.g., disputes with DOD or
DOE.)

2) Security Vault Applications.
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3) Applications with claims specifically reciting statutes, or governmental functions,
including functions of the USPTO.

4) Applications dealing with tax strategies.

4) Applications dealing with tax strategies.

3) Applications with claims specifically reciting statutes, or governmental functions,
including functions of the USPTO.
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Technology Center 3700
Sensitive Application Warning System
(SAWS)

Definition of a SAWS Application
An application is considered a SA WS application when it contains or references subject matter
that may have the potential to be controversial, offensive to certain populations, subject to
ridicule or attract unusual media attention.

This memo is intended to outline the Technology Center 3700 SAWS program and to set fOlth
the procedures for transmitting information relating to potentially sensitive applications to
appropriate contact areas within the Office. The following overview represents our current
procedure.
The SAWS program applies to all pending applications, including reissue applications, reexamination proceedings and applications being forwarded to the BPAI.

The purpose of this program is to track the progress of potentially sensitive applications docketed
in the TC and to keep TC Directors informed, through the appropriate chain-of-command, when
a potentially sensitive application is ready for allowance. The TC 3700 SAWS Panel consists of
the following TQASs: Greg Morse, Janet Baxter and Robin Evans. All TC 3700 managers and
examiners should be aware of our SAWS program and assist in the identification of potentially
sensitive applications.

Operational Overview:

The SAWS program is based upon a tiered process of sensitive application identification. This
approach utilizes examiners, SPEs, TQASs and the TC 3700 SAWS Panel to identify potential
sensitive applications prior to and during examination on the merits. Examiners and managers
should use their judgment and are encouraged to be liberal (erring to identify rather than not) in
their initial identification as to whether or not an application contains potential SAWS material.
A commonsense approach should be used to scrutinize the general natme of the invention, the
claims and the title. Upon agreement that an application could be considered as a SAWS
application, the SAWS Panel should be alerted as early in prosecution as possible. The alert
should be an email to at least one member ofthe SAWS Panel that you are considering an
application as potentially SAWS, including a short explanation of why. SAWS applications are
placed in a special PALM grouping by any member of the SAWS panel. When a potential
application, which has been identified and verified as containing SAWS material, is either in
condition for allowance or about to be indicated as allowable, the examiner/manager will bring
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Definition of a SAWS Application
An application is considered a SAWS application when it contains or references subject matter
that may have the potential to be controversial, offensive to certain populations, subject to
ridicule or attract unusual media attention.

Introduction:

This memo is intended to outline the Technology Center 3700 SAWS program and to set forth
the procedures for transmitting information relating to potentially sensitive applications to
appropriate contact areas within the Office. The following overview represents our current
procedure.

The SAWS program applies to all pending applications, including reissue applications, reexamination proceedings and applications being forwarded to the BP AI.

The purpose of this program is to track the progress of potentially sensitive applications docketed
in the TC and to keep TC Directors informed, through the appropriate chain-of-command, when
a potentially sensitive application is ready for allowance. The TC 3700 SAWS Panel consists of
the following TQASs: Greg Morse, Janet Baxter and Robin Evans. All TC 3700 managers and
examiners should be aware of our SAWS program and assist in the identification of potentially
sensitive applications.

Operational Overview:

The SAWS program is based upon a tiered process of sensitive application identification. This
approach utilizes examiners, SPEs, TQASs and the TC 3700 SAWS Panel to identify potential
sensitive applications prior to and during examination on the merits. Examiners and managers
should use their judgment and are encouraged to be liberal (erring to identify rather than not) in
their initial identification as to whether or not an application contains potential SAWS material.
A commonsense approach should be used to scrutinize the general nature of the invention, the
claims and the title. Upon agreement that an application could be considered as a SAWS
application, the SAWS Panel should be alerted as early in prosecution as possible. The aleli
should be an email to at least one member of the SAWS Panel that you are considering an
application as potentially SAWS, including a short explanation of why. SAWS applications are
placed in a special PALM grouping by any member of the SAWS panel. When a potential
application, which has been identified and verified as containing SAWS material, is either in
condition for allowance or about to be indicated as allowable, the examiner/manager will bring

Introduction:
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the application to the attention of the SAWS panel. After counting and before mailing of the
notice of allowance, the panel will review the application to ensure all appropriate actions have
been taken. The application is then reported to the TC Directors for possible transmittal to the
Office of the Deputy Commissioner for Patents. The program is designed to provide for the
earliest possible identification of a potential "SAWS" application and to bring these applications
to the attention ofTC and USPTO management prior to issuance ofthe patent.
Applications should be reviewed for potential sensitive material at the time of classification and
assignment (docketing), and also throughout pendency of the application.
If an application being classified for Pre-Grant publication is deemed to contain sensitive
material, please contact a member of the TC3700 SAWS panel.

1. ExaminerlSPE/TQAS identification of SAWS applications

In order to provide the broadest recognition of potential SAWS applications, the Examiners,
SPEs and TQASs have been provided with a list of subject matter areas (attached to this memo)
that are considered to be controversial and/or newsworthy, or are directed to specific items of
interest. This list is non-exhaustive. Examiners, SPEs and TQASs should use their judgment
and are encouraged to be liberal in their initial determination as to whether or not an application
might contain SAWS material. This initial determination by the Examiner, SPE and TQAS is
intended to cast a broad net for cases of interest. Examiners, SPEs and TQASs are strongly
encouraged to seek guidance from the SAWS Panel for potential SAWS applications as early in
prosecution as possible. After an application has been identified as a SAWS application, and in
addition to a full and complete examination on the merits by the examiner, it is recommended
that the examiner assigned to a SAWS application order a full NPL search to be performed by
the EIC TC 3700 prior to a first action on the merits or as early in prosecution as practical. The
examiner should sit down with the EIC searcher in an attempt to fully explain the full scope of
prior art sought and the sensitive nature of the application. SPEs will receive an updated list for
their art unit of all SAWS applications and their status on a monthly basis and will also receive
an e-mail update whenever a patiicular SAWS application assigned to their ali unit changes
status. SPEs will communicate this information to the examiners assigned to these applications.
2. ScreeninglIdentification by TC 3700 SAWS Panel

Once an application is identified as containing sensitive subject matter, the examinerlSPE/TQAS
will consult with a member of the SAWS panel, who will then place the application in the TC
3700 SAWS grouping. When an application containing sensitive subject matter is in condition
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assignment (docketing), and also throughout pendency of the application.

ExaminerlSPE/TQAS identification
TC 3700 SAWS Panel screening/identification
Technology Center Directors notification

Examiner/SPE/TQAS identification
TC 3700 SAWS Panel screeninglidentification
Technology Center Directors notification

1
2
3

If an application being classified for Pre-Grant publication is deemed to contain sensitive
material, please contact a member of the TC3700 SAWS panel.

The following process has been developed to effectively identify potential sensitive applications:

1
2
3

1. Examiner/SPE/TQAS identification of SAWS applications

In order to provide the broadest recognition of potential SAWS applications, the Examiners,
SPEs and TQASs have been provided with a list of subject matter areas (attached to this memo)
that are considered to be controversial and/or newsworthy, or are directed to specific items of
interest. This list is non-exhaustive. Examiners, SPEs and TQASs should use their judgment
and are encouraged to be liberal in their initial determination as to whether or not an application
might contain SAWS material. This initial determination by the Examiner, SPE and TQAS is
intended to cast a broad net for cases of interest. Examiners, SPEs and TQASs are strongly
encouraged to seek guidance from the SAWS Panel for potential SAWS applications as early in
prosecution as possible. After an application has been identified as a SAWS application, and in
addition to a full and complete examination on the merits by the examiner, it is recommended
that the examiner assigned to a SAWS application order a full NPL search to be performed by
the EIC TC 3700 prior to a first action on the merits or as early in prosecution as practical. The
examiner should sit down with the EIC searcher in an attempt to fully explain the full scope of
prior art sought and the sensitive nature of the application. SPEs will receive an updated list for
their art unit of all SAWS applications and their status on a monthly basis and will also receive
an e-mail update whenever a particular SAWS application assigned to their ali unit changes
status. SPEs will communicate this information to the examiners assigned to these applications.

2. ScreeninglIdentification by TC 3700 SAWS Panel

Once an application is identified as containing sensitive subject matter, the examinerlSPE/TQAS
will consult with a member of the SAWS panel, who will then place the application in the TC
3700 SAWS grouping. When an application containing sensitive subject matter is in condition

The following process has been developed to effectively identify potential sensitive applications:
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for allowance, the examiner and their SPE is requested to bring the application to the attention of
a SAWS panel member prior to counting to schedule a SAWS conference to review search
history, prosecution history and claim interpretation issues. After the examiner allows the
application, the SAWS panel will review the application to ensure all appropriate actions have
been taken and searches have been made. The SAWS panel will review all allowed SAWS
applications and will either contact the SPE of the examiner to discuss potential further action
that needs to be taken in the application or will contact a Technology Center Director if the
application is in condition for allowance.

Tom Hughes (2-4357)

Greg Morse (2-3838)
Janet Baxter (2-5013)
Robin Evans (2-4777)

3. Technology Center Directors Notification

•
•
•

Any application which has been allowed and which is considered a SAWS application will be
reported to the TC Directors. The TC Directors make the final decision on forwarding a report
of the SAWS application to the office of the Deputy Commissioner for Patents. The status of all
applications identified as SAWS applications will be tracked by the SAWS Panel.

•

TC 3700 SAWS Panel Members

3. Technology Center Directors Notification

Any application which has been allowed and which is considered a SAWS application will be
reported to the TC Directors. The TC Directors make the final decision on forwarding a report
of the SAWS application to the office of the Deputy Commissioner for Patents. The status of all
applications identified as SAWS applications will be tracked by the SAWS Panel.
TC 3700 SAWS Panel Members

•
•
•

Greg Morse (2-3838)
Janet Baxter (2-5013)
Robin Evans (2-4777)

•

Tom Hughes (2-4357)
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•
•
•
•
•
•
•
•

•
•
•
•
•
•
•
•
•
•
•

Claims either specifically directed to or encompassing human beings
Methods using or manipulating human embryos or fetuses
Embryonic stem cell technology and methods of using same
Human tissue or organ
Methods or compositions for prolonging life or preventing aging
In vitro fertilization
Detection of, or treatment for, bio-terrorism agents such as anthrax, small pox, etc.
Applications claiming the prevention or curing of diseases which were previously
considered impossible to prevent or cure, such as:
o Alzheimer's disease
o common cold
o dementia
o mental retardation
o HIV infection
Business methods
Applications claiming inflammatory or offensive subject matter
Applications claiming games played in outer space
Perpetual motion machines and processes
Inventions directed towards telepathic communication/control systems
Weather modification
Circumventing governmental regulation of licensed gambling.
Forms of gambling for minors.
Forms of electronic entertainment which capitalize on gambling addiction.
Erotic sex toys specifically adapted for minors.
Games or electronic apparatus involving cruelty to animals.

Note: These lists are not all encompassing for all potential SAWS applications. If you believe
that a specific application has the potential to be a SAWS application for any reason, please
contact your SPE or a TC 3700 SAWS panel member.

Technology Center 3700 Specific Subject Matter
(Updated September 2010)
Applications claiming subject matter which are controversial and/or newsworthy, for
example:
• Processes and apparatus involving Education (class 434)
• Applications involving obscene or pornographic material
• Processes or products useful as biological weapons
• Fetal cell or fetal tissue based invention
• Claims either specifically directed to or encompassing human beings
• Methods using or manipulating human embryos or fetuses
• Embryonic stem cell technology and methods of using same
• Human tissue or organ
• Methods or compositions for prolonging life or preventing aging
• In vitro fertilization
• Detection of, or treatment for, bio-terrorism agents such as anthrax, small pox, etc.
• Applications claiming the prevention or curing of diseases which were previously
considered impossible to prevent or cure, such as:
o Alzheimer's disease
o common cold
o dementia
o mental retardation
o HIV infection
• Business methods
• Applications claiming inflammatory or offensive subject matter
• Applications claiming games played in outer space
• Perpetual motion machines and processes
• Inventions directed towards telepathic communication/control systems
• Weather modification
• Circumventing governmental regulation of licensed gambling.
• Forms of gambling for minors.
• Forms of electronic entertainment which capitalize on gambling addiction.
• Erotic sex toys specifically adapted for minors.
• Games or electronic apparatus involving cruelty to animals.

Note: These lists are not all encompassing for all potential SAWS applications. If you believe
that a specific application has the potential to be a SAWS application for any reason, please
contact your SPE or a TC 3700 SAWS panel member.
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA
Alexandria Division

Intellectual Ventures I LLC
Plaintiff,
Civil Action No. 1:13-cv-00534-A.JT
vs.
REA,
Hon. Teresa Stanek Rea
Under Secretary of Commerce for
Intellectual Property and Director of the
United States Patent and Trademark
Office,

PLAINTIFF'S EXPERT REPORT
OF PATENT POLICY AND
PROCEDURES BY JOHN DOLL

Defendant.
----~------~-------------'------

PLAINTIFF'S EXPERT REPORT OF PATENT
POLICY Al~D PROCEDURES BY JOHN DOLL
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I.

INTRODUCTION AND QUALIFICATIONS
1.

I am over 18 years of age. I have personal knowledge of the facts stated in this

Declaration and could testify competently to them if asked to do so.
2.

I received a B.S. degree in Chemistly and Physics from Bowling Green State

University in 1971 and a M.S. degree in Physical Chemistry from The Pem1sylvania State
University in 1974.
3.

I worked in the United States Patent and Trademark Office ("USPTO") from 1974

to 2009 in various positions as set forth below.
4.

From 1974 to 1992, I examined and supervised the examination ofUnited States

patent applications, sequentially as a Patent Examiner, a Supervisory Patent Examiner, and a
Quality Assurance Specialist. Some of the art areas that I examined or supervised included
pharmaceuticals, herbicides, pesticides, dyestuffs, inorganic chemistry, hydrometallurgy, zeolite
catalysts, buckministerfullerenes, proteins, and peptides.
5.

In 1992, I was named Director of Patent Examination Teclmology Center 11 00

("TC 1100"). In 1995, I was named the Director ofTC 1800, which later became TC 1600,
which was a combination ofTCs 1200 and 1800. As Director ofTC 1100 and 1600, I was
responsible for all patent examination issues in the chemical, chemical engineering,
phmmaceutical, biotechnology, and the design art areas.
6.

From March 2004 until January 2005, I was the Special Assistant to the Director

of the USPTO, providing technical, examination, and legal advice on all patent related issues.
7.

In January 2005, I was named Deputy Commissioner for Patent Resources and

Planning where I was responsible for the Patent Office budget and strategic planning.
8.

In Ap1il 2005, I was named Acting Commissioner for Patents and in August 2005,

the position became pennanent. I held this position until October 2009. My responsibilities
included strategic planning and execution for the Patent Office, budget formulation and
execution, infom1ation technology systems, staffing, employee development, labor management
relations, customer outreach, congressional relations, public advis01y committee relations, and
patent policy formulation.
9.

Overlapping with the duties of the position identified in the preceding paragraph,

I was also nmned Deputy Under Secretary of Commerce for Intellectual Property and Deputy

2
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Director of the United States Patent and Trademark Office inN ovember 2008 and retained that
position until September 2009.
10.

From January 2009 until August 2009, I was also named Acting Under Secretary

of Commerce for Inteilectual Property and Acting Director of the USPTO.
11.

In 2009, after over 35 years of service with The United States Patent and

Trademark Office, I retired from government service.
12.

I cunently serve as a consultant on USPTO Patent Practice and Procedure.

13.

In this capacity, I have been retained as an expert witness in several cases, which

appear in my curriculum vitae attached to this report as Exhibit A.

II.

SCOPE OF SUBJECT MATTER OF OPINION

14.

I have been asked by counsel for the Plaintiff, Intellectual Ventures I LLC ("IV")

to provide factual and expert testimony regarding patent practice and procedure. I will also
provide my opinions about the patent policy and procedure of the current case addressed below.

HI.

COMPENSATION

15.

I am being compensated for my time spent on this matter at my standard hourly

consulting rate of $750 per hour, but I have no financial interest in the outcome of this or any
related proceeding. My compensation is not dependent upon the opinions that I am providing in
this declaration.

IV.

DOCUMENTS REVIEWED IN PREPARING MY OPINION

16.

Given my 35 years of experience working at the USPTO, I can provide opinions

generally about patent policy and procedure as applied to specific patent applications.
17.

In connection with my opinions, I have reviewed the prosecution history of U.S.

Patent Application Serial No. 09/553,337, filed on April 20, 2000 to Richard R. Reisman (the
"Reisman application").
18.

In preparation for presenting my opinions, I have also reviewed the following

documents. I will reference these docwnents individually at times.

3

C-03

Case 1:13-cv-00534-AJT-TCB
Case 1:15-cv-02249-JEBDocument
Document
44-3
11-4Filed
Filed
09/26/13
08/24/16Page
Page
5 of
154
28of
PageID#
185
404

•

Selected "Pendency Tables" in the USPTO Annual Reports for the Fiscal
Years 2005-2009 and the mention of the "Second-Pair-Of -Eyes and the socalled Sensitive Application Warning System (hereinafter "SAWS") in the
2002 USPTO "Annual Repoti";

•

v.

Publically available memos originating from the USPTO concerning SAWS

GENERAL OVERVIEW OF USPTO PROCEDURES

19.

On average when I was the Commissioner for Patents, a patent application

received two to three Office Actions and matured into a Patent in under four years (according to
the USPTO Annual Reports for the years 2005-2009, the longest average pendency among the
various technology centers was 47.7 months).
20.

When an application is filed, it is assigned to an Att Unit and an examiner (either

a Primary Examiner or a Non-Primmy Examiner, the difference being explained below) within
that Art Unit responsible for examining a specific art area.

21.

A Non-Primmy Examiner reports to a Supervisory Patent Examiner (hereinafter

"SPE") or a Primary Examiner, who has significm1tly more patent examination experience, and
who helps in outlining the search of the prior art and assists the Non-Primary Examiner in
deciding on whether the application is patentable or not. If the application is not patentable, the
SPE or Primary Examiner assists the Non-Primary Examiner to prepare an Oflice Action with
the appropriate ground(s) ofrejection(s) and/or objections, which is sent to the applicant or the
applicant's attorney. The SPE also acts as an administrative supervisor to all the examiners in
the Ali Unit.
22.

A Primmy Examiner independently examines patent applications and has the

delegated authority of the Commissioner (now the Director) of the USPTO to allow patent
applications under his own signature.
23.

A number of factors that could contribute to a prolonged application prosecution

include:
(a) The failure of the examiner to initially locate the most relevant prior
art;
(b) Applicant's argument(s) in response to a rejection of the claimed
invention;
(c) Applicant's amendment(s) of the claims in light of a rejection;
4
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(d) Applicant's filing of a Request for Continued Examination (hereinafter
"RCE") to continue prosecution once a rejection has been made
"Final" by the examiner; and possibly
(e) Watch List Application Programs within the USPTO.
24.

One of the goals of the USPTO is to ensure compact prosecution of all patent

applications. This encompasses finding the best prior art, applying it in the first Office Action
which may be an allowance of all claims or a rejection of some or all of the claims. If the claims
have been rejected, applicants have the opportunity to amend their claims, argue the merits of the
rejection(s), and/or submit evidence of patentability. The overall goal of compact prosecution is
to reach final disposition of the application as early as possible in the prosecution. The f1nal
disposition of an application is the allowance or possible appeal of the examiner's rejection to
the Patent Trial and Appeal Board.
25.

The normal application guidelines, policies, and procedures of the USPTO ensure

that patent application examination is not delayed. The Office recognizes that a timely patent
grant is important to the public. An inventor may commercialize his invention or license his
invention to others. Alternatively, others in the field of the invention can begin to design around
the patented invention and any such design around may itself generate inventions or patentable
improvements on the patented invention, which can also be patented.
It is by this process that the USPTO carries out its contribution to promoting the

26.

useful ruis as provided in the United States Constitution, Article 1, Section 8.

VI.

GENERAL OVERVIEW OF THE "WATCH LIST APPLICATION" PROGRAMS
27.

The USPTO bas created internal programs to improve the quality of examination.

28.

When I was the Director of Technology Center 1800, I helped create a watch list

program where cetiain types of patent applications, including for example, cloning, stem cells,
and RNAi could be tracked to ensure that all the appropriate statutory and regulatory
requirements were met before any of these applications issued as a patent.
29.

The USPTO has also instituted other quality improvement programs, such as the

"Second-Pair-of-Eyes" ("SPoE") programs where an SPE and/or Quality Assmance Specialist
(hereinafter "QAS") would review the examiner's decision to issue a11 application before the
application became a patent.

5
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30.

Over the years, the USPTO has expanded the Watch List program to other

technologies outside of biotechnology, for example, to the business methods and Internet
technologies.
31.

The public, as well as a patent applicant, are unaware if an application is subject

to SAWS review.
32.

In fact, the examiners are instructed not to disclose to the public or the patent

applicant if an application is subject to SAWS review.
33.

The primaty reason the Office does not make this information available to the

public or patent applicants is that it does not want any allowed application for a patent being
perceived as having had a higher level of quality examination as a result of having received more
than the normal examination review.
34.

I have personal knowledge of at least two specific programs utilized at the

USPTO: the Special Application Warning System ("SAWS") and the Second Pair of Eyes
Program ("SPoE's").
35.

If an application that has been designated to be pmi of one of these programs is

determined to be allowable by the examiner in charge of the application, that application will be
reviewed by an SPE or QAS to ensure that all the statut01y and regulat01y requirements have
been met before the application is permitted to become a patent.
36.

Some of the broad reasons that applications are considered a SAWS application

are when it contains or references subject matter that may have the potential to be controversial,
offensive to certain populations, subject to ridicule, attract unusual media attention, or any
specific areas of interest.
3 7.

When I was Commissioner, I was ultimately in charge of the entire SAWS

program.
38.

The SAWS program is administered by one of the Technology Center Directors,

but at present, I am unaware of the identity of the Director currently overseeing the SAWS
program.

39.

Each of the Technology Centers nonnally administers the SAWS program

through a committee. The committee is usually staffed by SPEs and QASs within the
Technology Center. The committee helps determine which applications are subject to SAWS
review can provide search and/or examination recommendations to examiners assigned to SAWS

6
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cases, and ultimately determines whether an application subject to SAWS review has had all
examination issues thoroughly addressed before the application can issue as a patent.
40.

The SAWS committee, in the review of the examiner's detennination under the

SAWS program, may find new prior art references and/or 35 U.S.C. §§ 101 and 112 issues of
patentability that an examiner may have missed during the examination. If this is the case, the
SAWS committee will direct the Primary Examiner to issue a new Office Action incorporating
the new prior art and/or statutory grounds of rejection.
41.

While I was Commissioner, most Technology Centers had a specific set of

criteria, including att areas or technologies that were considered to be subject matter of special
interest under the SAWS program. Some of these criteria included:
(a) Applications with pioneering scope;
(b) Applications dealing with inventions, which if issued, would
potentially generate extensive media coverage;
(c) Applications which have objectionable or derogatory subject matter in
the specification and/or drawing(s);
(d) Applications containing claims defining inventions which would
endanger individuals, the envirorunent, harm the security of om nation
or threaten public safety;
(e) Applications claiming a method or apparatus to take a human life (e.g.,
suicide machines, abortion);

(f) Applications claiming self-sustaining (perpetual motion) machines or
appears to violate the laws of physics (e.g., antigravity, faster than the
speed oflight, etc);
(g) Applications claiming the prevention or curing of diseases which were
previously considered impossible to prevent or cure; and
(h) Applications involving human cloning or stem cells.
42.

I have personal knowledge that patent applications were also placed into watch

list programs based on the identity (i.e., "name") of the inventor or assignee.
43.

Reexamination cases were also subject to the SAWS program. Some of the

reasons a reexamination application could be part of the SAWS program were:
(a) Litigation involving the Supreme Court

7
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(b) Litigation where the judgment on a patent was either favorable or
unfavorable and a high dollar amount was award to either party, or
(c) Technology/Companies that are recognized by the public and there is a
high probability that the media would report on it.
The SPoE program is similar to the SAWS program and applied to any

44.

application that was indicated to be allowable in a specific art area or class/subclass(es). For
example at one point in time, Class 705, Business Method applications were all subject to the
SPoE program.

VII.

APPLYING SAWS AND SPoE

45.

I was instrumental in implementing the Patent Application Location and

Monitoring ("PALM") system, and received a Department of Commerce Bronze Medal for
implementing the PALM system.
46.

One of the ii.mctions of the PALM system is to flag patent applications subject to

SAWS and SPoE.
47.

Neither the public nor the applicant is made aware if an application receives a

SAWS or SPoE flag in the PALM system. In a Technology Center, the SAWS flag is only
viewable by PALM troubleshooters and is not visible to the general Technology Center
personnel.
48.

If an application is flagged in PALM identifying a patent application as subject to

SAWS and/or SPoE review, the application cmmot issue as a patent prior to the PALM SAWS
flag being cleared. Any attempts to allow a SAWS application while the SAWS t1ag is set will
result in an error code during allowance processing.
49.

The Examiner cannot remove the SAWS flag.

VIII. OFFICIAL NOTICE
50.

MPEP § 2144.03 defines when an examiner can take "official notice" only where

the facts asserted to be well-known, or to be conm1on knowledge in the art are capable of instant
and unquestionable demonstration to be well-known.
51.

While I was the SPE or Director of a Technology Center, I never encouraged

examiners to take "Official Notice" to suppmt a conclusion. If the issue at point in taking

8
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Official Notice was in fact well-k11own or common knowledge, a reference to support the
Official Notice assertion should be easy to find. Once an examiner takes Official Notice, the
applicant can argue that the assertion in the Official Notice is not well-known or common
knowledge and force the examiner to provide a reference teaching the asse1iion set forth in the
Official Notice. The majority of times that an examiner has to provide and apply a new
reference in a subsequent rejection, that subsequent Office Action generally will not be made
Final, thereby prolonging prosecution, which is contrary to Compact Prosecution.

IX.

PROSECUTION OF THE INSTANT CASE
52.

The prosecution of this application is unusual in the number of different Non-

Final and Final Office Actions made during the prosecution of the application.
53.

For example, the examiner issued a Non-Final Office Action on July 12, 2007, but

before the applicant could respond, and indeed before the time for response had expired, the first
Non-Final Office Action was vacated. Although the reason given was because of a "mailing
error" on the part of the USPTO, the Non-Final Office Action, issued August 23, 2007, that was
sent in place of the vacated Office Action included "new grounds of rejection'' based on 35
U.S.C. § 101 (non-statutory subject matter), 35 U.S.C § 112 (lack of written description), and
two new 35 U.S.C. § 103 rejections based on two new combinations of prior art references.
54.

Similarly, the Final Office Action mailed on November 27, 2009 was vacated

before applicant responded, and before the time for response had elapsed, with a new Office
Action, issued January 25, 2010, citing a "new" reference to Kleinennan (US Patent 5,734,871),
which Office Action was made FinaL
55.

In view of the number of Office Actions and the nwnber of Office Actions

vacated and substitution of new Office Actions having different and/or additional bases of
rejection prior to any response by applicant, as set forth in paragraphs 53 and 54, it was more
likely than not that someone other than the examiner was reviewing this application. Based on
my experience, it is my opinion that the application was likely subject to one of the SAWS or
SPoE programs.
56.

Even though the prosecution of this application is unusual, it is still not possible

for me, or any other person from the public, to say with certainty that this case was or was not

9
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subject to SAWS reviews. However, certain Office personnel would have access to the
infotmation to definitely confirm whether this application was subject to SAWS reviews or not.
57.

Those Office personnel would at least include the application examiner for more

than eleven years, Tammara Peyton; the Teclmology Center 2100 SAWS Committee members;
and the certain IT specialist( s) who maintain the PALM system.
58.

To my knowledge, the only Office records on specific application(s) subject to

SAWS review would be the IT computer records showing the SAWS flag as being set or being
cleared for a SAWS application.
59.

Even if the PALM SAWS flag is currently cleared for a specific patent

application, it is highly likely that the USPTO IT personnel responsible for maintaining the
PALM system could recover the infonnation as to whether PALM SAWS flag had ever been set,
indicating a SAWS application, or cleared.

X.

THE FINAL REJECTION
60.

When an examiner rejects claims for obviousness, the Office encourages

examiners to designate the pmticular part or parts of a reference relied upon in making the
rejection and in fact the regulations require that "When a reference is complex or shows or
describes inventions other than that claimed by the applicant, the particular part relied on must be
designated as nearly as practicable. The pertinence of each reference, if not apparent, must be
clearly explained and each rejected claim specified." See 37 C.F .R. § 1.1 04(c)(2).
61.

In my experience, when an examiner properly cited an entire prior art reference,

the reference was nmmally short, simple and described only what was claimed by the applicant.
62.

Based on my experience, the examiner's citation in the Final Office Action to

Kleinennan reference that refers the applicant to Figures 1-16., the abstract and Col. 1, lines 23Col. 28, which is essentially the whole prior art reference, appears to be excessive and contrary
to the express direction set forth in 37 C.F.R. § 1.104(c).

10
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Statement Under 28 U.S.C. § 1746
I declare under penalty of peljury that the foregoing is true and correct.
Executed this 30th day of August, 2013.

JJohnDoll

Attachments:
Exhibit A ~ Curriculum vitae
Exhibit B ~ SAWS memo dated ~ch 27 ~ 2006

Exhibit C - Selected "Pendency Tables11 from USPTO Annual Reports for the Fiscal Years 2005-

2009
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EXHIBIT A
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John Doll
300 Lake Mist Drive
Mooresville, NC 28117
Email: johnjdoll@gmail.com
Phone: 704 658 2358 Cell: 410 610 1252

Expert Witness and Consultant on USPTO Practice and Pwcedure
October 2009 to Date

•

Association for Molecular Pathology et al. v. Myriad Genetics et al.
o United States District Court for the Southern District of New York
o United States Supreme Court
o Statutory Subject Matter with respect to Genetic Material

•

Kathrein-Werke KG v. Radiaci<'m y Microondas S.A., and Rymsa Micro
Communications, Inc.
o United States District Court for the Northern District of Illinois Eastern Dist.lict
o Valiclity and Infringement with respect to OS Patent 6,850,130

•
•
•

King Dmg Company of Florence Inc., et al. v. Cephalon, Inc., et al.
Vista HealthPlan, Inc., et al. v. Cephalon, Inc., et al.
Apotex, Inc. v. Cephal.on, Inc., et al.
o United States District Court for the Eastern Disuict of Pennsylvania
o Antitrust Litigation reUS Patent 5,618,845 and RE37,516

•
•
•

Fujitsu Limited v. Tellabs Operations, Inc. and Tellabs, Inc.,
Tellabs Operations, Inc. v. Fujitsu Limited and Fujitsu Network Communications, Inc.
Fujitsu Limited v. Tellabs Operations, Inc., Tellabs, Inc., and Tellabs North America,
Inc.
o United States District Court for the Northern Distr-ict of Illinois Eastern Di·vision
o Inequitable Conduct during the Prosecution of US Patents 7,227,681 and
5,526,163

•

Tekmira Pharmaceuticals Corporation and Protiva Biotherapeutics, Inc. v. Alnylam
Pharmaceuticals, Inc. and Akana Technologies, Inc.
o Commonwealth of Massachusetts, Suffolk Superior Court, Business Litigation
Session
o Trade Secret Misappropriation and New Matter

C-13

Case 1:13-cv-00534-AJT-TCB
Case 1:15-cv-02249-JEB
Document
Document
44-3
11-4
Filed
Filed
09/26/13
08/24/16
Page
Page
15 164
of 28ofPageID#
185
414

•
•
•
•
•

Prism Technologies v. AT&T Mobility
Prism Technologies v. Sprint Spectrum
Prism Technologies v. T-Mobile USA, Inc.
Prism Technologies v. U.S. Cellular Coq1.
Prism Technologies v. Celko Partnership DIBI A Verizon Wireless
o United States District Court for the District of Nebraska
o Priority Date Asserted in US Patents 7,290,288 and 8,107,345

Other Patent Practice and Procedure Work
October 2009 to Present
•
•

•

•

Moderated Panel Discussion of Hot Topics in Patent Law for the 9th Annual Symposium
at George Mason University School of Law
Lectured on current USPTO practice and procedure as well as current Office programs
to promote green, expedited and quality Patent Application examination- Wisconsin
Alumni Research Foundation (WARF).
Worked with DitthaYong Mori & Steiner (Alexandria Virginia and Osaka Japan) to
recruit new clients in Japan by presenting the firms' ability to advantageously use current
USPTO practice and procedure to promote early patent grants and addressed the
International Association for the Protection of Intellectual Property of Japan (AIPPI).
Worked with CGI International, Fairfax Virginia, to provide subject matter expertise
witl1 respect to the patent filing, examination through issue I abandonment I appeal
process for an Informacion Technology Xi\1L Patent end to end process.

USPTO Expedence
September 1974 to October 2009
Acting Under Secretary of Commerce fol' Intellectual Property and
Acting Director of the United States Patent and Trademark Office
January 2009 to August 2009
SerYed as the J.'icting Under Secretary and Acting Director of the United States Patent and
Trademark Office during the change of Administration. As the Acting Under Secretary,
advised the President, the Secretary of Commerce, and the Administration about all
intellectual property matters. As Acting Director, administered the laws of granting Patents
and Trademarks, and the day-to-day management ofthe $2.1 billion Agency for over 10,000
employees. DeYeloped and articulated Administration positions on all Patent, Trademark
and Copyright issues while promoting strong Intellectual Property policy globally, including
strategies to thwart the theft of U.S. Intellectual Property around the world.
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Deputy Under Secretary of Commerce for Intellectual Property and
Deputy Director of the United States Patent and Trademark Office
November 2008 to September 2009
Assisted the Under Secretary in developing and promoting Administration positions on all
Patent, Trademark and Copyright issues domestically and internationally. Served as the
Chief Operating Officer in planning, measuring and improving the mission performance and
achievement of the Agency. Responsible for maintaining and growing domestic and
international leadership roles in Intellectual Property Rights policy by strengthening
Intellectual Property protection. Also responsible for providing customers with the highest
levels of quality and service in all aspects of Agency operations.
Commissioner fQr Patents
August 2005 to October 2009
Appointed by the Secretary of Commerce and sctvcd as the Chief Operating Officer for aU
aspects of patent related operations, planning and policy with the mission of properly
applying the patent laws and regulations of the United States in the examination of patent
applications. Oversaw a budget of $1.3 billion and a staff of over 7000 employees.
Responsible for Patent's strategic planning and execution, budget fonnulation and execution,
information technology systems, staffing, employee development, labor management
relations, customer outreach, congressional relations, public advisory C(~mmittee relations,
and patent policy fonnulation.
Acting Commissioner for Patents
April 2005 to August 2005
Appointed by the Under Secretary of Commerce for Intellectual Property and the Director
of the United States Patent and Trademark Office to perform the duties of the
Commissioner for Patents until the Secretary of Commerce appointed a new Commissioner
for Patents.
Il~uty

Commissioner for Patent Resources and Planning
January 2005 to August 2005
Responsible for the formulation and execution of the $1.3 billion budget as well as strategic
planning for the Patent Office
Special Assistant to the Director of the United States Patent and Trademark Office
March 2004 to January 2005
Provided technical, examination and legal advice on all Patent related issues

Director of Patent Examination Technology Center
August 1992 to August 2005
Responsible for all patent examination issues in the chemistiy, chemical engineering,
pharmaceutical, biotechnology and design art areas
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Patent Examiner, Supervisory Patent Examiner, Quality Assurance Examiner
September 1974 to August 1992
Examined and supervised the examination of patent applications encompassing
pharmaceuticals, herbicides, pesticides, dyestuffs, inorganic chemistry, hydrometallurgy,
zeolite catalysts, buckministerfullerenes, proteins, and peptides

Awards
Department of Commerce Bronze Medal for examination and supe1-visory accomplishments;
a second Bronze Medal for the implementation of Patent Application Location and
Monitoring (PALM) system; a Department of Commerce Silver Medal for the development
of automated examiner office action tools; the Vice Presidential Hammer Award for
establishing the Biotechnology Customer Partnership; a Department of Commerce Gold
Medal for implementation of the Image File Wrapper system.

Education:
MS
Physical Chemistry The Pennsylvania State University 197 4
BS
Chemistry/ Physics Bowling Green State University
1971
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EXHIBITB
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UNITED STATES PATENT AND TRADEMARK OFFICE

·-~~···--·-········- ·~··

·

Commissioner for Patents
· Unlted States Patent and Trademark Office
P.O. Box 1450
Alexandria, VA 223!3-1450
~,VJ.P.i9.J;!IlY.

DATE:

March 27, 2006

TO:

TC 2800 managers

FROM:

Janice A. Falcone, Group Director
Sharon Gibson, Group Director
Robert Oberleitner, Group Director
Richard K. Seide~ Group Director
Arthur Grimley, Acting Group Director

SUBJECT:

Reminder on TC 2800 Guidelines for Sensitive Application Warning System
(SAWS) Program Reminder

This is to remind our personnel that Technology Center 2800 has in place a SAWS program
based on the following guidelines. All TC 2800 managers must remind their exaniiners of this
program and its implementation.
Attached is the updated TC 2800 SAWS program. Please review and disseminate.
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Commissioner for Patents
United States Patent and Trademark Office

P.O. Box 1450
Alexandria, VA 22313·1450
www.usplo.gov

SPECIAL APPLICATION WARNING SYSTEM
(SAWS)
Technology Center 2800
March 27, 2006
I. PROGRAM OVERVIEW:
The SAWS program was designed. to assist in processing of patent applications identified as
claiming subject matter of special interest that, if issued, would potentially generate high
publicity or would potentially have a strong impact in the patent community. It is also an
information gathering system to apprise various segments of the USPTO ofthese patent
applications.
This program applies to all pending applications and reexamination proceedings (reexams).
As a program to assist in processing of patent applications and patents undergoing
reexamination, it is intended to ensure that the examination standards and guidelines are applied
properly to such applications and reexams that include sensitive or noteworthy subject matter.
As an information gathering system, the SAWS program should identify applications and
reexams that, if issued as a patent or reexamination certificat.e, would be controversial or
noteworthy.
The initjal identification of SAWS applications/reexams is performed by the examiners (may
also include managers and classifiers). Therefore, it is important that examiners stay informed
about this program and the identification criteria.

Independent of the SAWS program, examiners are encouraged to bring to their
supervisol''s attention any application/reexam that raises issues that they are uncertain
how to handle. Supervisors are responsible for determining which applications/reexams
proceed through the SAWS program versus those applications/reexams having other issues
which are normally addressed by existing examination procedures and established
examination/re~examination guidelines.

ll. OPERATIONAL OVERVIEW:
TC 2800 handles the SAWS program based upon a tiered process. of application/reexams
identification. This process relies on Examiners and SPEs to identify these applications/reexams,
and a SAWS screening committee to verify their status. The SAWS screening committee
comprises the home SPE, at least one of the following managers in the TC 2 800 Quality Center:
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Management Guidelines for Sensitive Application Warning System (SAWS) Program
-2Cassandra Spyrou, Clayton LaBalle and Hien H. Phan, and another TC 2800 management
official.
Applications/Reexams which have been identified and verit!ed as containing SAWS material are
reported the TC Directors, and as needed, a SAWS memorandum is forwarded to the Deputy'
Commissioner for Patent Operations and the Deputy Commissioner for Patent Examination
Policy prior to allowance or forwarded to the Board of Patent Appeals and Interferences (BP AI)
when an appeal is forwarded to the jurisdiction of the BPAI.

A. Technology Center 2800 Practice:
1. Examiners are the first line of review since they are the most knowledgeable about the
pending claims and application/reexamination issues. Examiners will report potential SAWS
applications!reexams to their SPE. Upon approval of the SPE, the case will be brought by the
SPE to Clayton LaBalle, Cassandra Spyrou or Hien H. Phan for entering the SAWS
applicationlreexam number into the TC 2800 tracking system
2. Flagging an identified SAWS applicationlreexam in PALM to ensure that the
application!reexam cannot be allowed or an NIRC issued until the flag has been removed
3. TC 2800 has established a screening mechanism to remove non-SAWS applications/reexams
from their SAWS designation. This screening mechanism permits a second review and will
result in a recommendation as to whether the application!reexam contains SAWS subject
matter. The SAWS screening committee will perform fue second screening review.
4. Applications/reexams that have been through the TC screening mechanism and have been
identified as SAWS applications/reexarr..s will be brought to the attention of the TC
Directors. The TC Director will bring them to the attention of the Deputy Commissioner for
Patent Operations and the Deputy Commissioner. for Patent Examination Policy.
5. For uniformity and process improvements, a SPRE, QAS, or a SAWS TC-streening
committee must be utilized. A SPRB, QAS, or a SAWS TC-screening committee will be
tasked to periodically review the SAWS processing guidelines and criteria to continually
update and revise the program as needed.
6. Placing a PALM Flag on subject classes, which encompass sensitive subject matter until a
review of these cases is performed upon allowance (such as business methods, class 705).
7. A reminder and an updated SAWS criteria list will be distributed, at leastsemi-annually, to
examiners to stress the importance of SAWS application identification. All newly hired
examiners should be made aware ofthis TC 2800 SAWS program
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Management Guidelines for Sensitive Application Warning System (SAWS) Program
-3-

B.

Subject matter of special interest i.u TC 2800

1. Perpetual motion machines; classes 310 and 290

2. Anti-gravity devices·
3. Room temperature superconductivity; class 3 10
4. Free energy- Tachyons, etc.
5. Gain-Assisted Superluminal Light Propagation (faster than the speed of light); class 702, 359

6. Other matters that violate the general laws of physics; classes 73> 290.

7. Applications containing claims to subject matter which, if issued, would generate
unfavorable publicity for the USPTO, class 84, 702.
8. Reexamination proceedings involving patents in litigation and:
The court decision/verdict is subject to-review by the Supreme Court
The court decision includes high monetary awards
·
The technology and companies involved would likely generate high publicity

C.

Corps-wide Potential SAWS subject Matter

1.

Applications with a very old effective filing date (pre-Gatt- before June 8, 1995) with
br:oad claim scope.

2.

Application with pioneering scope.

3.

Applications dealing with inventions that, if issued, would potentially generate extensive
publicity.

4.

Applications with objectionable or derogatory subject matter,

5.

Applications with inventions that would harm people or the environment, compromise
national security or public safety.

6.

Director's Ordered reexams except those ordered due to failure to considered timely filed
prior art or due to prior art citation under 37 CFR §1. 50 1.
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Components

--
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&

E.loctronic Commerce
Tech C~nter 3700 • Mechanical Engineering, Manufacturing·&
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TABLE 4: PATENT PENDENCY STATISTICS 1
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UPRPendency Statistics by Technology Center

Averaae First Action
Pendency

Total Average
Pendency

Total UPR Pendency

25.3

31 .. 9

Tech Center 1600- Biotechnology & Organrc Chemistry

22.7

34 .. 3

Tech Center 1700- Chemical & Materials Engineering

26.1

34.4

Tech Genter2100- ComputerArchitecture, Software &
Information Security

30.7

4.2. 9

Tech Center 2600 - Communications

34.0

43.1

Tech Center 2800 - Semiconductor, Electrical, Optical
Systems & Components

17.7

26.5

Tech Center 3600- Transportation, Construction,
Agriculture, & Electronic Commerce

25.9

3L6

Tech Center 3700- Mechanical Engineering,
Manufacturing & Products

23.1

29.8

(fn .months)

,,
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Average First Action
Pendency

lotat Average

Iota! UPR Pendency

25.6

32.2

Tech Genter 1'600- Bfotechnology & Organic Chemistry

19.9

34 .. 8

Tech Center 1700- Chemical & Materials Engineering

27.5

36.3

Tech Center2100- Computer Architecture, Software &
Information Security

30.8

42.4

Tech Center 2600 • Communications

32.5

43.6

Tech Center 2800- Semiconductor, Electrical, Optical
Systems & Components

19.5

28.2

Tech Center 3600- Transportation, Construction,
Agriculture, & Electronic Commerce

24.3

34.8

Tech Center 3700- Mechanical Engineering,
Manufacturing & Products

24.7

32.7

UPR Fendem::y Statistics by Teclmology Center
(in montf<s)

Pendency

Notes:
1: Pendency is calculated based on the most recent filing date. (back to text)
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{in months}

Average First Action
Pendency

Average
Pendency

Total UPR Pendency

25.8

34 .. 0

Tech Center 1600- Biotechnology & Organic Chemistry

:22.5

35.1

Tech Center 1700- Chemical & Materials Engineering

25.9

37.4

Tech Center 2100- Computer Architecture.. Software &
Information Security

29,4

40.7

Tech Center 2400- Networks, Multiplexing, Cable &
Security

28.6

47~7

Tech Center 2600 ~ Communications

33.0

42.7

Tech Center 2800 - Semiconductor, E!ectrlcal, Optical
Systems & Components

20.8

29.7

Tech Center 3600 - Transportation, Construction,
Agriculture, & Electronic Commerce

24.4

35 .. J_

Tech Genter 3700- Mechanical Engineering,
Manufacturing & Products

26.5

35.5
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United States Patent and Trademark Office
Office of the General Counsel

May 14, 2015

VIA EMAIL & CERTIFIED MAIL
RETURN RECEIPT REQUESTED

R. Danny Huntington
Rothwell, Figg,Ernest & Manbeck, P.C.
607 14th Street N.W.
Suite 800
Washington,DC 20005
RE:

Freedom of Information Act Appeal A-15-00014 (Appeal of Request No. F-15-00107)

Dear Mr. Huntington,
This determination responds to your letter dated April 15,2015,and received by the United States Patent
and Trademark Office ("USPTO" or "Agency") on Apri116,2015, appealing the USPTO's,March 20,
2015 initial determination in connection with your Freedom of Information ACT (FOIA) Request, No. F15-000107. This appeal has been docketed as FOIA Appeal No. A-15-00014.
FOIA Request and Response
Your FOIA request stated that it was requesting the following:
1.

The Response indicates that SAWS procedures are reissued biannually: 'The following
overview presents our current procedure. Please forward this biannual update to all staff. SPEs
are required to discuss the nature of the program and the process with their examiners in their
next Art Unit meeting following receipt of the updated SAWS materials." Response, PDF p. 4.
Please provide all documentation, guidance, communication, articles or electronically
a.
stored emails or information as construed under Federal Rule of Civil Procedure
34(a)(I)(A) ("Documents") describing, documenting, or relating to procedures (including
all attachments and templates) issued with respect to SAWS since this program has been
in existence in the rnid-1990s.
b. For avoidance of any doubt, the two requests above should be construed as bringing
within their scope any Documents containing legal opinions, reports or explanations of the
statutory bases for the SAWS program and its procedures as furnished after its first
adoption in the rnid-1990s and after any subsequent "update" thereof.
2. The Response instructs that "!fan allowance of a SAWS application is mistakenly mailed

prior to the SAWS report, the SAWS POC should be notified immediately." Response, PDF
pp. 4-5, (emphasis in original). Please provide all Documents directing, instructing, or specifying

P.O. Box 1450, Alexandria, VA 22313-1450 www.uspto.gov
•

Case 1:15-cv-02249-JEB Document 11-4 Filed 08/24/16 Page 180 of 185
FOIA Appeal No. A-15-00014
Page 2 of7
the action(s) to be taken upon receiving a notification that "an allowance of a SAWS application is
mistakenly mailed prior to the SAWS report."

3. The Response states: "Upon allowance of a SAWS application, a complete SAWS report
must be completed by the home SPE, including an Impact Statement, and then forwarded to the
SAWS OC as a Word document attachment. A template of the required report is attached
hereto; an electronic copy can be obtained from the SAWS POC, SAWS QAS, or via
SharePoint." Response PDF p.

5.

a. Please provide all Documents relating to, or instructing the preparation of, the ''complete
SAWS Report," including any listing, identification or explanations of the factors that
should be considered or included in the SAWS Report's "Impact Statement" since this
program has been in existence in the mid-1990s.
b.

Please provide copies of the "template of the required [SAWS] report" provided in
conjunction with every "update" of the SAWS procedures since this program has been in
existence in the mid-1990s.

4. The Response indicates that the SAWS Report is completed "upon allowance of a SAWS
application," Id., and that the "SAWS report is then considered by the TC Director before it is
forwarded to various areas of the PTO for consideration/comment," Id., and that "In the event
that a SAWS report is not forwarded [by the TC Director], the information is saved for future
use. If forwarded, any further questions from other areas of PTO concerning the subject matter
andlor prosecution would [be] addressed via the SAWS POC andlor SAWS QAS." Response,
PDF p.

6. '

a. Please provide all Documents relating to, or specifying the conditions, circumstances or
reasons for a TC Director not to forward
the completed SAWS Report and instead save it
.
"for future use."
b. Please provide all Documents, routing slips or designations identifying the positio!ls or
functions of persons "in other areas of the PTO" to whom the TC Directors forward the
completed SAWS Reports after having made "the final decision on forwarding the
SAWS report to other areas of the PTO."
c.

Please provide all Documents relating to, or specifying how the forwarded complete
SAWS Reports are used, assist, or contribute to an identifiable agency decision made by
person(s) "in other areas of the PTO" with respect to the SAWS application.

d. Please provide all Documents relating to; or specifying how an application previously
flagged under SAWS is removed "from the SAWS database and unflagged" other than by
abandonment or "applicants electing non-sensitive subject matter," or "applicants
amending the claims to exclude sensitive subject matter." Response, PDF p. 4. i
e. Please provide all Documents relating to, or directing examiners' communication with
applicants through office actions rejecting claims having "sensitive subject matter," or
suggesting the election of "non-sensitive subject matter," or amendment of "the claims to
exclude sensitive subject matter."
FOIA Request No. F-lS-000107.
On March 20, 2014, the Agency responded to your FOIA request and informed you that it had identified
one hundred eighteen (118) pages of responsive documents that are releasable. 5 pages of those
documents, however, were redacted pursuant to Exemption

(b)(5) of the FOIA (Exemption 5). See Initial

Determination (FOIA Request No. F-IS-000107). The redacted information consists of material in
training slides that identifies specific patent applications that have been placed in SAWS.

- .. '

I

' ·, ..
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In the appeal, it is alleged that the Agency has responsive "information within its control which the PTa

failed to identify as responsive and releasable." Id. The appeal further contends that the Exemption 5
redactions were improper. ld.
For the reasons set forth below. the appeal is denied.
1.

Adeguacy of Search

When responding to a FOIA request, an agency is required to conduct a search that is "reasonably
calculated to uncover all relevant documents." See Zavala v. Drug Enforcement Admin., 2010 WL
2574068,at * 1 (D.C. Cir. June 7,2010) (citing Morley v. CIA, 508 F.3d 1108,1114 (D.C. Cir. 2007) and
Weisberg v. Dep't ofJustice. 705 F.2d 1344,1351 (D.C. Cir. 1983). An agency is not expected to take
extraordinary measures to find requested records,just to conduct a· search reasonably designed to identify
and locate responsive documents. Garcia v. United States Dep 't of Justice, 181 F. Supp. 2d 356
(S.D.N.Y. 2(02). The Agency must search mes likely to contain responsive materials. Prison Legal News
v. lAppin. 603 F.Supp.2d 124, 126 (D.D.C. 2009). The standard for the reasonableness of the search is
"generally determined not by the fruits of the search,but by the appropriateness of the methods used to
carry out the search." Mosby v. Hunt, No. 10-5296,2011 WL 3240492, at *1 (D.C. Cir. July 6, 2011)
(quoting lturralde v. Comptroller of Currency, 315 F.3d 311,3 13-16) (D.C. Cir. 2003». "[I]t is long
settled that the failure of an agency to tum up one specific document in its search does not alone render its
search inadequate." lturralde, 3 15 F.3d at 315. See aLso I.sasi v. Jones, No. 09-5043, F.3d 2010 WL
2574034,at *1 (D.C. Cir. June 10,2010) (''The failure to tum up specific documents does not undermine
the determination that the agency conducted an adequate search for the requested records."), "[T]he
search 'need not be perfect,only adequate, and adequacy is measured by the reasonableness of the effort
in light of the [plaintiffs] specific request. " , Clay v. United States Dep't ofJustice, 680 F.Supp.2d 239,
244 (D.D.C. 2010) (quoting Meeropol v. Meese, 790 F.2d 942,956 (D.C. Cir. 1986).
The appeal asserts that "the Production fails to identify and disclose responsive and releasable
information within the PTa's control either because the PTO refuses to reveal facts about its previously
kept secret SAWS program or because of failure to perform an adequate search." See FOIA Appeal No.
A-15..oo0 14. However,the Agency's actions with regard to the search for documents responsive to your
request and conclude that those actions were reasonable and that the Agency complied with its search
obligations.
In support of your contention that the Agency did not conduct a proper search for responsive documents,

you specifically allege that that Agency failed to provide certain specific documents in response to the
FOIA request that you believe ex.ist,such as "a 2006 SAWS memo from TC 2800." See FOIA Appeal.
No. A-15-00014. However,as stated, a failure to turn up specific documents does not undermine the
determination that the Agency conducted a reasonable search for the requested records. See Iturralde, 315
F.3d at 315. It was confirmed that a full search of available document locations - which includes a
sharepoint site that contains existing policy and guidance documents concerning SAWS,as well as
documents that had been held in archive at the National Archives - was conducted. By way of further
explanation,prior versions of policy and guidance documents were not necessarily saved separately
during the annual updating process, as the updates generally over-wrote previous versions.
Based on the Agency's reasonable search,no additional responsive documents to this portion of your
FOIA request were identified.
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n.

Redactions Under Exemption 5

Congress understood that government could not function effectively if public access to documents were

granted indiscriminately. See Schell v. H�alth & HLlman Servs., 843 F. 2d 933,937 (6th Cir. 1988). Thus,
Congress sought a workable balance between the right of the public to be kept informed and the need of

the government to keep sensitive information in confidence to the extent necessary to pennit democracy

to function. See id. (citing H.R. No. 1497, 89th Cong.,2d Sess. 11). Congress achieved this balance by
providing nine statutory exemptions from disclosure. See id. (citing 5 U.S.C.

§

552(b) (1982».

Exemption 5 of the FOIA excludes from disclosure "inter-agency or intra-agency memorandums or letters
which would not be available by law to a party other than an agency in litigation with the agency." 5
U.S.C.

§

552(b)(5). This exemption applies to information that is "normally privileged in the civil

discovery context" and "Congress had the Government's executive privilege specifically in mind in

adopting Exemption 5." See Nat'[ Labor Relations Bd. v. Sears, Roebuck & Co. , 421 U.S. 132,149-150

(1975). The executi ve privilege includes several types of privileges,to include a quasi-judicial privilege

and the deliberative process privilege. See Sikorsky Aircraft Co. v. United States, 106 Fed.Cl. 571,575576 (Fed.Cl. 2012). Each of these privileges applies here and will be addressed in tum.

I.

Quasi-Judicial Privilege

The quasi-judicial privilege protects from disclosure the mental processes of-officials who are exercising

a quasi-judicial function. See Western Electric Co. v. Piezo Tech., 860 F.2d 428,431 (Fed. eli: 1988); see

also Grasty v. United States Patent & Trademark Office, 2005 WL 1155753, *5 (E.D. Pa. 2005) (a

government official exercising quasi-judicial functions is entitled to quasi-judicial immunity). A failure to

protect these mental processes from disclosure would be destructive of the responsibility of officials

engaging in quasi-judicial proceedings. See United States v. Morgan, 313 U.S. 409,422 (1941). As a
result,the decision-making process by officials acting in a quasi-judicial capacity would be disrupted and
an agency's adjudicative functions would be impaired. See Western Electric at 432-433. This priVilege,

therefore,serves to protect the integrity of an agency's adjudicative process. See Morgan at 422.

Patent examiners have long been recognized as being quasi-judicial officials who perform a quasi-judicial
function when examining patent applications. See Butterworth v. United States, 112 U.S. 50,67 (1884);

United States. v. American Bell Tel., 128 U.S. 315,363; and Chamberlin v. Isen, 779 F.2d 522,524 (9th

Cir. 1985). As a result,the mental processes of patent examiners during the course of examining a patent·

application are protected by this privilege. See Western ELectric at 431 and Rein v. United States Patent &

Trademark Office, 553 F.3d 353,373 (4th Cir. 2009). This privilege would preclude,for example,

disclosing information relevant to an examiner's thought process in arriving at a decision. See Western

ELectric at 432.

The 5 redacted pages relate to and identify specific patent applications that were previously flagged as
SAWS applications by examiners, and release of them would reveal information about the mental

processes of patent examiners who are performing an adjudicatory function as they review patent

applications. As discussed in more detail below, the information redacted is directly relevant to the

substantive merits of patentability. Consequently, the quasi-judicial privilege applies and the redacted
information is protected from disclosure under Exemption 5.
2.

Deliberative Process Privilege

Exemption 5 of the FOIA also excludes from disclosure any intra-agency materials that are "both

predecisional and a part of the deliberative process." McKinley v. Bd. of Governors of the Fed. Reserve

0

,
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Sys., 2011 WL 2162896 (D.C. Cir. June 3, 2011) (internal quotations omitted). Exemption 5 "was created
to protect the deliberative process of the government, by ensuring that persons in an advisory role would

be able to express their opinions freely to agency decision-makers." Id.,· Loving v. Dep't of Defense, 550
F.3d. 32, 37

(D.C. Cir. 2008) ("As we have explained. 'Exemption 5 incorporates the traditional

privileges that the Government could assert in civil litigation against a private litigant' - including ... the

deliberative process privilege and excludes these privileged documents from FOIA's reach."). The

exemption covers "recommendations,draft documents,proposals? suggestions,and other subjective

documents which reflect the personal opinions of the writer rather than the policy of the agency." Rein v.

United States Patent & Trademark Office, 553 F.3d 353,375 (4th Cir. 2009) (citing City of Virginia

Beach, Va. v. Dep't of Commerce, 995 F. 2d 1247,1253-54 (4th Cir. 1993).

As discussed above, the,redacted pages relate to and identify specific patent applications that were

previously flagged as SAWS applications by examiners. Therefore the information'redacted constitutes
predecisional deliberations that predate USPTO's decision on the patent applications. See e.g Judicial
.•

Watch, Inc. v. Food & Drug Admin., 449 F.3d 141,151 (D.C. Cir. 2006) (A document �s "predecisional"
if it is "generated before the adoption of an agency policy."). Further,the process by which an examiner
or others in the internal examination process consider an application,including a SAWS review,

constitutes part of the deliberative process involved in evaluating patent applications. Identifying patents

that had previously been designated as a SAWS application would reveal the potential significance that
examiners and others in the examination process attribute to various aspects of the case, which courts

have held is deliberative and protected under Exemption 5. Farmworkers Legal Servs. v. Dep't of Labor,
639 F. Supp. i368,1373

(E.D.N.C. 1986) (holding that list of farmworker camps was "selective fact" and
(D.D.C. 2005) (allowing

thus protectable); see also e.g., Brannum v. Dominguez, 377 F. Supp. 2d 75, 78

the Air Force to withhold "vote sheets" that were used in the process of determining retirement benefits
finding that even though the vote sheets were factual in nature,they were used by agency personnel in
developing recommendations to an agency decision maker and thus were "precisely the type of pre
decisional documents intended to fall under Exemption
357 F. Supp. 2d 156, 169

:S."); Bloomberg,

L.P. v. Sec. and Exch. Comm 'n,

(D.D.C. 2004) (protecting notes taken by SEC officials at meeting with

companies subject to SEC oversight; fmding that, though factual in form. notes would,if released,

"severely undermine" SEC's ability to gather information from its regulatees and in tum undermine

SEC's ability to deliberate on best means to address policymaking concerns in such areas); Poll v. Office

of Special Counsel, 2000 WL 14422,at *3 (10th Cir. Oct. 14,1999) (protecting factual "distillation"
which revealed significance that examiner attributed to various aspects of case).

The appeal argues that the "presentation from which the PTO redacted 5 full pages is training material for

examjners" and that such material cannot be predecisional because it was not "'generated before the

adoption of an agency policy' or 'decision' with respect to SAWS applications." See FOIA Appeal No.

A-15-00014. However, the predecisional nature of these materials is not altered by the existence of a later

final decision. See, e.g., Fed. Open Mkt. Comm'n v. Merrill, 443 U.S. 340, 360 (1979) (holding that,

because Exemption 5 is intended to protect free flow of advice,issuance of decision does not remove

need for protection); Elec. Privacy Info. Ctr. v. Dep 't of Homeland Sec., 384 F. Supp. 2d 100,112-13

(D.D.C. 2005) ("Contrary to plaintiffs assertion that materials lose their Exemption 5 protection once a

final decision is taken,it is the document's role in the agency's decision-making process that controls.");

Judicial Watch, 102 F. Supp. 2d 6,16 (D.D.C. 2000) (rejecting as "unpersuasive" assertion that
deliberative process privilege is inapplicable after deliberations have ended and relevant decision has
been made).
The information redacted was deliberative information consisting of opinions,considerations,

suggestions, and/or recommendations concerning substantive review of the patentability of applications.

See Schell v. Health and Human Serv., 843 F.2d at 942 (1988); Nat'l Labor Relations Bd. v. Sears,
Roebuck & Co., 421 U.S. 132, 150 (1975), quoting Carl Zeiss Stiftung & Co. v. V.E.E. Carl Zeiss, Jena,
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40 F.R.D. 318, 324 (D.D.C. 1966); Coastal States Gas Corp. v. Dep't oj Energy, 617 F.2d 854, 866 (D.C.
Cir. 1980); Judicial W atch, Inc. v. Dep't oj C ommerce, 337 F. Supp. 2d 146, 172-173 (D.D.C. 2004).
Release of the requested predecisional, deliberative information would chill and inhibit USPTO
examiners and other employees from making a thorough record of their deliberations on patent
applications. See Schell v. Health and Human Serv., 843 F.2d at 942 (Predecisional, deliberative
documents or comments "are at the heart of Exemption 5, and sanctioning release of such material would
almost certainly have a chilling effect on candid expression of views by subordinates [within an
agency]."). Further, identification of applications on the SAWS tracker is inextricably intertwined with
the deliberative process and its disclosure would reveal, and harm, the deliberative process. See

Kellerhals v. Internal Revenue Serv., 2011 WL 4591063, at *7 (D.V.I. Sept. 30,2011) (allowing
withholding of factual material because "[w]hile some of the documents contain factual material, that
material is so intertwined with the analysis that any attempt to reveal only factual material would reveal
the agency's deliberations"); Ryan v. Dep't of Justice, 617 F.2d 781, 790 (D.C.Cir.1980); Wolfe v. Dep 't

of Health and Human Serv., 839 F.2d 768, 774-76 (D.C.Cir.1988).
Because the information redacted is predecisional and reflects the deliberative process of Agency
examiners and others who are part of the examination process for patent applications, the Agency
properly informed you that such information is protected by the deliberative process privilege and
Exemption (b)(5). See Initial Determination (FOIA Request No. F-15-00107). This basis for denial under
the deliberative process privilege is in addition to the basis for denial under the quasi-judicial privilege as
discussed above.
It is noted that the SAWS program is now discontinued. See
http://www.uspto.gov/patentiinitiatives/patent-appJication-initiatives/sensitive-application-warning
system.

III.

Vaughn Index

The appeal requests the Agency "provide a written res�onse describing the reasons for the denials, the
names and titles of each person responsible for the denial, and the procedures required to invoke judicial
review in this matter." See FOIA Appeal No. A-15-00014. However, the Agency has described the
information redacted and the bases for the withholding. These descriptions are sufficient to satisfy the
Agency's obligations under FOIA. While agencies are encouraged to provide requesters "with sufficient
detail about the nature of the withheld documents and its exemption claims at the administrative level," a
failure to provide the equivalent of a Vaughn index at the administrative level is not error. See Mead Data

Central, 566 F.2d 242, 251. (D.C. Cir. 1977).
Final Decision and Appeal Rights
This is the final decision of the United States Patent and Trademark Office with respect to your appeal.
You have the right to seek judicial review of this denial as provided in 5 U.S.C.

§

552(a)(4)(B). Judicial

review is available in the United States District Court for the district in which you reside or have a
principal place of business, the United States District Court for the Eastern District of Virginia, or the
United States District Court for the District of Columbia.
Additionall y. as part of the 2007 FOIA amendments, the Office of Government Information Services
(OGIS) was created to offer mediation services to resolve disputes between FOIA requesters and Federal
agencies as a non-exclusive alternative to litigation. Using OGIS services does not affect your right to

· .
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pursue litigation. If you are requesting access to your own records (which is considered a Privacy Act
request),you should know that OGIS does not have the authority to handle requests made under the
Privacy Act of 1974. You may contact OGIS in any of the following ways:
Office of Government Information Services

National Archives and Records Administration
Room 2510

8601 Adelphi Road

College Park,MD 20740-600 1

E-mail: ogis@nara.gov

Telephone: 301-837-1996
Facsimile: 301-837-0348

Toll-free: 1-877-684-6448

Sincerely,
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(including F-16-00037)
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R3
Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

April 30, 2015

Re: Freedom of Information Act Request – Statistics for the SAWS Program

The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) of the U.S. Patent and
Trademark Office (“PTO”). This request is a follow-up to a prior request seeking statistical
information, which the PTO designated as F-15-00106, (the “‘106 Request”) and to which it
responded in a letter dated March 26, 2015 claiming to have identified not even a single record.
Requester finds this response troubling given the breadth and versatility of the PALM system;
the PTO “must be careful not to read [a] request so strictly that the requester is denied
information the agency well knows exists in its files, albeit in a different form from that
anticipated by the requester.” Hemenway v. Hughes, 601 F. Supp. 1002, 1005 (D.D.C. 1985).
Although the PTO should have “liberally construed” the ‘106 Request in order to bring into its
scope all reasonably responsive records, LaCedra v. EOUSA, 317 F.3d 345, 347-48 (D.C. Cir.
2003), requester hereby provides the PTO with one more opportunity to produce responsive
information, by narrowing and cutting down the request and by providing specific leads and
search methods that should identify the responsive records.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number.
1

BACKGROUND
As with all patent applications, applications flagged under SAWS are tracked by the

Patent Application Locating and Monitoring (“PALM”) System, the automated data management
system used by the PTO for the retrieval and/or online updating of the computer record of each
patent application. Transactions are entered via bar code readers, by keyed entries, or by making
an appropriate choice in a drop down menu.

Among other items, application filing date,

application type, classification, examiner docket, attorney, inventor, status, and prosecution
1
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history data can be retrieved and updated online with PALM. The PALM System also maintains
examiner activity, and docket records, and technical support staff backlog records. Information
retrieval from PALM is by means of the PALM intranet, by the PALM Reporting System (PRS),
or PALM Examination and Post-Examination (PALM EXPO) programs. See MPEP §§ 1704,
2235.
At the inception of the SAWS as an Office-wide program, a requirement for a “PALM
flagging system for applications designated as sensitive” was recognized. B-7,10,13. “Such
applications could not be counted for issue unless approved by the Director.” B-13. Technology
Centers are responsible for “flagging an identified SAWS application in PALM to ensure that the
case does not issue until the flag has been removed.” B-74. Even notices of “allowances on
SAWS applications are not mailed … the flag only prevents allowances from being mailed—all
other actions are mailed.” B-81. See also B-92,115,116,119, C-20.

In a more detailed

explanation, the TC 3600 SAWS memo explained:
SAWS Database Management and Application Tracking
The status of all designated applications must be updated in the database at the time of allowance
or abandonment. The PALM Expo flag, once applied to the application, will prevent mailing at the
time of disposal. The application serial number must be sent to the SAWS data base manager to
remove the flag (can be sent by the SPE or the docket clerk after counting and before mailing).
This procedure will not hold up Examiner's counts (the work credit will be given when the work
was performed). B-116.

Former Patent Commissioner John Doll who “received a Department of Commerce
Bronze Medal for implementing the PALM system,” Doll Decl. at C-8, testified that if an
application is flagged in PALM identifying a patent application as subject to SAWS review, “the
application cannot issue as a patent prior to the PALM SAWS flag being cleared. Any attempts
to allow a SAWS application while the SAWS flag is set will result in an error code during
allowance processing.” Id. Doll testified that “certain IT specialist(s) who maintain the PALM
system” have ready access to “the IT computer records showing the SAWS flag as being set or
being cleared for a SAWS application.” Doll Decl. at C-10. He further testified that “[e]ven if
the PALM SAWS flag is currently cleared for a specific patent application, it is highly likely that
the USPTO IT personnel responsible for maintaining the PALM system could recover the
information as to whether PALM SAWS flag had ever been set, indicating a SAWS application,
or cleared.” Id.
Indeed, it appears that the PTO can locate the electronic records for all applications
flagged or grouped in the PALM EXPO as SAWS by their filing date and applicant entity size in
2
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response to a recent FOIA request.1 Such records were also the basis for the PTO’s recentlypublished statistics of SAWS applications posted on the PTO website.2
2

REQUESTS
Reporting separately for each Technology Center, wherein the information for TC 3600 is

separated by the business-method art units (AU 3621-29, 3681-89 and 3691-96) and other
remaining art units, please provide the following information on patent applications designated,
flagged, or grouped under the SAWS (“SAWS Applications”):
a.

List of actual filing dates for each SAWS Application pending as of the latest date
available before the retirement of the SAWS program on March 2, 2015.
b. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 2010.
c. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 2006.
d. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 2002.
e. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 1998.
The requests above are rather simple; because the PTO holds the electronic records for
SAWS Applications, with fields identifying the applications by many attributes including serial
number, art unit (Technology Center), and actual filing date, the PTO is merely asked to extract
from such records of SAWS Applications two values – the Technology Center identity and the
actual filing date; this request seeks no application serial number information. The result for
each Technology Center would therefore be a list of dates, each corresponding to the actual filing
date of a related SAWS Application, but no new records will be created. See Schladetsch v. U.S.
Dep't of HUD, 2000 WL 33372125, at *3 (D.D.C. 2000) (holding that the FOIA requires an
agency to produce electronically-stored information in disparate databases, even where the data
has never been compiled in the manner requested, because “extracting and compiling the data
does not amount to the creation of a new record”).

1

Kate Gaudry, “The Demise Of SAWS And The Power Of Public Attention,” Law360, (March 23, 2015).

2

See PTO statistics for SAWS at www.uspto.gov/sites/default/files/documents/SAWS%20Statistics%20%20Sensitive%20Application%20Warning%20System3.pdf .

3
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Requester is aware of the fact that the PTO had just retired the SAWS program, and may no
longer track SAWS flags. However, the SAWS records sought in this request cannot be purged.
Under the Federal Records Act, the removal or destruction of agency records is unlawful,
44 U.S.C. § 3106; and criminal penalties are provided for the willful and unlawful destruction or
removal of Federal records including fines and imprisonment up to 3 years. 18 U.S.C. § 2071.
It is hoped that the PTO will disclose the sought records. If no records exists for any
enumerated request or subpart, please affirmatively so state. If some responsive records are
readily available and others may be delayed, kindly produce available documents promptly.

Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

4
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R4
Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

April 30, 2015

Re: Freedom of Information Act Request – the PALM system applied to SAWS

The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) and its tracking by the
Patent Application Locating and Monitoring (“PALM”) System of the U.S. Patent and
Trademark Office (“PTO”). This request is a follow-up to a prior request seeking information on
database used to track SAWS Applications, as defined below, which the PTO designated as
F-15-00106, (the “‘106 Request”) and to which it responded in a letter dated March 26, 2015
claiming to have identified not even a single record. Requester hereby provides the PTO with
one more opportunity to produce responsive information, by narrowing the scope of the request
to the PALM system and by providing specific leads and search methods that should identify
responsive records.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number. The terms “and” and
“or” as used herein shall be construed both conjunctively and disjunctively in order to bring
within the scope of these requests any record that would otherwise not be brought within its
scope.
1

BACKGROUND
As with all patent applications, applications designated, flagged, or grouped under the

SAWS (“SAWS Application”) are tracked by the PALM System, the automated data
management system used by the PTO for the retrieval and/or online updating of the computer
record of each patent application. Transactions are entered via bar code readers, by keyed
entries, or by making an appropriate choice in a drop down menu.

Among other items,

application filing date, application type, classification, examiner docket, attorney, inventor,
status, and prosecution history data can be retrieved and updated online with PALM. The PALM
1
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System also maintains examiner activity, and docket records, and technical support staff backlog
records. Information retrieval from PALM is by means of the PALM intranet, by the PALM
Reporting System (PRS), or PALM Examination and Post-Examination (PALM EXPO)
programs. See MPEP §§ 1704, 2235.
Patent application status fields in PALM are encoded with exhaustive granularity using
several hundred distinct codes.

Requester is aware of only a few examples: applications

receiving allowance are assigned status code 89; those in court proceedings receive code 195;
and those abandoned are designated under status codes 160-164, 166-169, 420, 422, depending
perhaps on the nature of abandonment.
At the inception of the SAWS as an Office-wide program, a requirement for a “PALM
flagging system for applications designated as sensitive” was recognized. B-7,10,13. “Such
applications could not be counted for issue unless approved by the Director.” B-13. Technology
Centers are responsible for “flagging an identified SAWS application in PALM to ensure that the
case does not issue until the flag has been removed.” B-74. Even notices of “allowances on
SAWS applications are not mailed … the flag only prevents allowances from being mailed—all
other actions are mailed.” B-81. See also B-92,115,116,119, C-20.

In a more detailed

explanation, the TC 3600 SAWS memo explained:
SAWS Database Management and Application Tracking
The status of all designated applications must be updated in the database at the time of allowance
or abandonment. The PALM Expo flag, once applied to the application, will prevent mailing at the
time of disposal. The application serial number must be sent to the SAWS data base manager to
remove the flag (can be sent by the SPE or the docket clerk after counting and before mailing).
This procedure will not hold up Examiner's counts (the work credit will be given when the work
was performed). B-116.

Former Patent Commissioner John Doll who “received a Department of Commerce
Bronze Medal for implementing the PALM system,” Doll Decl. at C-8, testified that if an
application is flagged in PALM identifying a patent application as subject to SAWS review, “the
application cannot issue as a patent prior to the PALM SAWS flag being cleared. Any attempts
to allow a SAWS application while the SAWS flag is set will result in an error code during
allowance processing.” Id. Doll testified that “certain IT specialist(s) who maintain the PALM
system” have ready access to “the IT computer records showing the SAWS flag as being set or
being cleared for a SAWS application.” Doll Decl. at C-10. He further testified that “[e]ven if
the PALM SAWS flag is currently cleared for a specific patent application, it is highly likely that
the USPTO IT personnel responsible for maintaining the PALM system could recover the
2
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information as to whether PALM SAWS flag had ever been set, indicating a SAWS application,
or cleared.” Id.
Indeed, it appears that the PTO can locate the electronic records for all SAWS
Applications in PALM EXPO by their filing date and applicant entity size in response to a recent
FOIA request.1 Such records were also the basis for the PTO’s recently-published statistics of
SAWS applications posted on the PTO website.2
2

REQUESTS
1. SAWS Applications are “flagged by the SAWS POC,” B-104, by the “SAWS data base

manager,” B-116, or removed and “unflagged” by them.
a. Please provide all manuals, instructions, training material, screen-shots, or records
relating to, or describing the “flagging” and “unflagging” of SAWS Applications
in the “SAWS database,” the PALM, or the PALM EXPO systems.
b. Please provide all manuals, instructions, training material, screen-shots, or records
relating to, or describing the exportation of data or generation of reports
pertaining to SAWS Applications from the “SAWS database,” the PALM, or the
PALM EXPO systems.
In searching for responsive records for the requests above, the PTO should at least search the
records and emails of “IT specialist(s) who maintain the PALM system,” the “SAWS
database manager,” and the TC SAWS POCs including John LeGuyader, Kathleen Bragdon
(TC1600), Peter Paras (TC1600), Patrick Ryan (TC1700), Jill Warden (TC1700), Vincent
Trans (TC2100), Rehana Perveen (TC2100), Emmanuel Moise (TC2400), Tod Swann
(TC2400), Daniel Swerdlow (TC2600), Hien Phan (TC2800), Diane Lee (TC2800), Terry
Melius (TC3600), Robert Weinhardt (TC3600), Thomas Hughes (TC3700), Janet Baxter
(TC3700), Greg Vidovich (TC3700), Henry Yuen (TC3700), Caron Veynar (TC2900), and
Gregory Morse (CRU).

1

Kate Gaudry, “The Demise Of SAWS And The Power Of Public Attention,” Law360, (March 23, 2015).

2

See PTO statistics for SAWS at www.uspto.gov/sites/default/files/documents/SAWS%20Statistics%20%20Sensitive%20Application%20Warning%20System3.pdf .

3
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2. Please provide all records, reports, or emails providing summary reports produced any
time from 1994 to 2015 on SAWS Applications by Technology Centers, including numerical
summaries on pendency or status, or separately reporting on issued, pending, or abandoned
SAWS Applications.

Responsive records also include reports on the number of SAWS

Applications by TC, referred to “10th floor/OPLA review.” In searching for responsive records
for this request, the PTO should at least search the records and emails of the persons identified in
relation to Request 1 above, prior SAWS POCs, and of those having overall responsibility for the
SAWS program, including present and past Deputy Commissioners for Patent Operations.

3. As a nominee and Acting Director of the PTO, Michelle K. Lee, testified that “Since
2009, when the USPTO began using a database to track these applications, 2262 applications
have been flagged” as SAWS.3 Reporting separately for each Technology Center, wherein the
information for TC 3600 is separated by the business-method art units (AU 3621-29, 3681-89
and 3691-96) and other remaining art units, please provide the following cumulative information
on all SAWS Applications that were so tracked until the retirement of the SAWS program:
a. for applicants claiming micro entity status, the numbers for issued, abandoned,
and pending SAWS Applications;
b. for applicants claiming small entity status, the numbers for issued, abandoned,
and pending SAWS Applications; and
c. for applicants claiming large entity status, the numbers for issued, abandoned, and
pending SAWS Applications.

Requester is aware of the fact that the PTO had just retired the SAWS program, and may no
longer track SAWS flags. However, the SAWS records sought in this request cannot be purged.
Under the Federal Records Act, the removal or destruction of agency records is unlawful,
44 U.S.C. § 3106; and criminal penalties are provided for the willful and unlawful destruction or
removal of Federal records including fines and imprisonment up to 3 years. 18 U.S.C. § 2071.

3

Responses to Questions for the Record for Michelle K. Lee, U.S. Senate, submitted Jan. 9, 2015,
response to Senator Durbin p3.

4
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It is hoped that the PTO will disclose the sought records. If no records exists for any
enumerated request or subpart, please affirmatively so state. If some responsive records are
readily available and others may be delayed, kindly produce available documents promptly.

Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

5
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Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

R5

April 30, 2015

Re: Freedom of Information Act Request – the Patent Appeal Board’s use of SAWS
information and instructions for retiring the program
The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) and its use by the
Board of Patent Appeals and Interferences, now called the Patent Trial and Appeal Board
(hereinafter the “Board”), and information regarding the retirement of the SAWS program.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number. The terms “and” and
“or” as used herein shall be construed both conjunctively and disjunctively in order to bring
within the scope of these requests any record that would otherwise not be brought within its
scope.
1

REQUESTS
1. SAWS instructions states that when applications designated, flagged or grouped under

SAWS (“SAWS Applications) are under appeal, “the SPE, will send an e-mail to Kimberly
Jordan at the Board of Appeals identifying the application by serial number and that it is a
SAWS-identified application. This is for all appealed applications, not for interferences.”
TC1700, at B-79. SAWS instructions for TC3600 provide more details on communicating
SAWS flag information to the Board as follows:
Handling of Applications to be Forwarded to the Board of Patent Appeals and Interferences (BPAI)
The TC-3600 Appeal Conference Specialists will cross-check the application for each appeal with the current
list of SAWS applications in the TC. If/when a match is found and the application is in condition to be
forwarded to the BPAI, the Appeal Conference Specialist will forward an e-mail message to the Point-ofContact (POC) for the BPAI (currently the POC is Ms. Kimberly Jordan). The e-mail will include: 1) the
application serial number and 2) A statement verifying that the identified application is a SAWS application.
B-115.

SAWS instructions for TC2800 provide that the communication to the Board includes not only
an indication that an application under appeal is flagged under SAWS, but the “SAWS
memorandum” is forwarded to the Board along with the appealed SAWS Application:
1
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Applications/Reexams which have been identified and verified as containing SAWS material are reported the
TC Directors, and as needed, a SAWS memorandum is forwarded to the Deputy Commissioner for Patent
Operations and the Deputy Commissioner for Patent Examination Policy prior to allowance or forwarded to
the Board of Patent Appeals and Interferences (BPAI) when an appeal is forwarded to the jurisdiction of the
BPAI. C-20.

a. Please provide all communication records concerning Kimberly Jordan becoming
the Board’s SAWS Point of Contact, including job/task description and
instructions for her handling and forwarding the SAWS notifications and SAWS
memoranda. Responsive records for this request include Kimberly Jordan’s own
notes or write ups on the subject.
b. Please provide all communications, letters, memoranda, or emails concerning the
SAWS program sent to the Board’s personnel including to Administrative Patent
Judges (“APJ”) since 1994 which contain any alerts to the SAWS program or
explanations or instructions for how APJs should use or consider SAWS flag
information or the SAWS memoranda.
2. On March 2, 2015, the PTO announced that it is retiring the SAWS program.1 Please
provide all post-decisional communications, letters, memoranda, or emails concerning the
retirement of the SAWS program or instructions to TC Directors, TC SAWS POCs, or examiners
of tasks and procedures for terminating or winding down the SAWS program, including
instructions for clearing SAWS flags, or retaining or purging SAWS-related records.
If this request is denied in whole or in part, we ask that, consistent with the burden on “the
agency to sustain its action,” 5 U.S.C. § 552(a)(4)(B), the PTO provide an index of located
responsive but withheld information by (1) identifying each information segment withheld; (2)
stating the statutory exemption claimed; and (3) explaining how disclosure of each withheld
information segment would damage the interests protected by the claimed exemption.. If no
records exists for any enumerated request or subpart, please affirmatively so state. If some
responsive records are readily available and others may be delayed, kindly produce available
documents promptly.

1

See www.uspto.gov/patent/initiatives/patent-application-initiatives/sensitive-application-warning-system .

2
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Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

3
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UNITED STATES PATENT AND TRADEMARK OFFICE
OFFICE OF THE GENERAL COUNSEL

May 20,2015

VIA U.S. MAIL
Mr. R. Danny Huntington
Rothwell, Figg, Ernest & Manbeck, P.c.
607 14th Street N.W., Suite 800
Washington, DC 20005
Re: Freedom of Information Act (FOIA) Request No. F-15-00190
Dear Mr. Huntington:
The United States Patent and Trademark Office (USPTO) FOIA Office received your email dated April 30, 2015 requesting, under the Freedom of Information Act (5 U.S.c. §
552) a copy of:
List of actual filing dates for each SAWS application pending as of the end of the
fiscal year of 1998, 2002, 2006, 2010 and last available date before program
retired on March 2, 2015. All communications concerning Kimberly Jordan
becoming the Board's SAWS Point of Contact. All communications concerning
the SAWS program sent to the Board's personnel including to Administrative
Patent Judges since 1994. All post decisional communications concerning the
retirement of the SAWS program. All manuals, instructions, training material,
screen-shots, or records relating to, or describing the flagging and unflagging of
SAWS Applications in the SAWS database, the PALM, or the PALM EXPO
systems. All manuals, instructions, training material, screen-shots, or records
relating to, or describing the exportation of data or generation of reports pertaining
to SAWS Applications from the SAWS database, the PALM, or the PALM EXPO
systems.
Preliminary estimates indicate that the approximate processing cost for this FOIA request
is $5307.55. This estimate includes estimated search and review times. Associated copy
charges cannot be estimated until a final determination regarding releasability is made.
This estimate does not necessarily represent the final cost. Estimates are inherently
imprecise, and the final cost could be higher or lower than the amount provided here.
However, the estimate provided herein is reasonably calculated to represent search costs
required to adequately respond to your request.
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As a commercial use FOIA requester, you are responsible for the costs involved in search,
review and duplication. See 37 C.F.R. § 102.11(c)(1)(i).
Please note that a search fee is chargeable even when no responsive records are found, or
when the records requested are determined to be totally exempt from disclosure. See 37
C.F.R. § 102. 11 (c)(3)(i)).
Requestors must pay the entire anticipated fee before the Agency begins processing a
request when the fee estimate exceeds $250.00. See 37 C.F.R. § 102. 11(i)(2).
Please remit, within 30 calendar days of the date of this letter, a check made payable to
the "Department of Treasury" in the amount of $5307.55. The payment must be sent
to:
United States Patent and Trademark Office
Freedom of Information Act Officer
Office of the General Counsel
P.O. Box 1450
Alexandria, VA 22313-1450
If payment in the full amount of the initial estimate is not received by June 19,2015 this
request will be considered withdrawn and closed.

Sincerely,

Karon E. Seldon
USPTO FOIA Specialist
Office of General Law
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Via Email: efoia@uspto.gov, foiarequests@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

June 11, 2015

Re: Freedom of Information Act Requests; request for breakdown of fees – F-15-190.
This letter concerns three requests dated April 30, 2015 for information under the
Freedom of Information Act (“FOIA”), 5 U.S.C. § 552. The requests were sent separately and
designated as FOIA Request 3, FOIA Request 4, and FOIA Request 5 (hereinafter “R3”, “R4”,
and “R5” respectively). The PTO consolidated these requests, designating all of them under the
FOIA tracking number F-15-190.
In a letter dated May 20, the PTO advised that it estimated the approximate search and
review cost for all three of these FOIA requests at $5307.55, which necessarily constitutes the
PTO’s “Notice of anticipated fees over $20” pursuant to its rule in 37 C.F.R. § 102.11(e).
Unfortunately, despite the large fee estimate, the PTO failed to comply with this rule, which also
requires that “[a] notice under this paragraph shall offer the requester an opportunity to discuss
the matter with USPTO personnel in order to reformulate the request to meet the requester’s
needs at a lower cost.” Id. The PTO letter provided no such offer, no “USPTO personnel”
contact information, and no information on the breakdown of the estimated fees.
After a two-day search and contact effort, Requester reached today the FOIA Officer
handling this matter. Requester had attempted to get the dollar breakdown for each of the six
requested items, but received no such dollar cost breakdown – only a verbal report of hour and
grade information for five categories without allocation of the review component. The Officer
refused to provide the actual dollar cost estimates for each item. The FOIA requires that
agencies cooperate with requesters to reformulate their requests by sharing cost information for
each item sought. Therefore, Requester kindly asks the PTO to comply with the spirit of Rule
102.11(e) and promptly provide to Requester a written detailed breakdown of the estimated fees
of $5307.55. The estimated cost requested are for each of the six requested items, i.e., R3, R4
request items 1-3, and R5 request items 1-2. These individual estimates are necessary so that the
Requester may reformulate the requests to meet the Requester’s needs at a lower cost. They are
also necessary so that if Requester decides to go forward with only a subset of the requested
items, a check for the corresponding amount can be sent without delay to cover the estimated
costs.
Thank you for your prompt reply on this matter,
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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Letter to PTO of June 19, 2015 on R3, repeating request
fee breakdown.
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Via Email: efoia@uspto.gov, foiarequests@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

June 19, 2015

Re: Freedom of Information Act Requests; Preliminary selection of item – F-15-190.
This letter concerns three requests dated April 30, 2015 for information under the
Freedom of Information Act (“FOIA”), 5 U.S.C. § 552. The requests were sent separately and
designated as FOIA Request 3, FOIA Request 4, and FOIA Request 5 (hereinafter “R3”, “R4”,
and “R5” respectively). The PTO consolidated these requests, designating all of them under the
FOIA tracking number F-15-190.
In a letter dated May 20, the PTO advised that it estimated the approximate search and
review cost for all three of these FOIA requests at $5307.55, which necessarily constitutes the
PTO’s “Notice of anticipated fees over $20” pursuant to its rule in 37 C.F.R. § 102.11(e).
Unfortunately, despite the large fee estimate, the PTO failed to comply with this rule, which also
requires that “[a] notice under this paragraph shall offer the requester an opportunity to discuss
the matter with USPTO personnel in order to reformulate the request to meet the requester’s
needs at a lower cost.” Id. The PTO letter provided no such offer, no “USPTO personnel”
contact information, and no information on the breakdown of the estimated fees.
Requester subsequently reached the FOIA Officer handling this matter who provided
only a verbal report of hour and grade information for certain categories without allocation of the
review component. Requester had received no response to a subsequent written inquiry as to
dollar costs and is therefore making the following selection based on Requesters best estimates
of the costs for the following item based on the hours the FOIA Officer provided on the phone:
Listing of filing dates (as requested in R 3) – 1 Hour GS 15 Step 8.
Requester therefore estimates the search cost for such item to be less than $250. Requester
hereby provides an assurance of full payment for this search item and further requests under
37 C.F.R. § 102.11(i)(2) that the request for this item be processed immediately without further
delay. Requester reserves the right to have other items processed under this request as soon as
the FOIA Officer provides the cost information sought by Requester.
Respectfully submitted,
/Danny Huntington/
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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PTO acknowledgement, June 22, 2015.
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From: FOIA Requests <FOIARequests@USPTO.GOV>
Date: June 22, 2015 at 6:38:00 PM EDT
To: Danny Huntington <dhuntington@rothwellfigg.com>
Subject: RE: Freedom of Information Act Requests; payment assurance and selection – F-15-00190
Hi Mr. Huntington,
I’m writing to confirm that we received your letter.

Ricou Heaton
U.S. Patent & Trademark Office
Office of the General Counsel
Office of General Law
Tel: 571-270-7420
ricou.heaton@uspto.gov
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Exhibit 3-8
PTO response of July 24, 2015, responding to R3.

38

Case 1:15-cv-02249-JEB Document 11-5 Filed 08/24/16 Page 27 of 90

\

OFFICE OF THE GENERAL COUNSEL

July 24, 2015
VIA E-MAIL
Mr. R. Danny Huntington
Rothwell, Figg, Ernest & Manbeck, P.C.
607 14th Street N.W., Suite 800
Washington, DC 20005
RE:

Freedom of Information Act Request No. F-15-00190

Dear Mr. Huntington:
The United States Patent and Trademark Office (USPTO) FOIA Office is in receipt of your
amended FOIA Request dated June 19, 2015, in which you requested, under the provisions of the
Freedom of Information Act, 5 U.S.C. § 552, copies of:
A Listing of filing dates [and Technology Center for SAWS applications pending
as of March 2, 2015 and the end of fiscal years 2010, 2006, 2002, and 1998]
The USPTO identified records with information concerning the filing dates and Technology
Center for SAWS applications pending as of March 2, 2015 and the end of fiscal year 2010.
These records are being withheld in their entirety, pursuant to FOIA Exemption 5. See 5 U.S.C.
§ 552(b)(5).
Exemption 5 of the FOIA excludes from disclosure “inter-agency or intra-agency memorandums
or letters which would not be available by law to a party other than an agency in litigation with
the agency.” 5 U.S.C. § 552(b)(5). This exemption applies to information that is “normally
privileged in the civil discovery context” and “Congress had the Government’s executive
privilege specifically in mind in adopting Exemption 5.” See NLRB v. Sears, Roebuck & Co.,
421 U.S. 132, 149 (1975). The executive privilege includes several types of privileges; including
a quasi-judicial privilege and the deliberative process privilege. See Sikorsky Aircraft Co. v.
U.S., 106 Fed.Cl. 571, 575-576 (Fed.Cl. 2012).
The quasi-judicial privilege protects from disclosure the mental processes of officials who are
exercising a quasi-judicial function. See Western Electric Co. v. Piezo Technology, 860 F.2d
428, 431 (Fed. Cir. 1988); see also Grasty v. U.S. Patent & Trademark Office, 2005 WL
1155753, *5 (E.D. Pa. 2005) (a government official exercising quasi-judicial functions is entitled
to quasi-judicial immunity). A failure to protect these mental processes from disclosure would be
destructive of the responsibility of officials engaging in quasi-judicial proceedings. See Morgan
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v. United States, 313 U.S. 409, 422 (1941). As a result, the decision-making process by officials
acting in a quasi-judicial capacity would be disrupted and an agency’s adjudicative functions
would be impaired. See Western Electric at 432-433. This privilege, therefore, serves to protect
the integrity of an agency’s adjudicative process. See Morgan at 422.
Patent examiners have long been recognized as being quasi-judicial officials who perform a
quasi-judicial function when examining patent applications. See Butterworth v. United States,
112 U.S. 50, 67 (1884); U.S. v. American Bell Telephone, 128 U.S. 315, 363; and Chamberlin v.
Isen, 779 F.2d 522, 524 (9th Cir. 1985). As a result, the mental processes of patent examiners
during the course of examining a patent application are protected by this privilege. See Western
Electric at 431 and Rein v. U.S. Patent & Trademark Office, 553 F.3d 353, 373 (4th Cir.
2009). This privilege would preclude, for example, disclosing information relevant to an
examiner’s thought process in arriving at a decision, such as whether a particular patent
application should be flagged for inclusion in the SAWS program. See Western Electric at 432.
Identifying filing dates and the Technology Center associated with patent applications that have
been placed in SAWS would provide information about the mental processes of patent examiners
who are performing an adjudicatory function as they review patent applications. In particular,
providing the filing dates and Technology Center for these SAWS-flagged patent applications
would likely provide, in some cases, sufficient information to identify the actual patent
application itself. In addition, this information would allow many patent applications to be
confirmed as not having been flagged for inclusion in SAWS. This type of information, which
would reveal an examiner’s thought processes in arriving at a decision whether or not a
particular patent application should be flagged for inclusion in the SAWS program, is protected
from disclosure by the quasi-judicial privilege under Exemption 5.
Exemption 5 of the FOIA also protects an agency’s deliberative process privilege. See Mapother
v. Dep’t of Justice, 3 F.3d 1533, 1537 (D.C. Cir. 1993). This privilege applies to documents,
which reflect “advisory opinions, recommendations and deliberations comprising part of a
process by which governmental decisions and policies are formulated.” NLRB v. Sears, Roebuck
& Co., 421 U.S. 132, 150 (1975), quoting Carl Zeiss Stiftung & Co. v. V.E.B. Carl Zeiss, Jena,
40 F.R.D. 318, 324 (D.D.C. 1966). Pre-decisional, deliberative documents or comments “are at
the heart of Exemption 5, and sanctioning release of such material would almost certainly have a
chilling effect on candid expression of views by subordinates [within an agency].” Schell v.
Dep’t of Health and Human Servs, 843 F.2d 933, 942 (6th Cir. 1988). SAWS is an information
gathering system applied to pending patent applications identified as being sensitive in nature.
The process by which USPTO employees determine whether a patent application contains
information that would trigger a SAWS review constitutes part of the deliberative process
involved in evaluating patent applications and this type of information is protected from
disclosure by the deliberative process privilege under Exemption 5.
You have the right to appeal this initial decision to the General Counsel, United States Patent and
Trademark Office, P.O Box 1450, Alexandria, VA 22313-1450. An appeal must be received
within 30 calendar days from the date of this letter. See 37 C.F.R. § 102.10(a). The appeal must
be in writing.
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You must include a copy of your original request, this letter, and a statement of the reasons why
the information should be made available and why this initial denial is in error. Both the letter
and the envelope must be clearly marked "Freedom of Information Appeal."
Sincerely,

Ricou Heaton
USPTO FOIA Officer
Office of General Law

P.O. Box 1450, Alexandria, Virginia 22313-1450
WWW.USPTO.GOV
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Exhibit 3-9
Administrative appeal of August 19, 2015.
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General Counsel,
United States Patent and Trademark Office,
PO Box 1450,
Alexandria, Virginia 22313-1450

August 19, 2015

FREEDOM OF INFORMATION APPEAL
Certified mail-return receipt requested
Re: Freedom of Information Act Request No. F-15-00190 - Materials Relating to the SAWS
Program
Dear FOIA Officer:
This is an appeal under 5 U.S.C. § 552(a)(6), concerning the U.S. Patent and Trademark Office’s
(“PTO”) improper refusal to disclose information within its control concerning the PTO’s socalled Sensitive Application Warning System (“SAWS”). This appeal concerns a request dated
April 30, 2015 for information under the Freedom of Information Act (“FOIA”), 5 U.S.C. § 552.
The request package contained three separate letters and designated as Request 3, Request 4
requesting Items 1-3, and Request 5 requesting Items 1-2 (hereinafter “R3”, “R4”, and “R5”
respectively). These three FOIA request components with a total of six items, which the PTO
consolidated into one request and designated under the FOIA tracking number F-15-190, are
attached hereto as Attachment A.

In a letter dated May 20, attached hereto as 0, the PTO responded to these requests and advised
that it estimated the search and review cost for all three request components at $5307.55 and
instructed that such fees be paid in advance of its search for responsive records, which
necessarily constituted the PTO’s “Notice of anticipated fees over $20” pursuant to its rule in
37 C.F.R. § 102.11(e). Unfortunately, the PTO failed to comply with this rule, which also
requires that “[a] notice under this paragraph shall offer the requester an opportunity to discuss
the matter with USPTO personnel in order to reformulate the request to meet the requester’s
needs at a lower cost.” Id. The PTO letter provided no such offer, no “USPTO personnel”
contact information, and no information on the breakdown of the estimated fees. After the
Appellant finally reached by telephone the FOIA Officer handling this matter he attempted to
obtain the dollar breakdown for each of the six requested items, but received no such dollar cost
breakdown. In a letter dated Jun 11, 2015 and attached hereto as Attachment C, Appellant
expressly requested the fee cost breakdown explaining as follows:
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The [FOIA] Officer refused to provide the actual dollar cost estimates for each item.
The FOIA requires that agencies cooperate with requesters to reformulate their requests
by sharing cost information for each item sought. Therefore, Requester kindly asks the
PTO to comply with the spirit of Rule 102.11(e) and promptly provide to Requester a
written detailed breakdown of the estimated fees of $5307.55. The estimated cost
requested are for each of the six requested items, i.e., R3, R4 request items 1-3, and R5
request items 1-2. These individual estimates are necessary so that the Requester may
reformulate the requests to meet the Requester’s needs at a lower cost. They are also
necessary so that if Requester decides to go forward with only a subset of the requested
items, a check for the corresponding amount can be sent without delay to cover the
estimated costs.
The PTO failed to respond to this request and on June 19, 2015, Appellant sent yet another letter,
attached hereto as Attachment D, asking that at least one item from FOIA request component R3
be processed without delay before any fee is collected,1 reminding the PTO that it had not
provided the necessary fee information and that Appellant “reserves the right to have other items
processed under this request as soon as the FOIA Officer provides the cost information sought by
Requester.” Attachment D, emphasis added.

The PTO confirmed receipt of that letter on June 22, 2015 (Attachment E).

However, it

apparently ignored Appellant’s requests for all but R3, and on July 24, 2015, sent a response
denying the request component in R3, the letter attached hereto as Attachment F.

In R3,

Appellant requested a listing of filing dates by Technology Center for SAWS applications
pending as of March 2, 2015 and the end of fiscal years 2010, 2006, 2002, and 1998.
Attachment A, R3. As to R3, the PTO contends that it identified only records with information
concerning the filing dates for SAWS applications pending as of March 2, 2015 and the end of
fiscal year 2010, effectively asserting that it has no such information for earlier fiscal years. In
any event, the PTO withheld in their entirety the identified records, claiming the FOIA
exemption in 5 U.S.C. § 552(b)(5). This letter is a timely appeal under 5 U.S.C. § 552(a)(6) and
pursuant to 37 C.F.R. § 102.10. The following sections set forth the reasons why the PTO's
refusal to disclose information requested in R3, to provide fee cost estimates and release records
responsive to R4 and R5 violates the FOIA, 5 U.S.C. § 552 et seq., as amended.

The administrative appeal filed by this Appellant in a counterpart FOIA case, received by the
PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this reference in
1

This request was made under 37 C.F.R. § 102.11(i)(2), as fees for the item are presumed less than $250.

2
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its entirety; and reference to Attachments thereto will be made here as were made in that appeal
by using the Attachment designator letter and Bates page number (e.g. B-3), whereas reference
to attachments to this appeal employ the full word “Attachment” followed by designating letter,
and page number if necessary.

1

THE PTO

IMPROPERLY WITHHELD RELEASABLE INFORMATION UNDER A
BASELESS CLAIM OF FOIA EXEMPTION 5

The PTO has taken the position that it is exempt under 5 U.S.C. § 552(b)(5) from disclosure of
application serial numbers that have been flagged at any time under the SAWS, averring that the
purported interests protected by such exemption are a quasi-judicial privilege and the
deliberative process privilege of the Executive Branch. Attachment F; B-3. Appellant has
challenged this claim of privilege in a previous appeal (A-15-00014, April 16, 2015), which
challenge is incorporated herein by this reference. Nevertheless, Appellant does not request an
identification of applications flagged under SAWS; Appellant merely seeks a listing of filing
dates of pending SAWS applications. In its denial, the PTO stated without proof:
Identifying filing dates and the Technology Center associated with patent applications
that have been placed in SAWS would provide information about the mental processes
of patent examiners who are performing an adjudicatory function as they review patent
applications. In particular, providing the filing dates and Technology Center for these
SAWS-flagged patent applications would likely provide, in some cases, sufficient
information to identify the actual patent application itself. In addition, this information
would allow many patent applications to be confirmed as not having been flagged for
inclusion in SAWS. This type of information, which would reveal an examiner’s
thought processes in arriving at a decision whether or not a particular patent application
should be flagged for inclusion in the SAWS program, is protected from disclosure by
the quasi-judicial privilege under Exemption 5.
Attachment F, p. 2, (emphasis added). As explained below, this denial under Exemption 5 is
baseless and improper.
1.1

Standard of review

The PTO’s claim of exemption from disclosure is accorded no deference. Department of Justice
v. Reporters Comm. for Freedom of the Press, 489 U.S. 749, 755 (1989) (The district court must
make a de novo determination as to the validity of the agency’s exemption claim). FOIA
exemptions are construed narrowly, Department of Justice v. Julian, 486 U.S. 1, 8 (1988), and
any “[d]oubts are customarily to be resolved in favor of openness.” Irons v. FBI, 811 F.2d 681,
685 (1st Cir. 1987). The PTO bears the burden of showing that an exemption applies. Natural
Res. Def. Council, Inc. v. Nuclear Regulatory Comm'n, 216 F.3d 1180, 1190 (D.C.Cir. 2000);
Coastal States Gas Corp. v. Department of Energy, 617 F.2d 854, 861 (D.C.Cir. 1980) (The
3
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agency invoking a FOIA exemption bears the burden of “establish[ing] [its] right to withhold
evidence from the public.”) However, “conclusory assertions of privilege will not suffice to
carry” the agency's burden. Id.; see Mead Data Central, Inc. v. Dep't of the Air Force, 566 F.2d
242, 258 (D.C.Cir. 1977) (government must show “by specific and detailed proof that disclosure
would defeat, rather than further, the purposes of the FOIA”).

In particular, assuming arguendo that the PTO is entitled to withhold the identity of SAWS
applications, a premise the PTO has not adequately established, the PTO bears the burden of
proving—not merely speculating—that release of application filing dates would in fact enable
identification of the underlying SAWS applications. Carter v. U.S. Dep't of Commerce, 830 F.2d
388, 391 (D.C.Cir. 1987) (“Withholding information to prevent speculative harm is indeed
contrary to the [FOIA] statute's policy favoring disclosure.”); Arieff v. U.S. Dep't of the Navy,
712 F.2d 1462, 1467-68 (D.C.Cir. 1983) (finding that FOIA exemption did not apply when there
was only a ‘“mere possibility”’ that protected information of a particular individual would be
disclosed by releasing a list of pharmaceuticals supplied to a treating doctor, (quoting Dep't of
the Air Force v. Rose, 425 U.S. 352, 380 n.19 (1976)).

In Norwood v. Federal Aviation

Administration, 993 F.2d 570, 574 (6th Cir. 1993), the court recognized that “excluding from
disclosure any and all fragments of information that might assist a diligent researcher in
identifying a person ... is not supportable.” The mere possibility that factual information might
be pieced together to supply the “missing link,” and lead to identification, does not exempt such
information from disclosure under the FOIA. Id. at 574–575.

Where, as here, an agency withholds under a purported FOIA exemption the disclosure of
attributes common to multiple identities including an unidentifiable protected identities, courts
have required agencies to furnish actual evidence suggesting that disclosure of the common
attributes would actually or potentially result in likely identification of the protected identities.
Ayuda, Inc. v. Federal Trade Commission 70 F.Supp.3d 247, 271 (D.D.C, 2014) (rejecting an
agency FOIA exemption claim “because the agency provide[d] no evidence suggesting that
disclosure of the five-digit zip code [of protected individuals] actually or potentially affects the
likelihood that the [individuals] will be identified.”)
1.2

The PTO failed to meet its burden under FOIA Exemption 5

The PTO failed to establish its assertion quoted above. It provided no evidence of any type that

4
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disclosure of SAWS applications’ filing dates would in fact enable identification of the
underlying SAWS applications. In fact, available evidence is clearly contrary to the PTO’s
assertion. After years of secrecy, when the public discovered the existence of the SAWS
program, the PTO posted information earlier this year on its web site that discloses the total
number SAWS applications pending in a typical month. It stated:
“In a typical month, the total volume of cases classified as [SAWS] is just over 500. In
contrast, there are approximately 1.2 million total applications pending, making
[SAWS] cases equal to about 0.04% of all cases.” 2
To put things in perspective, with 618,330 applications filed per year,3 the average number of
applications filed per day is about 1,700. But only 0.04% of these applications (0.68 applications
per day) are SAWS applications. Therefore, identifying the actual filing date of any SAWS
application can at most signify that one application out of about 1,700 that were filed that day,
was flagged under SAWS. With ten Technology Center categories (assuming roughly equal total
filing rates), the additional information that identify a filing date in a specific Technology Center
would on average merely signify that one application out of about 170 applications filed that day
in that Technology Center was flagged under SAWS. Contrary to the PTO’s assertion, this is far
from “sufficient information to identify the actual patent application itself.” Similarly, the
PTO’s assertion that providing a filing date of a SAWS application “would allow many patent
applications to be confirmed as not having been flagged for inclusion in SAWS” simply bely the
simple statistical fact that such confirmation can already be made with near certainty with or
without having this filing date information.
Furthermore, no SAWS application identification through “comparison” of filing dates is
actually possible because the identities and filing dates of all pending applications filed before
Nov. 29, 2000,4 are unknown to the public and a significant number of those filed after that date
are also not published because their respective applicants requested non-publication under
35 U.S.C. § 122(b)(2)(B). Some of these unpublished applications never issue and become
abandoned, never to become public. Ultimately, even if the SAWS applications filing date
information were to be used at some later time in the future, it would be impossible to rule out a
2

Pending SAWS applications, www.uspto.gov/sites/default/files/documents/SAWS%20Statistics%20%20Sensitive%20Application%20Warning%20System3.pdf
3
PTO, Performance & Accountability Report, FY 2014, Table 1, p. 143.
4
The effective date of Pub. L. 106–113 that amended the non-publication statute in 35 U.S.C. § 122 to
provide optional 18-month publication of pending applications.

5
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SAWS application filed on any given date as one of the unknown abandoned applications, which
could never be identified. This means that the disclosure of the SAWS applications’ filing date
does not remove the uncertainty of whether they were actually abandoned (unidentified).
In sum, the PTO simply cannot establish that disclosing the filing date of a pending SAWS
application provides “sufficient information to identify the actual patent application itself.” It
should therefore withdraw its denial and promptly release the requested information.

2

THE PTO FAILED TO PROVIDE RESPONSIVE AND
FROM THE PALM SYSTEM WITHIN ITS CONTROL.

RELEASABLE INFORMATION

In R3, Appellant provided detailed factual information on a known SAWS flag field used in the
PTO’s Patent Application Locating and Monitoring (“PALM”) System to record designation of
applications under the SAWS. R3 at 1-3. Records produced by the PTO suggest that the PALM
system was adapted to include the SAWS flags shortly after the inception of the SAWS program
in 1994, as a “PALM flagging system for applications designated as sensitive” was apparently
available. B-7,10,13. In any event, a PTO corps-wide SAWS memorandum in May 2002 shows
that “[f]lagging an identified SAWS application in PALM to ensure that the case does not issue
until the flag has been removed,” indicating this was already an established procedure. B-74.
Yet, the PTO contends that it identified only records with information concerning SAWS
applications pending as of March 2, 2015 and the end of fiscal year 2010, presumably averring
that it has no such records for the earlier fiscal years requested in R3, namely 2006, 2002, and
1998. The PTO does not explain why it only identified records from the later years and not from
earlier years as such earlier records should be under its control from the PALM records including
from its backup images.

This partial-records (presumed) contention of the PTO is consistent with its apparent refusal to
search its PALM records, resorting instead to a secondary dedicated database that contains
SAWS information covering only recent years. Indeed, the existence of such a partial database
that was likely built from exported PALM records duplicating only a portion of a whole series of
SAWS records was alluded to in Congressional testimony of the then Acting PTO Director
Michelle Lee. In response to a question as to the total number of applications flagged under
SAWS since the program’s inception, Ms. Lee did not answer that question but instead
responded: “Since 2009, when the USPTO began using a database to track [SAWS] applications,

6
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2262 applications have been flagged.”5 While the creation of a database at the PTO in 2009 to
“track” SAWS applications is not in question, evidence shows that the PTO began “using a
database to track [SAWS] applications” well before 2009. The use of the PALM database to
track such applications was described in detail above and in R3 at 1-3. Moreover, a SAWS
memo produced by the PTO shows that as of January 2000, the PTO was using a
SAWS-dedicated database to track such applications. The memo explains that “[t]he SAWS
reporting process is based upon Microsoft AccessTM database that has three elements (1) a data
entry screen (2) a compiled database of application information; and (3) an output report that
includes information relating to applications identified as SAWS.” B-26.
It simply strains credulity to believe that the agency stopped “tracking” the SAWS applications
while the program was in full force and somehow resumed the “tracking” only in 2009. While
the PTO may have had a variety of electronic record systems housing the data on SAWS
applications at different times, its obligation to disclose records requested under FOIA applies to
all such systems, as those agency transaction records are presumed to have been preserved as
Federal Records. The PTO must therefore conduct a full search on all databases and produce the
records sought in their entirety.
2.1

Standard of review

The PTO bears the burden of showing that its search was calculated to uncover all relevant
documents. Steinberg v. United States Dep't of Justice, 23 F.3d 548, 551 (D.C.Cir.1994). “An
agency fulfills its obligations under FOIA if it can demonstrate beyond material doubt that its
search was ‘reasonably calculated to uncover all relevant documents.’” Valencia–Lucena v.
Coast Guard, 180 F.3d 321, 325 (D.C.Cir.1999) (citations omitted); see also Steinberg, 23 F.3d
548 at 551. The D.C. Circuit Court of Appeals held that agencies are required “to make more
than perfunctory searches and, indeed, to follow through on obvious leads to discover requested
documents.” Valencia–Lucena, 180 F.3d at 325. The PTO “cannot limit its search to only one or
more places if there are additional sources that are likely to turn up the information requested.”
Id. (citations and internal quotes omitted). “As the relevance of some records may be more
speculative than others, the proper inquiry is whether the requesting party has established a
sufficient predicate to justify searching for a particular type of record.” Campbell v. US Dep't of
Justice, 164 F.3d 20, 28 (D.C.Cir.1998).
5

Responses to Questions for the Record for Michelle K. Lee, U.S. Senate Judiciary Committee, submitted
Jan. 9, 2015, p3. See Attachment G.
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Where, as here, the search and information production may involve extracting and compiling
records from PALM database images taken and backed-up at different time periods, no new
records will be created. See Schladetsch v. U.S. Dep't of HUD, 2000 WL 33372125, at *3
(D.D.C. 2000) (holding that the FOIA requires an agency to produce electronically-stored
information in disparate databases, even where the data has never been compiled in the manner
requested, because “extracting and compiling the data does not amount to the creation of a new
record”).
2.2

Because the PTO is presumed to have complied with the Federal Records Act, it is
presumptively in possession of the full historical SAWS records, which it must
include in its search.

Federal agencies’ records creation, management, and disposal duties are set out in a collection of
statutes known collectively as the Federal Records Act (“FRA”). See 44 U.S.C. §§ 2101 et seq.,
2901 et seq., 3101 et seq., 3301 et seq. Under the FRA each agency head must “make and
preserve records containing adequate and proper documentation of the organization, functions,
policies, decisions, procedures and essential transactions of the agency and designed to furnish
the information necessary to protect the legal and financial rights of the Government and of
persons directly affected by the agency's activities.” 44 U.S.C. § 3101. (Emphasis added).
Among the FRA’s goals, the first listed is to implement an “[a]ccurate and complete
documentation

of

the

policies

and

transactions

of

the

Federal

Government.”

44 U.S.C. § 2902(1). (Emphasis added).
Under the FRA, agencies may retain “extra copies” of portions of its electronic records but must
not extract and retain only such copies in lieu of retaining the full electronic record. The D.C.
Circuit explained that the FRA does not “grant agencies the discretion to automatically lop off a
predesignated part of a whole series of documents that qualify as records (nor would it allow the
wholesale destruction of the directories and similar materials if they were perceived to be
independent records).”

Armstrong v. Executive Office of the President, Office of Admin.,

1 F.3d 1274, 1286 (D.C. Cir. 1993). The court disapproved of the agency claim “that it satisfies
the [FRA] to preserve a second version of a record that is an approximation of the first version if
it includes all the material that, in their view, is ‘appropriate for preservation.’” Id. (Emphasis in
original). The court further explained that the FRA “explicitly provides an ‘out’ of the system
for a federal record only when a second version is identical to—i.e., an ‘extra copy’ of—the first.
8
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There is no provision accepting abbreviated or summary versions of the original as the only
record if the summary contains all material deemed ‘appropriate for preservation.’” Id.
Because the PALM system contains records directly pertaining to “decisions” and “essential
transactions of the agency,” its entire substantive content is deemed Federal Records under the
FRA.

To the extent that the purported PTO SAWS applications database only covers

transactions later than 2009, it is necessarily a partial duplication, a “lop off,” a “predesignated
part of a whole series of” PALM records. Because “[t]here is no [FRA] provision accepting
abbreviated or summary versions of the original” PALM records as the only records to be
preserved, the PTO must have retained the full and complete PALM records as federal records,
because such records have no lawful “out” of the system. Therefore, the PTO is presumptively
in possession of the full historical SAWS records, which it must search to produce responsive
information to Appellants FOIA requests.

The PTO does not only possess such information, there is evidence that it can successfully search
and assemble the requested information. Former Patent Commissioner John Doll who “received
a Department of Commerce Bronze Medal for implementing the PALM system,” Doll Decl. at
C-8, testified that if an application is flagged in PALM identifying a patent application as subject
to SAWS review, “the application cannot issue as a patent prior to the PALM SAWS flag being
cleared. Any attempts to allow a SAWS application while the SAWS flag is set will result in an
error code during allowance processing.” Id. Doll testified that “certain IT specialist(s) who
maintain the PALM system” have ready access to “the IT computer records showing the SAWS
flag as being set or being cleared for a SAWS application.” Doll Decl. at C-10. He further
testified that “[e]ven if the PALM SAWS flag is currently cleared for a specific patent
application, it is highly likely that the USPTO IT personnel responsible for maintaining the
PALM system could recover the information as to whether PALM SAWS flag had ever been set,
indicating a SAWS application, or cleared.” Id. Because “extracting and compiling the data does
not amount to the creation of a new record,” the PTO must search, compile and produce the
requested information not only from years later than 2009 but also from fiscal years 2006, 2002,
and 1998, as requested in request component R3.

9

Case 1:15-cv-02249-JEB Document 11-5 Filed 08/24/16 Page 40 of 90
FOIA Appeal, F-15-00190

3

PTO

VIOLATED ITS RULES AND FAILED TO COMPLY WITH THE
ENTIRELY IGNORING REQUEST COMPONENTS R4 AND R5

FOIA

BY

As described above, following Appellant’s original FOIA requests including in R4 and R5, the
PTO advised in a letter dated May 20, (0) that it estimated the search and review cost for all three
FOIA request components at $5307.55 and instructed that the total amount be paid in advance of
its search for responsive records. This necessarily constituted the PTO’s “Notice of anticipated
fees over $20” pursuant to its rule in 37 C.F.R. § 102.11(e). However, as of that date, May 20,
2015, the PTO has been in violation of this rule, which also requires that “[a] notice under this
paragraph shall offer the requester an opportunity to discuss the matter with USPTO personnel in
order to reformulate the request to meet the requester’s needs at a lower cost.” Id. The PTO
letter provided no such offer, no “USPTO personnel” contact information, and when reached by
telephone, the FOIA Officer refused to provide the requested dollar breakdown of the estimated
fees in order “to meet the requester’s needs at a lower cost.” The PTO must have had that
estimated fee breakdown to a penny in order to come up with its total estimate of $5,307.55.
Despite Appellants written requests of June 11 and June 19 for the dollar breakdown
(Attachment C and Attachment D respectively), the PTO provided none.
3.1

The PTO failed to comply with the FOIA time limits.

The FOIA statute in 5 U.S.C. § 552(a)(6)(A)(ii) provides that the agency has 20 business days to
respond to a FOIA requester’s submission except:
“(I) that the agency may make one request to the requester for information and toll the
20-day period while it is awaiting such information that it has reasonably requested
from the requester under this section; or
“(II) if necessary to clarify with the requester issues regarding fee assessment. In either
case, the agency's receipt of the requester's response to the agency's request for
information or clarification ends the tolling period.”
In its May 20, 2015 letter to Appellant (0), the PTO made “one request to the requester”
regarding fee assessment and tolled the 20-day period while it was awaiting a response.
Appellant’s response on June 11 (Attachment C), and certainly no later than its second response
on June 19 (Attachment D), ended the tolling period on all matters related to request components
R3, R4 and R5. The PTO’s response (only addressing R3) was sent on July 24 (Attachment F),
which is more than the 20-day period prescribed under 5 U.S.C. § 552(a)(6)(A)(ii). The PTO
never responded to the outstanding requests in R4 and R5 and therefore failed to meet the 20-day
period requirement on all matters in the underlying request.

10
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It should be noted that Appellant’s bone fide responses on June 11 and June 19 on “requester
issues regarding fee assessment” ended the tolling period (§ 552(a)(6)(A)(ii)(II)), and the PTO
had a duty to respond within the 20 business day-period and provide fee assessment information
in order to advance the prompt processing of all request components, including R4 and R5.
Appellant did not cancel its request components R4 and R5, as it was awaiting the PTO’s dollar
estimate of the fees for each item in all request components (see Attachment C and Attachment
D). The PTO’s procedural maneuver, apparently to evade its responsibility to process the R4
and R5 request components, by simply ignoring a request for fee dollar breakdown estimates
cannot be allowed to stand. Doing so would permit an agency to evade its duty under the FOIA
by simply stonewalling and refusing to provide estimated fee breakdowns, thwarting requesters’
right in reformulating requests “to meet the requester’s needs at a lower cost.”
37 C.F.R. § 102.11(e). See, e.g., Ruotolo v. DOJ, 53 F.3d 4, 10 (2d Cir. 1995) (stating that
agency failed to perform its “duty” to assist requester in reformulating request);
3.2

The PTO forfeited its authority to assess fees.

An agency that fails to comply with any time limit of the FOIA, forfeits its authority to assess
fees. 5 U.S.C. §552(a)(4)(A)(viii) (“An agency shall not assess search fees (or in the case of a
requester described under clause (ii)(II), duplication fees) under this subparagraph if the agency
fails to comply with any time limit under paragraph (6)”). Because the PTO failed to comply
with the 20-day FOIA time limit, it cannot assess fees. As explained above, it failed to do so
with respect to request component R3 by being several days late and with respect to request
components R4 and R5 by providing no response at all as of the date of this appeal. Where, as
here with respect to R4 and R5, the agency had not responded to a requester’s reply on a fee
issue within the FOIA time limit, the court found that the agency “cannot assess fees here.”
Bensman v. Nat'l Park Serv., 806 F. Supp. 2d 31, 42 (D.D.C. 2011).
Upon the date following the 20-day FOIA period which the PTO missed, it was obligated to
assess no fees, and could not toll any time on request components R4 and R5—the PTO had a
duty to promptly continue processing all requests. The PTO is therefore in violation of the FOIA
by entirely ignoring request components R4 and R5 and it must process these without delay.

4

CONCLUSION

The PTO improperly denied Appellant’s FOIA requests as described above. Searches must be
completed and releasable information “shall be made available promptly.” 37 C.F.R. § 102.10(c).
Appellant hopes that the PTO recognizes its obligations under the FOIA and will produce the
11
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requested information. If there are any questions concerning this appeal or the underlying FOIA
requests, please do not hesitate to call the undersigned. In the event this appeal is denied, the
PTO is required to provide a written response describing the reasons for the denial, names and
titles of each person responsible for the denial, and the procedures required to invoke judicial
review in this matter. 5 U.S.C. § 552(a)(6), 37 C.F.R. § 102.10(e). If this appeal is denied or the
PTO's response is not forthcoming within 20 working days, Appellant reserves the rights under
FOIA to seek judicial review, including the award of attorney's fees.

Respectfully submitted,

R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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Attachment A. THE ORIGINAL FOIA
AND R5, APRIL 30, 2015.

REQUEST WITH COMPONENTS

R3, R4
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R3
Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

April 30, 2015

Re: Freedom of Information Act Request – Statistics for the SAWS Program

The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) of the U.S. Patent and
Trademark Office (“PTO”). This request is a follow-up to a prior request seeking statistical
information, which the PTO designated as F-15-00106, (the “‘106 Request”) and to which it
responded in a letter dated March 26, 2015 claiming to have identified not even a single record.
Requester finds this response troubling given the breadth and versatility of the PALM system;
the PTO “must be careful not to read [a] request so strictly that the requester is denied
information the agency well knows exists in its files, albeit in a different form from that
anticipated by the requester.” Hemenway v. Hughes, 601 F. Supp. 1002, 1005 (D.D.C. 1985).
Although the PTO should have “liberally construed” the ‘106 Request in order to bring into its
scope all reasonably responsive records, LaCedra v. EOUSA, 317 F.3d 345, 347-48 (D.C. Cir.
2003), requester hereby provides the PTO with one more opportunity to produce responsive
information, by narrowing and cutting down the request and by providing specific leads and
search methods that should identify the responsive records.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number.
1

BACKGROUND
As with all patent applications, applications flagged under SAWS are tracked by the

Patent Application Locating and Monitoring (“PALM”) System, the automated data management
system used by the PTO for the retrieval and/or online updating of the computer record of each
patent application. Transactions are entered via bar code readers, by keyed entries, or by making
an appropriate choice in a drop down menu.

Among other items, application filing date,

application type, classification, examiner docket, attorney, inventor, status, and prosecution
1
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history data can be retrieved and updated online with PALM. The PALM System also maintains
examiner activity, and docket records, and technical support staff backlog records. Information
retrieval from PALM is by means of the PALM intranet, by the PALM Reporting System (PRS),
or PALM Examination and Post-Examination (PALM EXPO) programs. See MPEP §§ 1704,
2235.
At the inception of the SAWS as an Office-wide program, a requirement for a “PALM
flagging system for applications designated as sensitive” was recognized. B-7,10,13. “Such
applications could not be counted for issue unless approved by the Director.” B-13. Technology
Centers are responsible for “flagging an identified SAWS application in PALM to ensure that the
case does not issue until the flag has been removed.” B-74. Even notices of “allowances on
SAWS applications are not mailed … the flag only prevents allowances from being mailed—all
other actions are mailed.” B-81. See also B-92,115,116,119, C-20.

In a more detailed

explanation, the TC 3600 SAWS memo explained:
SAWS Database Management and Application Tracking
The status of all designated applications must be updated in the database at the time of allowance
or abandonment. The PALM Expo flag, once applied to the application, will prevent mailing at the
time of disposal. The application serial number must be sent to the SAWS data base manager to
remove the flag (can be sent by the SPE or the docket clerk after counting and before mailing).
This procedure will not hold up Examiner's counts (the work credit will be given when the work
was performed). B-116.

Former Patent Commissioner John Doll who “received a Department of Commerce
Bronze Medal for implementing the PALM system,” Doll Decl. at C-8, testified that if an
application is flagged in PALM identifying a patent application as subject to SAWS review, “the
application cannot issue as a patent prior to the PALM SAWS flag being cleared. Any attempts
to allow a SAWS application while the SAWS flag is set will result in an error code during
allowance processing.” Id. Doll testified that “certain IT specialist(s) who maintain the PALM
system” have ready access to “the IT computer records showing the SAWS flag as being set or
being cleared for a SAWS application.” Doll Decl. at C-10. He further testified that “[e]ven if
the PALM SAWS flag is currently cleared for a specific patent application, it is highly likely that
the USPTO IT personnel responsible for maintaining the PALM system could recover the
information as to whether PALM SAWS flag had ever been set, indicating a SAWS application,
or cleared.” Id.
Indeed, it appears that the PTO can locate the electronic records for all applications
flagged or grouped in the PALM EXPO as SAWS by their filing date and applicant entity size in
2
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response to a recent FOIA request.1 Such records were also the basis for the PTO’s recentlypublished statistics of SAWS applications posted on the PTO website.2
2

REQUESTS
Reporting separately for each Technology Center, wherein the information for TC 3600 is

separated by the business-method art units (AU 3621-29, 3681-89 and 3691-96) and other
remaining art units, please provide the following information on patent applications designated,
flagged, or grouped under the SAWS (“SAWS Applications”):
a.

List of actual filing dates for each SAWS Application pending as of the latest date
available before the retirement of the SAWS program on March 2, 2015.
b. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 2010.
c. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 2006.
d. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 2002.
e. List of actual filing dates for each SAWS Application pending as of the end of fiscal
year 1998.
The requests above are rather simple; because the PTO holds the electronic records for
SAWS Applications, with fields identifying the applications by many attributes including serial
number, art unit (Technology Center), and actual filing date, the PTO is merely asked to extract
from such records of SAWS Applications two values – the Technology Center identity and the
actual filing date; this request seeks no application serial number information. The result for
each Technology Center would therefore be a list of dates, each corresponding to the actual filing
date of a related SAWS Application, but no new records will be created. See Schladetsch v. U.S.
Dep't of HUD, 2000 WL 33372125, at *3 (D.D.C. 2000) (holding that the FOIA requires an
agency to produce electronically-stored information in disparate databases, even where the data
has never been compiled in the manner requested, because “extracting and compiling the data
does not amount to the creation of a new record”).

1

Kate Gaudry, “The Demise Of SAWS And The Power Of Public Attention,” Law360, (March 23, 2015).

2

See PTO statistics for SAWS at www.uspto.gov/sites/default/files/documents/SAWS%20Statistics%20%20Sensitive%20Application%20Warning%20System3.pdf .
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Requester is aware of the fact that the PTO had just retired the SAWS program, and may no
longer track SAWS flags. However, the SAWS records sought in this request cannot be purged.
Under the Federal Records Act, the removal or destruction of agency records is unlawful,
44 U.S.C. § 3106; and criminal penalties are provided for the willful and unlawful destruction or
removal of Federal records including fines and imprisonment up to 3 years. 18 U.S.C. § 2071.
It is hoped that the PTO will disclose the sought records. If no records exists for any
enumerated request or subpart, please affirmatively so state. If some responsive records are
readily available and others may be delayed, kindly produce available documents promptly.

Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

4
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R4
Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

April 30, 2015

Re: Freedom of Information Act Request – the PALM system applied to SAWS

The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) and its tracking by the
Patent Application Locating and Monitoring (“PALM”) System of the U.S. Patent and
Trademark Office (“PTO”). This request is a follow-up to a prior request seeking information on
database used to track SAWS Applications, as defined below, which the PTO designated as
F-15-00106, (the “‘106 Request”) and to which it responded in a letter dated March 26, 2015
claiming to have identified not even a single record. Requester hereby provides the PTO with
one more opportunity to produce responsive information, by narrowing the scope of the request
to the PALM system and by providing specific leads and search methods that should identify
responsive records.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number. The terms “and” and
“or” as used herein shall be construed both conjunctively and disjunctively in order to bring
within the scope of these requests any record that would otherwise not be brought within its
scope.
1

BACKGROUND
As with all patent applications, applications designated, flagged, or grouped under the

SAWS (“SAWS Application”) are tracked by the PALM System, the automated data
management system used by the PTO for the retrieval and/or online updating of the computer
record of each patent application. Transactions are entered via bar code readers, by keyed
entries, or by making an appropriate choice in a drop down menu.

Among other items,

application filing date, application type, classification, examiner docket, attorney, inventor,
status, and prosecution history data can be retrieved and updated online with PALM. The PALM
1
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System also maintains examiner activity, and docket records, and technical support staff backlog
records. Information retrieval from PALM is by means of the PALM intranet, by the PALM
Reporting System (PRS), or PALM Examination and Post-Examination (PALM EXPO)
programs. See MPEP §§ 1704, 2235.
Patent application status fields in PALM are encoded with exhaustive granularity using
several hundred distinct codes.

Requester is aware of only a few examples: applications

receiving allowance are assigned status code 89; those in court proceedings receive code 195;
and those abandoned are designated under status codes 160-164, 166-169, 420, 422, depending
perhaps on the nature of abandonment.
At the inception of the SAWS as an Office-wide program, a requirement for a “PALM
flagging system for applications designated as sensitive” was recognized. B-7,10,13. “Such
applications could not be counted for issue unless approved by the Director.” B-13. Technology
Centers are responsible for “flagging an identified SAWS application in PALM to ensure that the
case does not issue until the flag has been removed.” B-74. Even notices of “allowances on
SAWS applications are not mailed … the flag only prevents allowances from being mailed—all
other actions are mailed.” B-81. See also B-92,115,116,119, C-20.

In a more detailed

explanation, the TC 3600 SAWS memo explained:
SAWS Database Management and Application Tracking
The status of all designated applications must be updated in the database at the time of allowance
or abandonment. The PALM Expo flag, once applied to the application, will prevent mailing at the
time of disposal. The application serial number must be sent to the SAWS data base manager to
remove the flag (can be sent by the SPE or the docket clerk after counting and before mailing).
This procedure will not hold up Examiner's counts (the work credit will be given when the work
was performed). B-116.

Former Patent Commissioner John Doll who “received a Department of Commerce
Bronze Medal for implementing the PALM system,” Doll Decl. at C-8, testified that if an
application is flagged in PALM identifying a patent application as subject to SAWS review, “the
application cannot issue as a patent prior to the PALM SAWS flag being cleared. Any attempts
to allow a SAWS application while the SAWS flag is set will result in an error code during
allowance processing.” Id. Doll testified that “certain IT specialist(s) who maintain the PALM
system” have ready access to “the IT computer records showing the SAWS flag as being set or
being cleared for a SAWS application.” Doll Decl. at C-10. He further testified that “[e]ven if
the PALM SAWS flag is currently cleared for a specific patent application, it is highly likely that
the USPTO IT personnel responsible for maintaining the PALM system could recover the
2
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information as to whether PALM SAWS flag had ever been set, indicating a SAWS application,
or cleared.” Id.
Indeed, it appears that the PTO can locate the electronic records for all SAWS
Applications in PALM EXPO by their filing date and applicant entity size in response to a recent
FOIA request.1 Such records were also the basis for the PTO’s recently-published statistics of
SAWS applications posted on the PTO website.2
2

REQUESTS
1. SAWS Applications are “flagged by the SAWS POC,” B-104, by the “SAWS data base

manager,” B-116, or removed and “unflagged” by them.
a. Please provide all manuals, instructions, training material, screen-shots, or records
relating to, or describing the “flagging” and “unflagging” of SAWS Applications
in the “SAWS database,” the PALM, or the PALM EXPO systems.
b. Please provide all manuals, instructions, training material, screen-shots, or records
relating to, or describing the exportation of data or generation of reports
pertaining to SAWS Applications from the “SAWS database,” the PALM, or the
PALM EXPO systems.
In searching for responsive records for the requests above, the PTO should at least search the
records and emails of “IT specialist(s) who maintain the PALM system,” the “SAWS
database manager,” and the TC SAWS POCs including John LeGuyader, Kathleen Bragdon
(TC1600), Peter Paras (TC1600), Patrick Ryan (TC1700), Jill Warden (TC1700), Vincent
Trans (TC2100), Rehana Perveen (TC2100), Emmanuel Moise (TC2400), Tod Swann
(TC2400), Daniel Swerdlow (TC2600), Hien Phan (TC2800), Diane Lee (TC2800), Terry
Melius (TC3600), Robert Weinhardt (TC3600), Thomas Hughes (TC3700), Janet Baxter
(TC3700), Greg Vidovich (TC3700), Henry Yuen (TC3700), Caron Veynar (TC2900), and
Gregory Morse (CRU).

1

Kate Gaudry, “The Demise Of SAWS And The Power Of Public Attention,” Law360, (March 23, 2015).

2

See PTO statistics for SAWS at www.uspto.gov/sites/default/files/documents/SAWS%20Statistics%20%20Sensitive%20Application%20Warning%20System3.pdf .
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2. Please provide all records, reports, or emails providing summary reports produced any
time from 1994 to 2015 on SAWS Applications by Technology Centers, including numerical
summaries on pendency or status, or separately reporting on issued, pending, or abandoned
SAWS Applications.

Responsive records also include reports on the number of SAWS

Applications by TC, referred to “10th floor/OPLA review.” In searching for responsive records
for this request, the PTO should at least search the records and emails of the persons identified in
relation to Request 1 above, prior SAWS POCs, and of those having overall responsibility for the
SAWS program, including present and past Deputy Commissioners for Patent Operations.

3. As a nominee and Acting Director of the PTO, Michelle K. Lee, testified that “Since
2009, when the USPTO began using a database to track these applications, 2262 applications
have been flagged” as SAWS.3 Reporting separately for each Technology Center, wherein the
information for TC 3600 is separated by the business-method art units (AU 3621-29, 3681-89
and 3691-96) and other remaining art units, please provide the following cumulative information
on all SAWS Applications that were so tracked until the retirement of the SAWS program:
a. for applicants claiming micro entity status, the numbers for issued, abandoned,
and pending SAWS Applications;
b. for applicants claiming small entity status, the numbers for issued, abandoned,
and pending SAWS Applications; and
c. for applicants claiming large entity status, the numbers for issued, abandoned, and
pending SAWS Applications.

Requester is aware of the fact that the PTO had just retired the SAWS program, and may no
longer track SAWS flags. However, the SAWS records sought in this request cannot be purged.
Under the Federal Records Act, the removal or destruction of agency records is unlawful,
44 U.S.C. § 3106; and criminal penalties are provided for the willful and unlawful destruction or
removal of Federal records including fines and imprisonment up to 3 years. 18 U.S.C. § 2071.

3

Responses to Questions for the Record for Michelle K. Lee, U.S. Senate, submitted Jan. 9, 2015,
response to Senator Durbin p3.

4
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It is hoped that the PTO will disclose the sought records. If no records exists for any
enumerated request or subpart, please affirmatively so state. If some responsive records are
readily available and others may be delayed, kindly produce available documents promptly.

Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

5
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Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

R5

April 30, 2015

Re: Freedom of Information Act Request – the Patent Appeal Board’s use of SAWS
information and instructions for retiring the program
The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) and its use by the
Board of Patent Appeals and Interferences, now called the Patent Trial and Appeal Board
(hereinafter the “Board”), and information regarding the retirement of the SAWS program.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number. The terms “and” and
“or” as used herein shall be construed both conjunctively and disjunctively in order to bring
within the scope of these requests any record that would otherwise not be brought within its
scope.
1

REQUESTS
1. SAWS instructions states that when applications designated, flagged or grouped under

SAWS (“SAWS Applications) are under appeal, “the SPE, will send an e-mail to Kimberly
Jordan at the Board of Appeals identifying the application by serial number and that it is a
SAWS-identified application. This is for all appealed applications, not for interferences.”
TC1700, at B-79. SAWS instructions for TC3600 provide more details on communicating
SAWS flag information to the Board as follows:
Handling of Applications to be Forwarded to the Board of Patent Appeals and Interferences (BPAI)
The TC-3600 Appeal Conference Specialists will cross-check the application for each appeal with the current
list of SAWS applications in the TC. If/when a match is found and the application is in condition to be
forwarded to the BPAI, the Appeal Conference Specialist will forward an e-mail message to the Point-ofContact (POC) for the BPAI (currently the POC is Ms. Kimberly Jordan). The e-mail will include: 1) the
application serial number and 2) A statement verifying that the identified application is a SAWS application.
B-115.

SAWS instructions for TC2800 provide that the communication to the Board includes not only
an indication that an application under appeal is flagged under SAWS, but the “SAWS
memorandum” is forwarded to the Board along with the appealed SAWS Application:
1
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Applications/Reexams which have been identified and verified as containing SAWS material are reported the
TC Directors, and as needed, a SAWS memorandum is forwarded to the Deputy Commissioner for Patent
Operations and the Deputy Commissioner for Patent Examination Policy prior to allowance or forwarded to
the Board of Patent Appeals and Interferences (BPAI) when an appeal is forwarded to the jurisdiction of the
BPAI. C-20.

a. Please provide all communication records concerning Kimberly Jordan becoming
the Board’s SAWS Point of Contact, including job/task description and
instructions for her handling and forwarding the SAWS notifications and SAWS
memoranda. Responsive records for this request include Kimberly Jordan’s own
notes or write ups on the subject.
b. Please provide all communications, letters, memoranda, or emails concerning the
SAWS program sent to the Board’s personnel including to Administrative Patent
Judges (“APJ”) since 1994 which contain any alerts to the SAWS program or
explanations or instructions for how APJs should use or consider SAWS flag
information or the SAWS memoranda.
2. On March 2, 2015, the PTO announced that it is retiring the SAWS program.1 Please
provide all post-decisional communications, letters, memoranda, or emails concerning the
retirement of the SAWS program or instructions to TC Directors, TC SAWS POCs, or examiners
of tasks and procedures for terminating or winding down the SAWS program, including
instructions for clearing SAWS flags, or retaining or purging SAWS-related records.
If this request is denied in whole or in part, we ask that, consistent with the burden on “the
agency to sustain its action,” 5 U.S.C. § 552(a)(4)(B), the PTO provide an index of located
responsive but withheld information by (1) identifying each information segment withheld; (2)
stating the statutory exemption claimed; and (3) explaining how disclosure of each withheld
information segment would damage the interests protected by the claimed exemption.. If no
records exists for any enumerated request or subpart, please affirmatively so state. If some
responsive records are readily available and others may be delayed, kindly produce available
documents promptly.

1

See www.uspto.gov/patent/initiatives/patent-application-initiatives/sensitive-application-warning-system .

2
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Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

3
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Attachment B. PTO’S RESPONSE
REQUEST

OF

MAY 20, 2015

TO THE ORIGINAL

FOIA
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UNITED STATES PATENT AND TRADEMARK OFFICE
OFFICE OF THE GENERAL COUNSEL

May 20,2015

VIA U.S. MAIL
Mr. R. Danny Huntington
Rothwell, Figg, Ernest & Manbeck, P.c.
607 14th Street N.W., Suite 800
Washington, DC 20005
Re: Freedom of Information Act (FOIA) Request No. F-15-00190
Dear Mr. Huntington:
The United States Patent and Trademark Office (USPTO) FOIA Office received your email dated April 30, 2015 requesting, under the Freedom of Information Act (5 U.S.c. §
552) a copy of:
List of actual filing dates for each SAWS application pending as of the end of the
fiscal year of 1998, 2002, 2006, 2010 and last available date before program
retired on March 2, 2015. All communications concerning Kimberly Jordan
becoming the Board's SAWS Point of Contact. All communications concerning
the SAWS program sent to the Board's personnel including to Administrative
Patent Judges since 1994. All post decisional communications concerning the
retirement of the SAWS program. All manuals, instructions, training material,
screen-shots, or records relating to, or describing the flagging and unflagging of
SAWS Applications in the SAWS database, the PALM, or the PALM EXPO
systems. All manuals, instructions, training material, screen-shots, or records
relating to, or describing the exportation of data or generation of reports pertaining
to SAWS Applications from the SAWS database, the PALM, or the PALM EXPO
systems.
Preliminary estimates indicate that the approximate processing cost for this FOIA request
is $5307.55. This estimate includes estimated search and review times. Associated copy
charges cannot be estimated until a final determination regarding releasability is made.
This estimate does not necessarily represent the final cost. Estimates are inherently
imprecise, and the final cost could be higher or lower than the amount provided here.
However, the estimate provided herein is reasonably calculated to represent search costs
required to adequately respond to your request.
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As a commercial use FOIA requester, you are responsible for the costs involved in search,
review and duplication. See 37 C.F.R. § 102.11(c)(1)(i).
Please note that a search fee is chargeable even when no responsive records are found, or
when the records requested are determined to be totally exempt from disclosure. See 37
C.F.R. § 102. 11 (c)(3)(i)).
Requestors must pay the entire anticipated fee before the Agency begins processing a
request when the fee estimate exceeds $250.00. See 37 C.F.R. § 102. 11(i)(2).
Please remit, within 30 calendar days of the date of this letter, a check made payable to
the "Department of Treasury" in the amount of $5307.55. The payment must be sent
to:
United States Patent and Trademark Office
Freedom of Information Act Officer
Office of the General Counsel
P.O. Box 1450
Alexandria, VA 22313-1450
If payment in the full amount of the initial estimate is not received by June 19,2015 this
request will be considered withdrawn and closed.

Sincerely,

Karon E. Seldon
USPTO FOIA Specialist
Office of General Law
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Attachment C. FIRST REQUEST FOR FEE BREAKDOWN, JUNE 11, 2015
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Via Email: efoia@uspto.gov, foiarequests@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

June 11, 2015

Re: Freedom of Information Act Requests; request for breakdown of fees – F-15-190.
This letter concerns three requests dated April 30, 2015 for information under the
Freedom of Information Act (“FOIA”), 5 U.S.C. § 552. The requests were sent separately and
designated as FOIA Request 3, FOIA Request 4, and FOIA Request 5 (hereinafter “R3”, “R4”,
and “R5” respectively). The PTO consolidated these requests, designating all of them under the
FOIA tracking number F-15-190.
In a letter dated May 20, the PTO advised that it estimated the approximate search and
review cost for all three of these FOIA requests at $5307.55, which necessarily constitutes the
PTO’s “Notice of anticipated fees over $20” pursuant to its rule in 37 C.F.R. § 102.11(e).
Unfortunately, despite the large fee estimate, the PTO failed to comply with this rule, which also
requires that “[a] notice under this paragraph shall offer the requester an opportunity to discuss
the matter with USPTO personnel in order to reformulate the request to meet the requester’s
needs at a lower cost.” Id. The PTO letter provided no such offer, no “USPTO personnel”
contact information, and no information on the breakdown of the estimated fees.
After a two-day search and contact effort, Requester reached today the FOIA Officer
handling this matter. Requester had attempted to get the dollar breakdown for each of the six
requested items, but received no such dollar cost breakdown – only a verbal report of hour and
grade information for five categories without allocation of the review component. The Officer
refused to provide the actual dollar cost estimates for each item. The FOIA requires that
agencies cooperate with requesters to reformulate their requests by sharing cost information for
each item sought. Therefore, Requester kindly asks the PTO to comply with the spirit of Rule
102.11(e) and promptly provide to Requester a written detailed breakdown of the estimated fees
of $5307.55. The estimated cost requested are for each of the six requested items, i.e., R3, R4
request items 1-3, and R5 request items 1-2. These individual estimates are necessary so that the
Requester may reformulate the requests to meet the Requester’s needs at a lower cost. They are
also necessary so that if Requester decides to go forward with only a subset of the requested
items, a check for the corresponding amount can be sent without delay to cover the estimated
costs.
Thank you for your prompt reply on this matter,
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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Attachment D. SECOND

REQUEST FOR FEE BREAKDOWN AND REQUEST FOR
IMMEDIATE PROCESSING OF REQUEST COMPONENT R3, JUNE 19, 2015
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Via Email: efoia@uspto.gov, foiarequests@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

June 19, 2015

Re: Freedom of Information Act Requests; Preliminary selection of item – F-15-190.
This letter concerns three requests dated April 30, 2015 for information under the
Freedom of Information Act (“FOIA”), 5 U.S.C. § 552. The requests were sent separately and
designated as FOIA Request 3, FOIA Request 4, and FOIA Request 5 (hereinafter “R3”, “R4”,
and “R5” respectively). The PTO consolidated these requests, designating all of them under the
FOIA tracking number F-15-190.
In a letter dated May 20, the PTO advised that it estimated the approximate search and
review cost for all three of these FOIA requests at $5307.55, which necessarily constitutes the
PTO’s “Notice of anticipated fees over $20” pursuant to its rule in 37 C.F.R. § 102.11(e).
Unfortunately, despite the large fee estimate, the PTO failed to comply with this rule, which also
requires that “[a] notice under this paragraph shall offer the requester an opportunity to discuss
the matter with USPTO personnel in order to reformulate the request to meet the requester’s
needs at a lower cost.” Id. The PTO letter provided no such offer, no “USPTO personnel”
contact information, and no information on the breakdown of the estimated fees.
Requester subsequently reached the FOIA Officer handling this matter who provided
only a verbal report of hour and grade information for certain categories without allocation of the
review component. Requester had received no response to a subsequent written inquiry as to
dollar costs and is therefore making the following selection based on Requesters best estimates
of the costs for the following item based on the hours the FOIA Officer provided on the phone:
Listing of filing dates (as requested in R 3) – 1 Hour GS 15 Step 8.
Requester therefore estimates the search cost for such item to be less than $250. Requester
hereby provides an assurance of full payment for this search item and further requests under
37 C.F.R. § 102.11(i)(2) that the request for this item be processed immediately without further
delay. Requester reserves the right to have other items processed under this request as soon as
the FOIA Officer provides the cost information sought by Requester.
Respectfully submitted,
/Danny Huntington/
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com
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From: FOIA Requests <FOIARequests@USPTO.GOV>
Date: June 22, 2015 at 6:38:00 PM EDT
To: Danny Huntington <dhuntington@rothwellfigg.com>
Subject: RE: Freedom of Information Act Requests; payment assurance and selection – F-15-00190
Hi Mr. Huntington,
I’m writing to confirm that we received your letter.

Ricou Heaton
U.S. Patent & Trademark Office
Office of the General Counsel
Office of General Law
Tel: 571-270-7420
ricou.heaton@uspto.gov
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Attachment F. PTO DENIAL OF REQUEST COMPONENT R3, JULY 24, 2015
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\

OFFICE OF THE GENERAL COUNSEL

July 24, 2015
VIA E-MAIL
Mr. R. Danny Huntington
Rothwell, Figg, Ernest & Manbeck, P.C.
607 14th Street N.W., Suite 800
Washington, DC 20005
RE:

Freedom of Information Act Request No. F-15-00190

Dear Mr. Huntington:
The United States Patent and Trademark Office (USPTO) FOIA Office is in receipt of your
amended FOIA Request dated June 19, 2015, in which you requested, under the provisions of the
Freedom of Information Act, 5 U.S.C. § 552, copies of:
A Listing of filing dates [and Technology Center for SAWS applications pending
as of March 2, 2015 and the end of fiscal years 2010, 2006, 2002, and 1998]
The USPTO identified records with information concerning the filing dates and Technology
Center for SAWS applications pending as of March 2, 2015 and the end of fiscal year 2010.
These records are being withheld in their entirety, pursuant to FOIA Exemption 5. See 5 U.S.C.
§ 552(b)(5).
Exemption 5 of the FOIA excludes from disclosure “inter-agency or intra-agency memorandums
or letters which would not be available by law to a party other than an agency in litigation with
the agency.” 5 U.S.C. § 552(b)(5). This exemption applies to information that is “normally
privileged in the civil discovery context” and “Congress had the Government’s executive
privilege specifically in mind in adopting Exemption 5.” See NLRB v. Sears, Roebuck & Co.,
421 U.S. 132, 149 (1975). The executive privilege includes several types of privileges; including
a quasi-judicial privilege and the deliberative process privilege. See Sikorsky Aircraft Co. v.
U.S., 106 Fed.Cl. 571, 575-576 (Fed.Cl. 2012).
The quasi-judicial privilege protects from disclosure the mental processes of officials who are
exercising a quasi-judicial function. See Western Electric Co. v. Piezo Technology, 860 F.2d
428, 431 (Fed. Cir. 1988); see also Grasty v. U.S. Patent & Trademark Office, 2005 WL
1155753, *5 (E.D. Pa. 2005) (a government official exercising quasi-judicial functions is entitled
to quasi-judicial immunity). A failure to protect these mental processes from disclosure would be
destructive of the responsibility of officials engaging in quasi-judicial proceedings. See Morgan

P.O. Box 1450, Alexandria, Virginia 22313-1450
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v. United States, 313 U.S. 409, 422 (1941). As a result, the decision-making process by officials
acting in a quasi-judicial capacity would be disrupted and an agency’s adjudicative functions
would be impaired. See Western Electric at 432-433. This privilege, therefore, serves to protect
the integrity of an agency’s adjudicative process. See Morgan at 422.
Patent examiners have long been recognized as being quasi-judicial officials who perform a
quasi-judicial function when examining patent applications. See Butterworth v. United States,
112 U.S. 50, 67 (1884); U.S. v. American Bell Telephone, 128 U.S. 315, 363; and Chamberlin v.
Isen, 779 F.2d 522, 524 (9th Cir. 1985). As a result, the mental processes of patent examiners
during the course of examining a patent application are protected by this privilege. See Western
Electric at 431 and Rein v. U.S. Patent & Trademark Office, 553 F.3d 353, 373 (4th Cir.
2009). This privilege would preclude, for example, disclosing information relevant to an
examiner’s thought process in arriving at a decision, such as whether a particular patent
application should be flagged for inclusion in the SAWS program. See Western Electric at 432.
Identifying filing dates and the Technology Center associated with patent applications that have
been placed in SAWS would provide information about the mental processes of patent examiners
who are performing an adjudicatory function as they review patent applications. In particular,
providing the filing dates and Technology Center for these SAWS-flagged patent applications
would likely provide, in some cases, sufficient information to identify the actual patent
application itself. In addition, this information would allow many patent applications to be
confirmed as not having been flagged for inclusion in SAWS. This type of information, which
would reveal an examiner’s thought processes in arriving at a decision whether or not a
particular patent application should be flagged for inclusion in the SAWS program, is protected
from disclosure by the quasi-judicial privilege under Exemption 5.
Exemption 5 of the FOIA also protects an agency’s deliberative process privilege. See Mapother
v. Dep’t of Justice, 3 F.3d 1533, 1537 (D.C. Cir. 1993). This privilege applies to documents,
which reflect “advisory opinions, recommendations and deliberations comprising part of a
process by which governmental decisions and policies are formulated.” NLRB v. Sears, Roebuck
& Co., 421 U.S. 132, 150 (1975), quoting Carl Zeiss Stiftung & Co. v. V.E.B. Carl Zeiss, Jena,
40 F.R.D. 318, 324 (D.D.C. 1966). Pre-decisional, deliberative documents or comments “are at
the heart of Exemption 5, and sanctioning release of such material would almost certainly have a
chilling effect on candid expression of views by subordinates [within an agency].” Schell v.
Dep’t of Health and Human Servs, 843 F.2d 933, 942 (6th Cir. 1988). SAWS is an information
gathering system applied to pending patent applications identified as being sensitive in nature.
The process by which USPTO employees determine whether a patent application contains
information that would trigger a SAWS review constitutes part of the deliberative process
involved in evaluating patent applications and this type of information is protected from
disclosure by the deliberative process privilege under Exemption 5.
You have the right to appeal this initial decision to the General Counsel, United States Patent and
Trademark Office, P.O Box 1450, Alexandria, VA 22313-1450. An appeal must be received
within 30 calendar days from the date of this letter. See 37 C.F.R. § 102.10(a). The appeal must
be in writing.
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You must include a copy of your original request, this letter, and a statement of the reasons why
the information should be made available and why this initial denial is in error. Both the letter
and the envelope must be clearly marked "Freedom of Information Appeal."
Sincerely,

Ricou Heaton
USPTO FOIA Officer
Office of General Law

P.O. Box 1450, Alexandria, Virginia 22313-1450
WWW.USPTO.GOV
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Attachment G. RESPONSES TO QUESTIONS FOR THE RECORD BY MICHELLE
K. LEE, U.S. SENATE JUDICIARY COMMITTEE, SUBMITTED JAN. 9, 2015
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Responses to Questions for the Record for
Michelle K. Lee
Nominee for Under Secretary of Commerce for Intellectual Property
and Director of the U.S. Patent and Trademark Office
Submitted on January 9, 2015
Senator Dick Durbin (D-IL)
1. There is significant interest and a fair degree of anxiety among the patent stakeholder
community over the USPTO’s evolving analysis of patent subject matter eligibility under 35
U.S.C. § 101. On December 15, the USPTO issued interim guidance explaining the USPTO’s
interpretation of subject matter eligibility requirements in light of the Alice Corp., Myriad and
Mayo Supreme Court cases. This interim guidance is now open for a 90-day comment period,
and stakeholders presumably will provide comments regarding the specific details of the
guidance. I would like to ask several questions about the broader principles to which USPTO
adheres when issuing such guidance.
a. In comments submitted on July 31 regarding the USPTO’s June 25 Preliminary
Examination Instructions, the American Intellectual Property Law Association stated that
“[a]although AIPLA agrees with much of what is said in its preliminary guidance on Alice,
the preliminary guidance suggests that the PTO may apply the case law in a way that
exceeds the scope of Supreme Court precedent.” Do you believe it is appropriate for
USPTO guidance to exceed the scope of Supreme Court precedent?
Answer: USPTO works hard to ensure that its examination guidance reflects the law as enacted
by Congress and as explained and applied by the courts.
b. In its comments, AIPLA urged the USPTO to “exercise caution in instructing Examiners on
Alice to ensure that adequate attention is given to the factual context of the Court’s
reasoning and to discourage extrapolations that lead to new and unsupported rules of law.”
Do you agree that USPTO guidance should exercise such caution and should discourage
extrapolations that lead to new and unsupported rules of law?
Answer: USPTO carefully considers the guidance it provides to its examiners. In the case of the
most recent examination guidelines on patentable subject matter, we have instituted an iterative
process with periodic supplements based on court developments and on public feedback as
appropriate. This process helps ensure that our guidance is well-supported and contributes to
well-supported decisions.
c. In its comments, AIPLA noted that the Alice Court said, regarding what an “abstract idea”
might be, that “we tread carefully in construing this exclusionary principle lest it swallow
all of patent law.” The AIPLA comments said that this “admonition should be observed by
the Office and Examiners alike.” Do you agree that the Court’s admonition to “tread
carefully” should be observed by USPTO and examiners?
Answer: USPTO strives to encourage careful consideration of patent applications by its
examiners and of broader patent issues.
d. In a December 12 op-ed in “The Hill,” former Commissioner for Patents Robert Stoll said
the following about the June 25 guidance: “In trying to implement the spate of patent
eligibility cases emanating from the Supreme Court, it seems the USPTO has gone beyond
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what was required by the court…what the user community really wants is for the office to
clearly stay within the confines of the narrow decisions and use the other sections of the
patent law more: those dealing with enablement, written description, and clarity and
obviousness.” Do you agree that the USPTO should “clearly stay within the confines of the
narrow decisions” issued by the Supreme Court in drafting guidance?
Answer: USPTO is mindful to craft guidance that stays within the confines of Supreme Court
precedent. However, it is important to note that Alice Corp., for example, is only one of a
number of recent court cases that make up the body of precedent on subject matter eligibility –
several recent court appeals decisions also have applied and interpreted Alice Corp. The Office
must take into account the statute as enacted by Congress and the entire body of relevant case law
in providing guidance to its examiners.

2. In recent days, there have been numerous news stories discussing the USPTO’s Sensitive
Application Warning System (SAWS). According to a USPTO memorandum obtained through
FOIA, the SAWS program applies to “patent applications that include sensitive subject matter”
and flags such applications on a database for additional levels of review. One tech columnist
described the SAWS program as “a covert system for delaying controversial or inconvenient
patents” that “if abused, could function as a way to limit or stomp out emerging companies.”
Please answer the following questions regarding the SAWS program:
a. How long has the SAWS program been in operation?
Answer: The SAWS program has been in existence since the mid-1990s.
b. On what legal authority is the SAWS program based?
Answer: Under the patent laws, the Director is charged with general management and
supervision of the Office and of the issuance of patents, as well as the management of
examination of patent applications. To this end, the USPTO has put in place quality controls to
ensure that patents are properly issued or properly denied. The SAWS program is one such
quality control effort.
c. What are the criteria used to flag applications under the SAWS program?
Answer: The SAWS program assists the USPTO in identifying and processing patent
applications of special interest, i.e., those that raise sensitive and important issues or that may
have a strong impact in the patent community. Examples of subject matter of special interest
include: cold fusion, perpetual motion machines, and human cloning.
d. How many applications were flagged under the SAWS program
i. In 2014?
Answer: In FY2014, 216 applications were flagged.
ii. In 2013?
Answer: In FY2013, 263 applications were flagged.
iii. Over the life of the program?
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Answer: Since 2009, when the USPTO began using a database to track these applications,
2262 applications have been flagged.
e. Are applicants ever notified when an application is placed in the SAWS system? If not, why
not?
Answer: Applicants generally are not notified when a quality assurance check has been used in
any particular review. An application identified for a SAWS quality assurance check undergoes
the same types of examination procedures as any other patent application, and is held to the same
substantive patentability standards.
f.

Does USPTO intend to provide guidance to applicants explaining the SAWS program and
how it may impact prosecution of applicants’ patents?
Answer: Yes. The USPTO intends to describe the SAWS program in a forthcoming Manual of
Patent Examining Procedure release. And, to help ensure that this quality assurance program
continues to operate well, the Agency is currently reviewing the program and will work to ensure
that the program does not subject applications to unnecessary delays.

3. When Congress changes the patent laws with the stated goal of reining in unproductive patent
trolls, these new laws often end up being tools that competitors use to challenge the patents of
legitimate, productive companies.
We are seeing this now with the Covered Business Method (CBM) Patent Review Program that
was created by Section 18 of the America Invents Act. I voted for the America Invents Act after
I received assurances on the legislative record from the author of Section 18 that this program
would not be used to sweep in and threaten job-creating technological patents such as patents
for graphical user interfaces that are widely used within the electronic trading industry. But
despite these assurances, an Illinois company named Trading Technologies, which employs 300
people in my state making these graphical user interface tools, has seen its patents challenged in
CBM proceedings by a giant competitor. These CBM proceedings have created enormous
expense and risk for a productive employer in my state that is clearly not a patent troll. That
was not what Congress intended, and it is troubling.
Will you commit to look into this concern about overbroad application of the CBM review
program, and make sure that it is not sweeping in legitimate patents in contravention of Section
18’s legislative history?
Answer: If confirmed, I will work to ensure that USPTO review programs and administrative
proceedings are properly managed in a manner consistent with applicable law and regulations. Under
the Leahy-Smith America Invents Act (AIA), CBM reviews are inter partes in nature, and the
decisions made in these proceedings are rendered solely on the basis of submissions made by the
parties to the Patent Trial and Appeal Board (PTAB) judges presiding over the cases. The PTAB
endeavors to be true to the constraints of such trial settings by relying only on the arguments and
evidence provided by the parties through their counsel. I am confident that PTAB judges take
seriously their responsibility to follow carefully the strictures of the statute.

Senator Durbin (page 3)
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4. Since you took over Acting Director responsibilities, what has the PTO been doing to protect
American inventors from foreign infringers?
Answer: The USPTO has increased resources toward its efforts to provide policy guidance and
technical advice in enforcement-related domestic and international intellectual property matters. At
the international level, the USPTO provides analysis and advice on foreign IP enforcement
compliance, including assistance in negotiating new international enforcement obligations in foreign
trade agreements, and advises on its implementation under U.S. law. At the domestic level, the
USPTO provides analysis and advice on combatting counterfeiting, piracy and trade secret theft.
The USPTO is actively engaged in providing technical assistance and training on enforcement-related
matters domestically and abroad. Internationally, such training and capacity-building activities
include programs addressing civil enforcement, criminal enforcement, border enforcement,
administrative enforcement, the need for trade secrets protection, asset forfeiture, and public
education/outreach training on enforcement issues. Participants include foreign government officials
involved in enforcement and policy-making, law enforcement officials, public prosecutors, customs
and border enforcement officials, and the judiciary. These programs take the form of workshops,
outreach events, and seminars, and are developed with the aim of sharing U.S. experiences and best
practices for effectively protecting and enforcing intellectual property rights.
Domestically, the USPTO conducts increasingly robust educational outreach to U.S. small- to
medium-sized businesses, covering the full range of intellectual property including patents, trade
secrets, trademarks, and copyright as well as intellectual property issues arising on the Internet. This
outreach includes the particularly well-received “IP Boot Camp,” which is offered throughout the
U.S., the “China IP Road Shows” and related “mini-events” focusing on intellectual property issues in
China (as well as similar initiatives for other countries, e.g., Brazil), and issue-focused webinars.
Additionally, the USPTO staffs intellectual property information booths at industry trade shows and
makes presentations at industry events. The USPTO works closely with other federal agencies to
ensure in-depth training for U.S. business and to broaden our reach including, e.g., the FBI and the
International Trade Administration (helping to develop and present in the ITA STOPfakes.gov Road
Shows). The USPTO also provides training opportunities for federal and state government business
counselors, offering “train-the-trainer” webinars and participation in business counselor conferences
and initiatives, including the America’s Small Business Development Centers Annual Conference.

Senator Durbin (page 4)
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UNITED STATES PATENT AND TRADEMARK OFFICE

OFFICE OF THE GENERAL COUNSEL
September 22, 20 IS
VIA U.S. MAIL
RETURN RECIPT REQUESTED
Mr. R. Danny Huntington
Rothwell, Figg, Ernst & Manbeck, P.C.
h
607 14t Street N.W., Suite 800
Washington, DC 20005
RE:

Freedom of Information Act Appeal No. A-15-00026 (Appeal of Request No. F-1500190)

Dear Mr. Huntington:
This determination responds to your appeal to the United States Patent and Trademark Office
("USPTO " or "Agency ") of the USPTO's initial determination in connection with your Freedom
of Information Act (FOIA) Request No. F-15-00190. Your appeal, dated August 19,2015, and
received by the Agency on August 24,2015, has been docketed as FOIA Appeal No. A-1500026.
FOIA Request and Response
On April 30, 2015, you submitted three FOIA requests to the Agency by email. In the subject
lines of the emails, you identified the requests as "FOIA Request 3," "FOIA Request 4," and
"FOIA Request 5." The Agency acknowledged receipt of your requests on May 4,2015, and
advised you that the three requests had been consolidated under FOIA Request No.F-15-00190.
The Agency advised you on May 20, 2015, that it estimated that the cost of processing FOIA
Request No. F-15-00190 would exceed $250.00, and requested advanced payment. Discussion
on this subject between you and the Agency followed. On June 19,2015, you advised the
Agency that, in light of the cost estimate, you wished to proceed with only one of your three
FOIA requests, "FOIA Request 3. " That request was for a listing of filing dates and Technology
Center for Sensitive Application Warning System (SAWS) applications pending as of March 2,
2015, and the end of fiscal years 2010, 2006, 2002, and 1998.
The Agency provided a response to FOIA Request No.F-15-00190, as modified, on July 22,
2015. In that response, the Agency advised you that it had identified responsive documents
containing the filing dates and Technology Center for patent applications flagged under the
SAWS program that were pending as of March,2015, and the end of Fiscal Year 2010. The
Agency withheld those documents in their entirety under FOIA Exemption 5. You were advised
that the Agency was unable to locate responsive documents concerning the filing dates and
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Technology Center for patent applications flagged under the SAWS program that were pending
as of the end of Fiscal Years 2006, 2002, and 1998. See FOIA Request No. F-lS-00190.
Appeal
In your August 19, 201S, appeal, you advance three arguments. First, you object that the Agency
improperly withheld responsive documents under FOIA Exemption S. In your second argument,
you object to the Agency's determination that it had identified no documents that reflected the
date and Technology Center of patent applications flagged under the SAWS program that were
pending as of the end of fiscal years 2006, 2002, and 1998. In your third argument, you
complain that the Agency was untimely in its July 22, 201S, response and so has "forfeited its
authority to assess fees."
For the reasons provided below, your appeal is denied.
FOIA Exemption S
As you note in your appeal, you have previously requested Agency records concerning the
SAWS program, in FOIA Request No.F-IS-DO 1 07. In response to that request, the Agency
advised you that it had redacted some information from five pages of responsive documents
under FOIA Exemption S. In your appeal of the Agency's response to FOIA Request No. F-1500107, you argued, in part, that the redactions under Exemption 5 were improper. In response to
that aspect of your appeal, the Agency provided a lengthy discussion of the application of FOIA
Exemption S to the SAWS program information that had been redacted. See FOIA Appeal No.
A-lS-00014.
In its response to FOIA Appeal A-15-00014, the Agency explained that it was withholding
information that would identify individual patent applications that were flagged under the SAWS
program. The reasoning provided was that a determination by a patent examiner to flag an
individual patent application under the SAWS program was a predecisional determination that
was part of the patent examiner's deliberations as he or she reviewed the application for
patentability. With extensive legal citations, the Agency explained that a patent examiner's
deliberations were shielded from release under 5 U.S.C. § SS2(b)(S) because they were protected
by the quasi-judicial and deliberative process privileges. See the Agency's response to FOIA
Appeal A-15-00014, at pages 4-6.
The reasoning provided in the Agency's response to FOIA Appeal No.A-lS-00014 regarding the
redactions made under FOIA Exemption 5 applies equally here. To avoid the need to repeat
those arguments, allow me to incorporate that discussion by reference. For your convenience, I
have attached a copy of the Agency's response to FOIA Appeal A-lS-00014.
The documents withheld in response to FOIA Request No.F-lS-00190 reflect the dates and
Technology Center of patent applications flagged under the SAWS program that were pending as
of March 2, 201S, and the end of Fiscal Year 2010. As explained in the Agency's response to
FOIA Request No.F-lS-00190 (at page 2), "providing the filing dates and Technology Center
for these SAWS-flagged patent applications would likely provide, in some cases, sufficient
information to identify the actual patent application itself." A determination by a patent
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examiner to flag a patent application under the SAWS program would reveal the patent
examiner's thought process as he or she reviewed that application. That determination is part of
the examiner's predecisional deliberative process. Therefore, that decision, and evidence that
would reflect that decision, are properly withheld under FOIA Exemption 5.
You argue in your appeal that, given the large number of patent applications and the relatively
small number that were flagged under the SAWS program, it is unlikely that the information
you requested in FOIA Request No. F -15-00190 would allow for identification of individual
patent applications that were flagged under the SAWS program. However, in support of your
position, you have simply provided a calculated average of 1,700 patent applications filed with
the Agency per day. In fact, the number of patent applications filed each day is not uniform. On
some days, the number of patent applications filed is significantly below the average.
Moreover, your argument is founded upon an assumption that patent applications are spread
uniformly among the Technology Centers, which is also incorrect. The Agency's concern is that
the combination of those two factors - patent applications filed on a low-volume day that come
under the purview of a Technology Center that sees fewer applications than the average - may
well reveal individual patent applications that were flagged under the SAWS program.
The Agency also explained that the information was being withheld because it would identify
patent applications that were not flagged under the SAWS program. As discussed, the number of
patent applications flagged under the SAWS program is a small percentage of the total number
of patent applications filed. Therefore, information about the dates and Technology Centers of
patent applications flagged under the SAWS program would necessarily reveal large numbers of
patent applications that were not flagged under the SAWS program. Again, as explained in the
Agency's response to FOIA Request No. F-15-00190, the decision to flag or not flag a patent
application for the SAWS program is part of the patent examiner's predecisional deliberative
process. And so, documentation that identifies which patent applications were not flagged under
the SAWS program is properly withheld under FOIA Exemption 5.
Reasonableness of Search
In the second argument raised in your appeal, you object to the fact that the Agency had
identified no responsive documents for the end of Fiscal Years 2006, 2002, and 1988. I
understand this argument to be a challenge to the sufficiency of the search conducted by the
Agency in its initial response.
When responding to a FOIA request, an agency is required to conduct a search that is
"reasonably calculated to uncover all relevant documents. " See Zavala v. Drug Enforcement
Admin., 2010 WL 2574068, at *1 (D.C. Cir. 2010) (citing Morley v. CIA, 508 F.3d 1108, 1114
(D.C. Cir. 2007). An agency is not expected to take extraordinary measures to find requested
records, but to conduct a search reasonably designed to identify and locate responsive
documents. Garcia v. US. Dep't of Justice, 181 F. Supp. 2d 356, 366 (S.D.N.Y. 2002). An
agency must search files likely to contain responsive materials. Prison Legal News v. Lappin,
603 F. Supp. 2d 124, 126 (D.D.C. 2009). The standard for the reasonableness of the search is
"generally determined not by the fruits of the search, but by the appropriateness of the methods
used to carry out the search." Mosby v. Hunt, No. 10-5296,2011 WL 3240492, at* 1 (D.C. Cir.
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July 6,2011) (quoting Iturralde v. Comptroller of Currency, 315 F.3d 311, 313-16) (D.C. Cir.
2003)).
You asked, in relevant part, for copies of documents that contained a "listing of filing dates and
Technology Center for SAWS applications pending as of . . . the end of fiscal years 2006,2002,
and 1998. " See FOIA Request No. F-15-00190. In response to your appeal, a second search for
records responsive to your request was conducted. The second search did not reveal any
responsive documents.
The Agency twice conducted a reasonable search for the records you requested. No responsive
documents were identified in either search.
Timeliness of Search and Search Fees
Finally,you argue in your appeal that the Agency's response to FOIA Request No. F-15-00190
was untimely and, as a consequence, the Agency may not require the payment of fees associated
with the request. However, the Agency did not require you to pay fees associated with FOIA
Request No. F -15-00190. Therefore, that aspect of your argument is inapposite.
Final Decision and Appea l Rights
This is the final decision of the United States Patent and Trademark Office with respect to your
appeal. You have the right to seek judicial review of this denial as provided in 5 U.S.C. §
552(a)(4)(B). Judicial review is available in the United States District Court for the district in
which you reside or have a principal place of business, the United States District Court for the
Eastern District of Virginia, or the United States District Court for the District of Columbia.
Additionally, as part of the 2007 FOIA amendments, the Office of Government Information
Services (OOIS) was created to offer mediation services to resolve disputes between FOIA
requesters and Federal agencies as a non-exclusive alternative to litigation. Using OOIS services
does not affect your right to pursue litigation. If you are requesting access to your own records
(which is considered a Privacy Act request), you should know that OGIS does not have the
authority to handle requests made under the Privacy Act of 1974. You may contact OOIS in any
of the following ways:
Office of Government Information Services
National Archives and Records Administration
Room 2510
8601 Adelphi Road
College Park, MD 20740-6001
E-mail: ogis@nara.gov
Telephone: 301-837-1996
Facsimile: 301-837-0348
Toll-free: 1-877-684-6448
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Sincerely,

s Payne
ut

General Counsel for General Law
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Letter to PTO of November 2, 2015, reaffirming
interested in R4, R5.
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Via Email: efoia@uspto.gov, foiarequests@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

November 5, 2015

Re: Freedom of Information Act Requests; bifurcated remainder of Request F-15-190.
This letter concerns two of three requests dated April 30, 2015 for information under the
Freedom of Information Act (“FOIA”), 5 U.S.C. § 552. The three requests were sent separately
and designated as FOIA Request 3, FOIA Request 4, and FOIA Request 5 (hereinafter “R3”,
“R4”, and “R5” respectively). The PTO consolidated these requests, designating all of them
under the FOIA tracking number F-15-190 and provided an estimate for the total search costs for
all three requests. Requester asked the PTO to breakdown the total estimate for each item of the
consolidated request in two letters dated June 11, 2015 and June 19, 2015. These letters are
attached as Attachments C and D respectively to Requester’s appeal in this case dated August 19,
2015, and received by the PTO on August 24, 2015, docketed as FOIA Appeal No. A-15-00026
(hereinafter “A-15-26”). The PTO failed to provide cost breakdowns for each item of the
consolidated request and Requester bifurcated his requests and sought immediate PTO action on
R3, which required no advance search fees.

However, Requester did not cancel request

components R4 and R5, making clear that he was awaiting the PTO’s dollar estimate breakdown
for each item (A-15-26, Attachment D), which the PTO has never provided.
Requester remains interested in Requests R4 and R5 (attached hereto in Exhibit A).
Requester notes that the PTO’s statement in its September 22, 2015 reply to the appeal in A-1526 that Requester “wished to proceed with only one of [his] three FOIA requests,” R3, is
inaccurate. Rather, Requester made clear that the request was bifurcated, “reserve[ing] the right
to have other items processed under this request as soon as the FOIA Officer provides the cost
information sought by Requester.” A-15-26 Attachment D, (emphasis added).

Thus, the

Requester asks the PTO to promptly produce information responsive to R4 and R5.
Furthermore, as explained in Section 3.1 and 3.2 of A-15-26, it is Requester’s belief that
the PTO must do so by assessing no search fees.

Requester believes that the PTO’s

characterization of F-190 in its reply to A-15-26 as not covering R4 and R5 is in error, as is the
PTO assertion that Requester’s argument on the related fees “is inapposite.” Nevertheless,
should the PTO determine that Requests R4 and R5 justify assessing search fees prior to
production of responsive information, it is hereby requested that the PTO comply with 37 C.F.R.
§ 102.11(e) by providing the estimated fees broken down by the five remaining items (Items 1-3
1
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of R4, and Items 1-2 of R5) so that Requester may “reformulate the request to meet the
requester’s needs at a lower cost.” Id. In any event, Requester reserves the right to contest the
PTO determination and may pay any fees under protest in order to advance the process and the
disclosure.

Respectfully submitted,
/Danny Huntington/
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

2
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Exhibit A. THE ORIGINAL FOIA REQUEST WITH COMPONENTS R4 AND R5.
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R4
Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

April 30, 2015

Re: Freedom of Information Act Request – the PALM system applied to SAWS

The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) and its tracking by the
Patent Application Locating and Monitoring (“PALM”) System of the U.S. Patent and
Trademark Office (“PTO”). This request is a follow-up to a prior request seeking information on
database used to track SAWS Applications, as defined below, which the PTO designated as
F-15-00106, (the “‘106 Request”) and to which it responded in a letter dated March 26, 2015
claiming to have identified not even a single record. Requester hereby provides the PTO with
one more opportunity to produce responsive information, by narrowing the scope of the request
to the PALM system and by providing specific leads and search methods that should identify
responsive records.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number. The terms “and” and
“or” as used herein shall be construed both conjunctively and disjunctively in order to bring
within the scope of these requests any record that would otherwise not be brought within its
scope.
1

BACKGROUND
As with all patent applications, applications designated, flagged, or grouped under the

SAWS (“SAWS Application”) are tracked by the PALM System, the automated data
management system used by the PTO for the retrieval and/or online updating of the computer
record of each patent application. Transactions are entered via bar code readers, by keyed
entries, or by making an appropriate choice in a drop down menu.

Among other items,

application filing date, application type, classification, examiner docket, attorney, inventor,
status, and prosecution history data can be retrieved and updated online with PALM. The PALM
1
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System also maintains examiner activity, and docket records, and technical support staff backlog
records. Information retrieval from PALM is by means of the PALM intranet, by the PALM
Reporting System (PRS), or PALM Examination and Post-Examination (PALM EXPO)
programs. See MPEP §§ 1704, 2235.
Patent application status fields in PALM are encoded with exhaustive granularity using
several hundred distinct codes.

Requester is aware of only a few examples: applications

receiving allowance are assigned status code 89; those in court proceedings receive code 195;
and those abandoned are designated under status codes 160-164, 166-169, 420, 422, depending
perhaps on the nature of abandonment.
At the inception of the SAWS as an Office-wide program, a requirement for a “PALM
flagging system for applications designated as sensitive” was recognized. B-7,10,13. “Such
applications could not be counted for issue unless approved by the Director.” B-13. Technology
Centers are responsible for “flagging an identified SAWS application in PALM to ensure that the
case does not issue until the flag has been removed.” B-74. Even notices of “allowances on
SAWS applications are not mailed … the flag only prevents allowances from being mailed—all
other actions are mailed.” B-81. See also B-92,115,116,119, C-20.

In a more detailed

explanation, the TC 3600 SAWS memo explained:
SAWS Database Management and Application Tracking
The status of all designated applications must be updated in the database at the time of allowance
or abandonment. The PALM Expo flag, once applied to the application, will prevent mailing at the
time of disposal. The application serial number must be sent to the SAWS data base manager to
remove the flag (can be sent by the SPE or the docket clerk after counting and before mailing).
This procedure will not hold up Examiner's counts (the work credit will be given when the work
was performed). B-116.

Former Patent Commissioner John Doll who “received a Department of Commerce
Bronze Medal for implementing the PALM system,” Doll Decl. at C-8, testified that if an
application is flagged in PALM identifying a patent application as subject to SAWS review, “the
application cannot issue as a patent prior to the PALM SAWS flag being cleared. Any attempts
to allow a SAWS application while the SAWS flag is set will result in an error code during
allowance processing.” Id. Doll testified that “certain IT specialist(s) who maintain the PALM
system” have ready access to “the IT computer records showing the SAWS flag as being set or
being cleared for a SAWS application.” Doll Decl. at C-10. He further testified that “[e]ven if
the PALM SAWS flag is currently cleared for a specific patent application, it is highly likely that
the USPTO IT personnel responsible for maintaining the PALM system could recover the
2
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information as to whether PALM SAWS flag had ever been set, indicating a SAWS application,
or cleared.” Id.
Indeed, it appears that the PTO can locate the electronic records for all SAWS
Applications in PALM EXPO by their filing date and applicant entity size in response to a recent
FOIA request.1 Such records were also the basis for the PTO’s recently-published statistics of
SAWS applications posted on the PTO website.2
2

REQUESTS
1. SAWS Applications are “flagged by the SAWS POC,” B-104, by the “SAWS data base

manager,” B-116, or removed and “unflagged” by them.
a. Please provide all manuals, instructions, training material, screen-shots, or records
relating to, or describing the “flagging” and “unflagging” of SAWS Applications
in the “SAWS database,” the PALM, or the PALM EXPO systems.
b. Please provide all manuals, instructions, training material, screen-shots, or records
relating to, or describing the exportation of data or generation of reports
pertaining to SAWS Applications from the “SAWS database,” the PALM, or the
PALM EXPO systems.
In searching for responsive records for the requests above, the PTO should at least search the
records and emails of “IT specialist(s) who maintain the PALM system,” the “SAWS
database manager,” and the TC SAWS POCs including John LeGuyader, Kathleen Bragdon
(TC1600), Peter Paras (TC1600), Patrick Ryan (TC1700), Jill Warden (TC1700), Vincent
Trans (TC2100), Rehana Perveen (TC2100), Emmanuel Moise (TC2400), Tod Swann
(TC2400), Daniel Swerdlow (TC2600), Hien Phan (TC2800), Diane Lee (TC2800), Terry
Melius (TC3600), Robert Weinhardt (TC3600), Thomas Hughes (TC3700), Janet Baxter
(TC3700), Greg Vidovich (TC3700), Henry Yuen (TC3700), Caron Veynar (TC2900), and
Gregory Morse (CRU).

1

Kate Gaudry, “The Demise Of SAWS And The Power Of Public Attention,” Law360, (March 23, 2015).

2

See PTO statistics for SAWS at www.uspto.gov/sites/default/files/documents/SAWS%20Statistics%20%20Sensitive%20Application%20Warning%20System3.pdf .
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2. Please provide all records, reports, or emails providing summary reports produced any
time from 1994 to 2015 on SAWS Applications by Technology Centers, including numerical
summaries on pendency or status, or separately reporting on issued, pending, or abandoned
SAWS Applications.

Responsive records also include reports on the number of SAWS

Applications by TC, referred to “10th floor/OPLA review.” In searching for responsive records
for this request, the PTO should at least search the records and emails of the persons identified in
relation to Request 1 above, prior SAWS POCs, and of those having overall responsibility for the
SAWS program, including present and past Deputy Commissioners for Patent Operations.

3. As a nominee and Acting Director of the PTO, Michelle K. Lee, testified that “Since
2009, when the USPTO began using a database to track these applications, 2262 applications
have been flagged” as SAWS.3 Reporting separately for each Technology Center, wherein the
information for TC 3600 is separated by the business-method art units (AU 3621-29, 3681-89
and 3691-96) and other remaining art units, please provide the following cumulative information
on all SAWS Applications that were so tracked until the retirement of the SAWS program:
a. for applicants claiming micro entity status, the numbers for issued, abandoned,
and pending SAWS Applications;
b. for applicants claiming small entity status, the numbers for issued, abandoned,
and pending SAWS Applications; and
c. for applicants claiming large entity status, the numbers for issued, abandoned, and
pending SAWS Applications.

Requester is aware of the fact that the PTO had just retired the SAWS program, and may no
longer track SAWS flags. However, the SAWS records sought in this request cannot be purged.
Under the Federal Records Act, the removal or destruction of agency records is unlawful,
44 U.S.C. § 3106; and criminal penalties are provided for the willful and unlawful destruction or
removal of Federal records including fines and imprisonment up to 3 years. 18 U.S.C. § 2071.

3

Responses to Questions for the Record for Michelle K. Lee, U.S. Senate, submitted Jan. 9, 2015,
response to Senator Durbin p3.

4
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It is hoped that the PTO will disclose the sought records. If no records exists for any
enumerated request or subpart, please affirmatively so state. If some responsive records are
readily available and others may be delayed, kindly produce available documents promptly.

Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

5
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Via Email: efoia@uspto.gov
FOIA Officer,
United States Patent and Trademark Office,
Alexandria, Virginia 22313-1450

R5

April 30, 2015

Re: Freedom of Information Act Request – the Patent Appeal Board’s use of SAWS
information and instructions for retiring the program
The following request for information is made under the Freedom of Information Act
(“FOIA”), 5 U.S.C. § 552 and pursuant to the FOIA regulations at 37 C.F.R. § 102.4. It
concerns the so-called Sensitive Application Warning System (“SAWS”) and its use by the
Board of Patent Appeals and Interferences, now called the Patent Trial and Appeal Board
(hereinafter the “Board”), and information regarding the retirement of the SAWS program.
The administrative appeal filed by this Requester in a counterpart FOIA case, received by
the PTO on April 16, 2015 and designated by A-15-00014 is incorporated herein by this
reference in its entirety; and reference to Attachments thereto will be made here as were made in
that appeal by using the Attachment designator letter and page number. The terms “and” and
“or” as used herein shall be construed both conjunctively and disjunctively in order to bring
within the scope of these requests any record that would otherwise not be brought within its
scope.
1

REQUESTS
1. SAWS instructions states that when applications designated, flagged or grouped under

SAWS (“SAWS Applications) are under appeal, “the SPE, will send an e-mail to Kimberly
Jordan at the Board of Appeals identifying the application by serial number and that it is a
SAWS-identified application. This is for all appealed applications, not for interferences.”
TC1700, at B-79. SAWS instructions for TC3600 provide more details on communicating
SAWS flag information to the Board as follows:
Handling of Applications to be Forwarded to the Board of Patent Appeals and Interferences (BPAI)
The TC-3600 Appeal Conference Specialists will cross-check the application for each appeal with the current
list of SAWS applications in the TC. If/when a match is found and the application is in condition to be
forwarded to the BPAI, the Appeal Conference Specialist will forward an e-mail message to the Point-ofContact (POC) for the BPAI (currently the POC is Ms. Kimberly Jordan). The e-mail will include: 1) the
application serial number and 2) A statement verifying that the identified application is a SAWS application.
B-115.

SAWS instructions for TC2800 provide that the communication to the Board includes not only
an indication that an application under appeal is flagged under SAWS, but the “SAWS
memorandum” is forwarded to the Board along with the appealed SAWS Application:
1
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Applications/Reexams which have been identified and verified as containing SAWS material are reported the
TC Directors, and as needed, a SAWS memorandum is forwarded to the Deputy Commissioner for Patent
Operations and the Deputy Commissioner for Patent Examination Policy prior to allowance or forwarded to
the Board of Patent Appeals and Interferences (BPAI) when an appeal is forwarded to the jurisdiction of the
BPAI. C-20.

a. Please provide all communication records concerning Kimberly Jordan becoming
the Board’s SAWS Point of Contact, including job/task description and
instructions for her handling and forwarding the SAWS notifications and SAWS
memoranda. Responsive records for this request include Kimberly Jordan’s own
notes or write ups on the subject.
b. Please provide all communications, letters, memoranda, or emails concerning the
SAWS program sent to the Board’s personnel including to Administrative Patent
Judges (“APJ”) since 1994 which contain any alerts to the SAWS program or
explanations or instructions for how APJs should use or consider SAWS flag
information or the SAWS memoranda.
2. On March 2, 2015, the PTO announced that it is retiring the SAWS program.1 Please
provide all post-decisional communications, letters, memoranda, or emails concerning the
retirement of the SAWS program or instructions to TC Directors, TC SAWS POCs, or examiners
of tasks and procedures for terminating or winding down the SAWS program, including
instructions for clearing SAWS flags, or retaining or purging SAWS-related records.
If this request is denied in whole or in part, we ask that, consistent with the burden on “the
agency to sustain its action,” 5 U.S.C. § 552(a)(4)(B), the PTO provide an index of located
responsive but withheld information by (1) identifying each information segment withheld; (2)
stating the statutory exemption claimed; and (3) explaining how disclosure of each withheld
information segment would damage the interests protected by the claimed exemption.. If no
records exists for any enumerated request or subpart, please affirmatively so state. If some
responsive records are readily available and others may be delayed, kindly produce available
documents promptly.

1

See www.uspto.gov/patent/initiatives/patent-application-initiatives/sensitive-application-warning-system .

2
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Please direct any questions regarding this request and email the requested information to
R. Danny Huntington, Esq.
ROTHWELL, FIGG, ERNST & MANBECK, P.C.
607 14th Street, N.W.
Suite 800
Washington, D.C. 20005
Main No: (202) 783-6040
Fax No: (202) 783-6031
dhuntington@rfem.com

3
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Summary index of all FOIA requests
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Summary of Plaintiff’s FOIA Requests and the degree of PTO’s response.
(Items without square bracket text indicate non response by PTO)
PTO Req List
No. ID Item
1a

1b
2
3a
3b
F-15R1
107

4a
4b

4c

4d

4e

Information Requested
All documentation, guidance, communication, articles or electronically-stored emails or information …
describing, documenting, or relating to procedures (including all attachments and templates) issued with
respect to SAWS since this program has been in existence in the mid-1990s. [Incomplete response]
For avoidance of any doubt, the [request] above should be construed as bringing within their scope any
Documents containing legal opinions, reports or explanations of the statutory bases for the SAWS program and
its procedures as furnished after its first adoption in the mid-1990s and after any subsequent “update” thereof.
All Documents directing, instructing, or specifying the action(s) to be taken upon receiving a notification that
“an allowance of a SAWS application is mistakenly mailed prior to the SAWS report.”
All Documents relating to, or instructing the preparation of, the “complete SAWS Report,” including any
listing, identification or explanations of the factors that should be considered or included in the SAWS Report’s
“Impact Statement” since this program has been in existence in the mid-1990s. [Incomplete response]
Copies of the “template of the required [SAWS] report” provided in conjunction with every “update” of the
SAWS procedures since this program has been in existence in the mid-1990s. [Incomplete response]
All Documents relating to, or specifying the conditions, circumstances or reasons for a TC Director not to
forward the completed SAWS Report and instead save it “for future use.”
All Documents, routing slips or designations identifying the positions or functions of persons “in other areas of
the PTO” to whom the TC Directors forward the completed SAWS Reports after having made “the final
decision on forwarding the SAWS report to other areas of the PTO.” [Incomplete response]
All Documents relating to, or specifying how the forwarded complete SAWS Reports are used, assist, or
contribute to an identifiable agency decision made by person(s) “in other areas of the PTO” with respect to the
SAWS application. [Incomplete response]
All Documents relating to, or specifying how an application previously flagged under SAWS is removed “from
the SAWS database and unflagged” other than by abandonment or “applicants electing non-sensitive subject
matter,” or “applicants amending the claims to exclude sensitive subject matter.”
All Documents relating to, or directing examiners’ communication with applicants through office actions
rejecting claims having “sensitive subject matter,” or suggesting the election of “non-sensitive subject matter,”
or amendment of “the claims to exclude sensitive subject matter.”

Index
1

2
3
4
5
6
7

8

9

10
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F-15-190
Also re-designated by PTO as F-16-037

PTO Req List
Information Requested
Index
No. ID Item
F-15(a)- By Technology Center, listing of actual filing dates for each SAWS Application pending as of March 2, 2015,
R3
11
190
(e) and the end of fiscal years 2010, 2006, 2002, and 1998. [Incomplete response]
All manuals, instructions, training material, screen-shots, or records relating to, or describing the “flagging”
1a and “unflagging” of SAWS Applications in the “SAWS database,” the PALM, or the PALM EXPO systems.
12
[Incomplete response]
All manuals, instructions, training material, screen-shots, or records relating to, or describing the exportation of
1b data or generation of reports pertaining to SAWS Applications from the “SAWS database,” the PALM, or the
13
PALM EXPO systems. [Incomplete response]
R4
All records, reports, or emails providing summary reports produced any time from 1994 to 2015 on SAWS
Applications by Technology Centers, including numerical summaries on pendency or status, or separately
2
14
reporting on issued, pending, or abandoned SAWS Applications. Responsive records also include reports on
the number of SAWS Applications by TC, referred to “10th floor/OPLA review.” [Incomplete response]
By Technology Center and entity size (micro, small, and large), the cumulative number of all SAWS
3 a-c Applications that issued, abandoned, and pending as of the retirement of the SAWS program. [Incomplete
15
response].
All communication records concerning Kimberly Jordan becoming the Board’s SAWS Point of Contact,
including job/task description and instructions for her handling and forwarding the SAWS notifications and
1a
16
SAWS memoranda. Responsive records for this request include Kimberly Jordan’s own notes or write ups on
the subject. [Incomplete response]
All communications, letters, memoranda, or emails concerning the SAWS program sent to the Board’s
personnel including to Administrative Patent Judges (“APJ”) since 1994 which contain any alerts to the SAWS
R5 1b
17
program or explanations or instructions for how APJs should use or consider SAWS flag information or the
SAWS memoranda. [Incomplete response].
All post-decisional communications, letters, memoranda, or emails concerning the retirement of the SAWS
program or instructions to TC Directors, TC SAWS POCs, or examiners of tasks and procedures for
2
18
terminating or winding down the SAWS program, including instructions for clearing SAWS flags, or retaining
or purging SAWS-related records. [Appears complete].
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UNTTED

Srerrs PersNT aNo Tnannnmnx Orrrcr
OFFICE oF THE GENERAL CoUNSEL

April8,2016
VIA U.S. MAIL
Mr. Scott A. Hodes
P.O. Box 42002
Washington, D.C.20015
RE Huntingtonv. U.S. Dep't of Commerce,l:15-cv-02249 (U.S. District Court for the
Dishict of Columbia)
Dear Mr. Hodes:
Enclosed with this letter is a disc containing a release of 2067 pages of documents in
connection with the above-referenced case. The material is released in full save for
redactions to three pages of one document.

Sincerely,

/frr*7fu

J. Ricou Heaton

USPTO FOIA Officer
Office of General Law
U.S. Patent and Trademark Office

Enclosure:

As stated
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UNrrno Srnrrs PernNr

lxo

TRIoEMARK

Orucn

OFFtcE oF THE GENERAL CoUNSEL

May 12,2016

VIA U.S. MAIL
Mr. Scott A. Hodes
P.O. Box 42002
Washington, D.C. 20015
RE: Huntington v. U.S. Dep't of Commerce,l:15-cv-02249 (U.S. District Court for the
District of Columbia)
Dear Mr. Hodes:
Enclosed with this letter is a disc containing a release of 590 pages of documents and four
spreadsheets in connection with F-15-00107 and F-16-00037 in the above-referenced
case. The material is released in full. The material on the disc is labeled to indicate
which portions of the material respond to which FOIA request, but there is overlap as
there are documents that are responsive to both requests.

Sincerely,

?f^7/k

J. Ricou

Heaton

t

USPTO FOIA Officer
Office of General Law
U.S. Patent and Trademark Office

Enclosure:
As stated
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UNrraD Srnrrs Parrr,*r axn IheoEMAnx Orrrcn
OFFICE oF THE GENERAL CoUNSEL

June 1,2016

VIA U.S. MAIL
Mr. Scott A. Hodes
P.O, Box 42002
Washington, D.C. 20015
RE: Huntington v. U.S. Dep't of Commerce,l:15-cv-02249 (U.S. District Court for the
Dishict of Columbia)
Dear Mr. Hodes:
Enclosed with this letter is a disc containing a release of 494 pages of documents and one
spreadsheet in connection with F-15-00107 and F-16-00037 in the above-referenced case.
There are redactions on nineteen pages of this material. The material on the disc is
labeled to indicate which portions of the material respond to which FOIA request, but
there is overlap as there are documents that are responsive to both requests.

Sincerely,

Zfre 2/<-k-

J. Ricou Heaton

USPTO FOIA Officer
Offi.ce of General Law
U.S. Patent and Trademark Office

Enclosure:

As stated
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UNrrno Srerrs Parrnr an{o TR.aoEMARK Orrlcn
OFFtcE oF THE GerueRnl

J

Couusel

errre21,2076

VIA U.S. MAIL
Mr. Scott A. Hodes
P.O. Box 42002
Washington, D.C.20015
RE: Huntington v. U.S. Dep't of Commerce,l:15-cv-02249 (U.S. District Court for the
District of Columbia)
Dear Mr. Hodes:
Enclosed with this letter is a disc containing a release of 808 pages of documents in
connection with F-15-00107 and F-l6-00037 in the above-referenced case. There are
redactions on eighty-one pages of this material. The material on the disc is labeled to
indicate which portions of the material respond to which FOIA request, but there is
overlap as there are documents that are responsive to both requests.

Sincerely,

? [0d^

aAL-

J. Ricou Heaton

USPTO FOIA Offrcer
Offrce of General Law
U.S. Patent and Trademark Office

Enclosure:
As stated
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Exhibit 6-1
Table of sparse PTO production of semiannual SAWS
guidelines.

45
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SAWS Memos, Reminders or Updates by TC as produced by PTO. Declarant’s internal
designators indicate the calendar years for which responsive documents were produced.
TC
Year

1994
1995
1996
1997
1998
1999
2000
2001
2002
2003
2004
2005
2006
2007
2008
2009
2010
2011
2012
2013
2014

1600
(Old 1200 &
1500)

1700

2700
2100

2400

2600

2800

2900

3600

3700

B5.

E3.

A13.

A2.
A1.
A3.
A4.

P1887

A43.

B26

2700 ↑
A45.
A40. A5.

E1.

P2064

E2.

B4.

A42.

A6.
A44. A7.

P1974

A8.

A52.

A33.

A9.

A11.

A10. A16.

2400 ↓

A15.

A12.

A14.

A20.

P248

P431

A49. A50.

A21.

P153

A19.

B3.

C4.

B6.

P577

A48.

A46.

P627

A22.

P603

A29.

P1018

P1039

A51.

P1061

P158

C3.

P32

P1091

B91

;A31.

B99

B104

B110

A30.

B119

B81
P110

B86

P113

B8.

A47.

P115

C11.

P1425

P1375

A37. A41.

P182

P118

P641

A32.
C7.

A38. A39.

C10.
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Exhibit 6-2
Documents referring to updating SAWS guidelines
semiannually.
1
2
3

Email of August 31, 2010. “The 10th floor requires that the SAWS material (subject
matter lists, forms, TC procedures, etc.) be distributed twice a year to employees.”
Email of June 25, 2014. “In fact, we’re supposed to update 2x a year.”.
Email of May 25, 2011. Attached “SAWS TIMELINE Annually”

46
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:
Attachments:

Melius, Terry
Tuesday, August 31, 2010 8:22 AM
Patent Examining Mgrs 3600
SAWS Subject Matter
SAWS-Subject-Matter-TC-3600-2-2010.doc

Hi All,
I will be sending out a SAWS reminder for all employees soon. The 10th floor requires that the SAWS material
(subject matter lists, forms, TC procedures, etc.) be distributed twice a year to employees. However, I wanted all of you to
take a look at the subject matter lists (both corp wide and TC specific - attached) and see if you had any suggested
additions for it. Please send me any suggested additions by noon on Thursday. If you have no suggested additions, you
do not need to respond to this e-mail.
Thanks,
Terry

1
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:

LeGuyader, John
Wednesday, June 25, 2014 9:09 AM
Kathleen.Bragdon
RE: Follow-up on SAWS from last week

Ok

-----Original Message----From: Bragdon, Kathleen
Sent: Wednesday, June 25, 2014 08:55 AM Eastern Standard Time
To: LeGuyader, John
Subject: RE: Follow-up on SAWS from last week
I asked them acouple times when we did the updates (original in Dec, then specific to their TCs in
Feb (2x) see attached)…
Since we’ll be due for another update soon, I’d say it’s not worth the effort now since they should be
revisiting the list along with everyone else soon.
In fact, we’re supposed to update 2x a year and the last meeting was Dec 4th…time to schedule
another one now? June and December right?
From: LeGuyader, John
Sent: Tuesday, June 24, 2014 1:54 PM
To: Bragdon, Kathleen
Subject: RE: Follow-up on SAWS from last week

Thanks, sorry if I missed your email. Please nudge the two TCs. Or if you want me to let me know.

-----Original Message----From: Bragdon, Kathleen
Sent: Tuesday, June 24, 2014 01:51 PM Eastern Standard Time
To: LeGuyader, John
Subject: RE: Follow-up on SAWS from last week

Sorry - I thought I emailed you last week - I have uploaded all I have to the current folder. I think 3700 and 2900 never sent me
updates (I had been waiting on them then forgot).
Thanks for checking up!
-----Original Message----From: LeGuyader, John
Sent: Tuesday, June 24, 2014 1:39 PM
1
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:
Attachments:

Bragdon, Kathleen
Wednesday, May 25, 2011 8:11 AM
LeGuyader, John
missed SAWS midyear update
SAWS Timeline.doc

According to the timeline I set out, I was supposed to get everyone together for a midyear update in
February, with updates by mid-March and reminders to the TCs by mid-April. My bad.
Do you want to (1) bring the POCs together now for a “midyear update” or (2) just send an email to
remind them to tell their SPEs to talk about SAWS in their next AU meeting in accordance w/the info
we have from 9/2010?
By our timeline, we are supposed to meet again around 8/1 w/the POCs. Since it’s almost June, I’d
suggests #2 above 

1
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SAWS TIMELINE
Annually

2/1
Meet with POCs from each TC to discuss procedure, Corps-wide SAWS subject
matter list, changes, etc.

3/15 POCs update their individual TC procedure and TC subject matter lists. Obtain
Directors’ approval of changes. Notice all managers in TC.

4/15 All SPEs hold Art Unit meetings where SAWS procedure and subject matter list
is discussed. Mid year update.

8/1
Meet with POCs from each TC to discuss procedure, Corps-wide SAWS subject
matter list, changes, etc..

9/15 POCs update their individual TC procedure and TC subject matter lists. Obtain
Directors’ approval of changes. Notice all managers in TC.

10/15 All SPEs hold Art Unit meetings where SAWS procedure and subject matter list
is discussed. Begin year update.

***Monthly Statistics Update of how many applications are considered SAWS, how
many are allowed, etc.
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Exhibit 7
Documents showing that the PTO had tracked flagged
SAWS applications in the PALM system
1

2

Reminder of January 3, 2008. TC 1600. “Once an application is identified as meeting the
SAWS criteria, the SAWS coordinator will place a flag on the application via the PALM
grouping “SAWS” (Found in PALM Expo, Grouping, Group Name: SAWS, Selection:
SAWS_all_1600). This prevents mailing of the action.”. This indicates that PALM data
for flagged SAWS applications existed before 2010, but has not been produced. 63-65.
Email of February 10, 2015. “[I]t pulled anything that was ever in an official SAWS
grouping and ever had an allowance w/d or deleted.” Indicating that it is possible to
retrieve from the PALM system data on applications that were ever flagged as SAWS.
Data for such flagging before 2010 was not produced.

47

Case 1:15-cv-02249-JEB Document 11-9 Filed 08/24/16 Page 2 of 5

Technology Center 1600
Special Applications Warning System
(SAWS)
REMINDER: 01/03/08

Introduction:
This memo is intended to remind Technology Center 1600 of the on-going SAWS program and
to transmit information relating to potentially sensitive applications to appropriate contacts
within the Office. The following overview presents our current procedure. This memo should
be forwarded to all staff.
This program applies to all pending applications that meet the listed SAWS criteria listed
below, including Re-exams and applications being forwarded to the BPAI.
Purpose:
The SAWS program is designed as an information gathering system to apprise various segments
of the PTO of patent applications that include subject matter of special interest.
Operational Overview:
The SAWS program is based upon a tiered process of application identification. This approach
utilizes the home Examiner and SPE, the Quality Matrix, and SAWS Support (SPE’s who
oversee the tracking and reporting of SAWS cases). Applications identified and verified as
containing SAWS material are reported to the Group Directors for transmittal to the Office of the
Commissioner for Patents via a dedicated mailbox, TC1600SAWS. The program is designed to
allow for the earliest possible identification of an application as “SAWS” and includes the ability
to flag applications both during prosecution, at the time of indication of allowable subject matter,
and before forwarding to the Board of Appeals.
The SAWS identification process is continual in nature and 100% of applications within the
Technology Center are reviewed under the following process guidelines:
1.
2.
3.
4.

Examiner identification of potential SAWS applications
SPE review/screening of Application information
Quality Matrix review/screening of Application information forwarded from the
SPE
Director level review and forwarding

1. Examiner identification. In order to provide the broadest recognition of applications of
interest, the Examiners have been provided with a list of subject matter areas that are
considered to be controversial and/or newsworthy, or are directed to specific items of
interest (see attached). This list is non-exhaustive. Examiners are encouraged to be

1
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liberal in their determination as to whether or not an application might contain SAWS
material. This initial determination by the Examiner is intended to cast a broad net for
cases of interest. It has been past practice that in many applications the examiner
prepares the SAWS report at the time of allowance. However, in certain applications, the
SAWS report is needed at other stages of prosecution:
• For Re-exams meeting the listed SAWS criteria, the SAWS report should be
completed prior to each new action with a short section added which outlines the
rejections maintained or advanced. There should, however, be few SAWS issues
for Reexams because most of these are handled in the Central Reexam Unit.
• The SPE, QAS Appeal Specialist or the Interference Specialist should identify
potential SAWS cases at the time of the Appeal or Interference Conference with
the examiner. For those applications identified as meeting the SAWS criteria, the
SAWS report should be prepared along with the examiner’s answer or
interference papers (PTO-850, claims and count).
• For applications claiming highly controversial subject matter, the SAWS report
should be prepared prior to first action.
2. Having identified a potential SAWS application, the examiner should consult with
his/her SPE either by Email or in person. The SPE should review the information and
make a determination as to whether or not the Application should be forwarded to Peter
Paras or Kathleen Bragdon, who coordinate the SAWS program. The SPE should
prepare an impact statement by performing a search to find external information
indicating the sensitivity of the subject matter. One way to do this is via a Google search
of the invention, the inventors, and owner or assignee. Such information may include,
but is not limited to, financially important subject matter, politically charged subject
matter, and subject matter which may raise legal or ethical objections. The SPE is
instructed to be liberal in case identification, but to screen out cases that are clearly of a
routine nature. In cases where the SPE is not certain if the application encompasses
SAWS subject matter, the SPE should consult the Quality Matrix.
If a case is to be reported as SAWS, the following information should be included in
an e-mail report and forwarded to Peter Paras and Kathleen Bragdon.
Serial Number
Actual Filing Date
Effective Filing Date
Assignee
Primary Examiner
SPE
Technical explanation of invention
Impact Statement

Prosecution Status
Title
Inventor(s)
Key Words
Assistant Examiner
Sample Claim(s)

3. Secondary review
Once submitted, the report will be reviewed by the Quality Matrix. If the report is found to
identify a SAWS application, the report will be forwarded to the TC Directors for subsequent

2
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action. Note that in some instances, it may be necessary to review the actual application file.
However, the intent is to minimize any direct impact on the examination process.
4. PALM Flagging
Once an application is identified as meeting the SAWS criteria, the SAWS coordinator will
place a flag on the application via the PALM grouping “SAWS” (Found in PALM Expo,
Grouping, Group Name: SAWS, Selection: SAWS_all_1600). This prevents mailing of the
action. For those applications that are identified as SAWS prior to allowance, the SAWS
coordinator will lift the flag to allow for mailing of the office action and reinstitute the flag
after the action has mailed in order to prevent mailing of the allowance prior to SAWS
review.
SAWS Application Subject Matter
Corps-wide Potential SAWS Subject Matter:
1. Claims of broad scope which have old effective filing dates (submarines);
2. Applications with pioneering scope;
3. Applications dealing with inventions, which if issued would potentially generate extensive
media coverage;
4. Applications which have objectionable or derogatory subject matter in the specification
and/or drawing(s);
5. Applications having claims defining inventions which would endanger individuals, the
environment, harm the security of our nation or threaten public safety;
6. Commissioner-ordered re-exams, except those ordered because of prior art timely filed, but
not considered, before the patent issued, or for prior art submitted under 37 CFR §1.501;
7. Applications claiming a method or apparatus to take a human life (e.g. suicide machine,
abortion);
8. Applications claiming a motor or power plant, which is self-sustaining
(perpetual motion) or appears to violate the laws of physics (e.g. antigravity, faster than the
speed of light, etc.).
9. Applications claiming the prevention or curing of diseases which were previously considered
impossible to prevent or cure; and
10. Human cloning methods.
11. Re-examination cases in which:
• Litigation involving the Supreme Court,

3
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Mills, Gregory

From:

Mills, Gregory

Sent:

Tuesday, February 10, 2015 9:56 AM

To:

Bragdon, Kathleen

Subject:

RE: delete withdrawn cnta.xlsx

PS

it pulled anything that was ever in an official SAWS grouping and ever had an allowance w/d or deleted.

Also, the percents below just reflect what happened to the cases w/ withdrawn/del allowances, not SAWS as a
whole.

From: Bragdon, Kathleen
Sent: Tuesday, February 10, 2015 9:47 AM
To: Mills, Gregory
Cc: LeGuyader, John
Subject: RE: delete withdrawn cnta.xlsx

Hey Greg – if you can get this to me by noon, I might be able to glean some useful info before
the 3pm meeting on any quality review that cause these DEL/WITHDRAW

Also, can you include the date the case started in the SAWS grouping? And does this only pull if
currently in SAWS, was ever in SAWS? Or was in SAWS when allowance was withdrawn/deleted?
Thanks, Kathleen
From: Bragdon, Kathleen
Sent: Monday, February 09, 2015 8:35 PM
To: Mills, Gregory
Cc: LeGuyader, John
Subject: RE: delete withdrawn cnta.xlsx

That would be great Greg thanks! I’ll see what I can come up with before 3pm.
From: Mills, Gregory
Sent: Monday, February 09, 2015 8:29 PM
To: Bragdon, Kathleen
Cc: LeGuyader, John
Subject: RE: delete withdrawn cnta.xlsx

If you think it would be useful I can pull the original allowance date and the date the allowance was withdrawn
or deleted, along with the date of the next action.
Greg
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FOIA Production Report

Exhibit 8
Documents referring to TC Directors’ undisclosed
process and use of SAWS Reports
1

2

Email of March 30, 2010. Corps-wide. “ The directors will get a copy at WIL today of the
age in status report generated last week for SAWS as well as being asked gently to move
old cases (remember we don't want to impede putting cases on so this will be a somewhat
delicate balance).” No records of criteria for “moving old cases” as a SAWS policy were
produced.
Email of January 13, 2015. “I removed “Processes and apparatus involving Education
(class 434)” and “Business “Methods” from the list. So many have been allowed, and the
fact that they even have their own classes, would seem to make it fall outside of SAWS at
this point. They would be addressed using Alice guidelines if needed.” This indicates that
TCs used SAWS as a means for preventing allowance: unflagging class 434 cases enabled
their allowance, when allowance should have been independent of their SAWS flag. This
additional procedure is not described in the produced SAWS guidelines. Apparently, TC
Directors have their own procedures that were not produced
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SAWS Memo (2800 SAWS Report Template) .
TC 2800 current grouping name is 2800SAWS and

our new grouping name will be

SAWS 2800 to be

consistent cross the TCs.
I'll send you the March data end of this week.
Thanks,
Diane

From: LeGuyader, John
Sent: Tuesday, March 30, 2010 8:50 AM
To: Bragdon, Kathleen; Baxter, Janet; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Morse, Gregory; Phan, Hien;
Lee, Diane; Ryan, Patrick; Perveen, Rehana; Paras, Peter; Melius, Terry; Swann, Tod; Hughes, Tom; Vidovich, Greg;
Trans, Vincent; Warden, Jill; Yuen, Henry; Weinhardt, Robert
Subject: SAWS: Reminder for end of March data and a couple of TC's need to respond for groupings
All 1. Please remember to provide Kathleen with your end of March data by noon Monday 4/5/10 per the excel on the
SAWS SharePoint site per below.

http://uspto - sstd2/HLES/DCFPO/SDC/SAWS/Shared%20Documents/1%20SAWS%20Data%20Collection%
20FY2010.xls

2. As of yesterday Kathleen was still waiting to hear from 1 700 2400 and 2800 on groupings names. Please provide as
soon as reasonably possible.
3. The directors will get a copy at WIL today of the age in status report generated last week for SAWS as well as being
asked gently to move old cases (remember we don't want to impede putting cases on so this will be a somewhat
delicate balance).
Thanks All

Case 1:15-cv-02249-JEB Document 11-10 Filed 08/24/16 Page 3 of 3
Barrett, Thomas
From:

Barrett, Thomas

Sent:

Tuesday, January 13, 2015 8:21 AM

To:

Bragdon, Kathleen; Ashley, Boyer

Subject:

RE: SAWS biannual update

Attachments:

TC 3700 SAWS Processing Guidelines 5_2012.doc; TC 3700 SAWS Subj Matter
5_2012.doc

I removed “ Processes and apparatus involving Education (class 434) ” and “ Business “ Methods ” from the list.
So many have been allowed, and the fact that they even have their own classes, would seem to make it fall
outside of SAWS at this point.
They would be addressed using Alice guidelines if needed.
Thank you
Tom Barrett

From: Bragdon, Kathleen
Sent: Tuesday, January 13, 2015 7:55 AM
To: Ashley, Boyer; Barrett, Thomas
Subject: FW: SAWS biannual update
Importance: High

Please update ASAP – I ’d like to tell John today (meeting w/him on something else) that the
update due 1/1/2015 is done. And yours is the only outstanding info I need. Thanks!
From: Bragdon, Kathleen
Sent: Monday, January 05, 2015 10:17 AM
To: Ashley, Boyer
Cc: Barrett, Thomas
Subject: RE: SAWS biannual update
Importance: High

About the biannual update …

The last update I have from your TC was 5/2012. Attached.
Can I ask that you look at the Subj Matter Document:
· Add a line under the title on the first page that says “Updated 12/2014 ”

· See also header needs an edit
· Class 434 is referenced – should we add something about CPC code?
Can I ask that you look at the Processing Document:
· Add a line under the title on the first page that says “Updated 12/2014 ”

· Update at the end for SAWS Panel Members in the processing document (Robin Evans is
listed, Boyer is not)
I have marked down that your TC has discussed and SPEs are bringing it to examiners, but we
really need accurate processing docs for the SharePoint site.
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FOIA Production Report

Exhibit 9
OPLA’s and “Other areas of the PTO” undisclosed
SAWS process
1
2
3
4

5

6

7

8

9

Email of March 04, 2014. Referring to the “New OPLA SAWS reporting form.” This
form not produced with the email.
Email of December 03, 2013 from OPLA. “[A]ttached a current version of the SAWS
template.” This template is not produced with the email.
Email of December 04, 2013. “I also attached Jeff West’s suggested SAWS review
template document for OPLA.” This template is not produced with the email.
Email of March 17, 2010. Corps-wide. Subject: “SAWS pendency data request.” “Please
identify by serial which are flagged in the TC vs. at the 10th [floor] in the process if at
all possible.” This indicates a procedure under which PTO officials on the 10th floor
(non-examiners) flag applications as SAWS but the section(s) of the SAWS guidance to
that effect have not been produced.
Email of March 24, 2010. Corps-wide. “But we need to be mindful that [flagged SAWS
applications] do have to move unless we have good reasons why not.” The written
guidance identifying any “good reasons why not” to move to issue or disposal any SAWS
applications was not produced.
Email of November 15, 2010. Corps-wide. “After all on the 10th floor are OK with the
allowance, it gets mailed and proceeds to issue.” This statement indicates a procedure
under which all senior PTO officials on the 10th floor must be “OK with the allowance”
of SAWS-flagged applications—not merely duly “warned” of an impending issuance—for
these applications to be issued. The section(s) of the SAWS guidance to that effect have
not been produced.
Email chain of March 02, 2012. “We track how many are in SAWS status every month,
but we don't track "why" they leave (OPLA approved, OPLA asked for changes to allow,
OPLA said "no way" [allowed application “had to be withdrawn from issue”]).” The
section(s) of the SAWS guidance identifying factors or reasons for OPLA to “ask for
changes to allow” or “withdraw from issue” have not been produced.
Email of February 25, 2015. “We don’t remove the SAWS flag … until the 10th floor
…mostly OPLA…gets back to you that they “don’t have a problem with it”…or they ask
for changes.” The section(s) of the SAWS guidance identifying factors or reasons for
OPLA to “have a problem with” issuing an allowed SAWS application or to “ask for
changes” have not been produced.
Memo of August 23, 2007, SAWS job description, “responding to emails from PUBS
about flagged cases.” PUBS need for, and use of, SAWS flag information appears part of
the SAWS system. Yet no documents for SAWS procedures at the Publication
Department were produced.
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:

Paras, Peter
Wednesday, March 05, 2014 8:28 AM
West, Jeffrey
RE: RE: New OPLA SAWS reporting form

Thanks Jeff. This is helpful.
From: West, Jeffrey
Sent: Tuesday, March 04, 2014 5:49 PM
To: Paras, Peter
Subject: RE: RE: New OPLA SAWS reporting form
Hi PeterThe litigation review question is to let us know if there is a litigation search that has already been performed in the
case. From my understanding, the only time that the TC is supposed to perform a litigation review is for a reissue where
one has not yet been performed (CRU Paralegals will also do a litigation search for reexaminations), but performing a
litigation search is not a requirement to have a SAWS review performed. I’ll double check this and let you know if I find
out anything different.
As to the continuity/foreign data, the data will be provided most often when denying benefit/priority, but would also be
relevant in certain situations when granting as well (i.e. if a benefit is used to overcome a reference that was applied
during examination, foreign priority has been perfected, the priority chain makes the case pre-GATT, etc.). Since these
cases have the potential for extra scrutiny by the public, basically any benefit/priority determination that came up during
examination.
Hope I answered the questions? If not, please don’t hesitate to contact me again.

From: Paras, Peter
Sent: Tuesday, March 04, 2014 2:31 PM
To: West, Jeffrey
Subject: FW: RE: New OPLA SAWS reporting form

Hi Jeff, I started using the new form today and of course had a couple of questions. Is the TC
supposed to perform the litigation review? And regarding the continuity and foreign data, is
this box completed only when we are denying priority to an earlier application.
Thank you for your help.
Peter Paras, Jr
Supervisory Patent Examiner
Art Unit 1632
571-272-4517
Office: REM 2D05
Mailbox: REM 2C18

From: LeGuyader, John
Sent: Thursday, February 27, 2014 12:43 PM
To: Barrett, Thomas; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Phan, Hien; Jones, Deborah (Art Unit 3991);
Lee, Diane; Morse, Gregory; Ryan, Patrick; Paras, Peter; Schechter, Andrew; Simmons, Ian; Melius, Terry; Swann, Tod;
Trans, Vincent; Warden, Jill; Weinhardt, Robert; Yuen, Henry; Simmons, Ian; Bragdon, Kathleen
Cc: Patent Directors; West, Jeffrey; Dennison, Caroline
Subject: FW: RE: New OPLA SAWS reporting form
1
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To: Bragdon, Kathleen; Barrett, Thomas; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Phan, Hien; Jones,
Deborah (Art Unit 3991); Lee, Diane; Morse, Gregory; Ryan, Patrick; Paras, Peter; Schechter, Andrew; Simmons, Ian;
Melius, Terry; Swann, Tod; Trans, Vincent; Warden, Jill; Weinhardt, Robert; Yucel, Irem; Yuen, Henry; LeGuyader, John
Cc: Dennison, Caroline
Subject: RE: RE: SAWS POC biannual update meeting
Hello again –
Before the final draft makes its rounds, I thought that I would check one more time to see if anyone has additional
suggestions/feedback.
If you’ve already sent me your comments, please disregard this email.
If you haven’t sent me any comments, and would still like to, I would appreciate it if I could get them by the end of next
week.
Thank you all for your consideration!

Jeffrey West
OPLA
571-272-2226

From: West, Jeffrey
Sent: Tuesday, December 03, 2013 4:32 PM
To: Bragdon, Kathleen; Barrett, Thomas; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Phan, Hien; Jones,
Deborah (Art Unit 3991); Lee, Diane; Morse, Gregory; Ryan, Patrick; Paras, Peter; Schechter, Andrew; Simmons, Ian;
Melius, Terry; Swann, Tod; Trans, Vincent; Warden, Jill; Weinhardt, Robert; Yucel, Irem; Yuen, Henry; LeGuyader, John
Cc: Dennison, Caroline
Subject: RE: SAWS POC biannual update meeting
Hi allI have attached a current version of the SAWS template.
Please contact me with any suggested modifications and/or questions/concerns.
Once I receive everyone’s feedback, I will incorporate changes as appropriate and send around a final draft for approval.
Thank you in advance for your consideration!
Jeffrey West
OPLA
571-272-2226
-----Original Appointment----From: Bragdon, Kathleen
Sent: Monday, December 02, 2013 8:28 AM
To: Barrett, Thomas; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Phan, Hien; Jones, Deborah (Art Unit 3991);
Lee, Diane; Morse, Gregory; Ryan, Patrick; Paras, Peter; Schechter, Andrew; Simmons, Ian; Melius, Terry; Swann, Tod;
Trans, Vincent; Warden, Jill; Weinhardt, Robert; Yucel, Irem; Yuen, Henry; LeGuyader, John
Cc: Dennison, Caroline; West, Jeffrey
Subject: SAWS POC biannual update meeting
When: Tuesday, December 03, 2013 2:00 PM-2:30 PM (UTC-05:00) Eastern Time (US & Canada).
Where: KNX 8D44

John would like to have our regular touching-base to make any updates to procedures and sensitive
subject matter lists this calendar year and updating examiners in January. Please plan to attend or
send a sub from your TC – we need all TCs represented. Thank you! Kathleen
Please let me know if there’s any update to the Leads list below. FYI – everyone should have a backup listed.
3
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Heaton, John (Ricou)
From:
Sent:
To:
Cc:
Subject:

Bragdon, Kathleen
Wednesday, February 19, 2014 6:36 AM
Barrett, Thomas; Veynar, Caron; Simmons, Ian; Yuen, Henry; Simmons, Ian
LeGuyader, John
RE: SAWS update reminder 2900 and 3700

Still missing SAWS updates from the following TCs:
2900 and 3700
Please update the status ASAP. Thank you! Kathleen
From: Bragdon, Kathleen
Sent: Thursday, February 13, 2014 6:57 AM
To: Barrett, Thomas; Veynar, Caron; Phan, Hien; Lee, Diane; Ryan, Patrick; Schechter, Andrew; Simmons, Ian; Warden,
Jill; Weinhardt, Robert; Yuen, Henry; Simmons, Ian
Cc: LeGuyader, John
Subject: RE: SAWS update reminder

Still missing SAWS updates from the following TCs:
1700, 2800, 2900, 3700
Please forward ASAP your updated versions and that your TC’s have been noticed to bring it up in AU
meetings.
Thank you,
Kathleen
From: Bragdon, Kathleen
Sent: Wednesday, December 04, 2013 10:06 AM
To: Barrett, Thomas; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Phan, Hien; Jones, Deborah (Art Unit 3991);
Lee, Diane; Morse, Gregory; Ryan, Patrick; Paras, Peter; Schechter, Andrew; Simmons, Ian; Melius, Terry; Swann, Tod;
Trans, Vincent; Warden, Jill; Weinhardt, Robert; Yucel, Irem; Yuen, Henry; Simmons, Ian
Cc: LeGuyader, John
Subject: SAWS update reminder

Thanks to all the TCs for attending!
We agreed all the reps would be updating (1) TC procedures and (2) TC-specific subject matter lists
by January 10th.
The process involves:
 reviewing your TC’s current procedure document and TC-specific subject matter list (available
on SharePoint if you don’t have a copy),
 looking for edits by checking w/SPEs and QASs (they may check w/examiners about subj
matter as well)
 discussing any suggested edits and/or soliciting other edits from Directors to finalize the
update and
1
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emailing Kathleen Director-approved updated documents.

Hopefully all by 1/10 so that you can pass out updated docs in your TCs for SPEs to have reminders
in their next AU meetings about the procedure AND the subject matter lists by 1/31.
I also attached Jeff West’s suggested SAWS review template document for OPLA. Please send any
suggestions directly to him for changes. Once that process is done, we’ll have a new template to use
to send to the 10th floor via Tony Caputa.
If you have any questions, just let me know! Thanks, Kathleen

2
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3700

64

CRU

Call me if you have any questions. John would like the info by COB today if possible.
Thank you!

From: LeGuyader, John
Sent: Wednesday, March 17, 2010 6:21 PM
To: Bragdon, Kathleen; Baxter, Janet; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Morse, Gregory; Phan, Hien;
Lee, Diane; Ryan, Patrick; Perveen, Rehana; Paras, Peter; Melius, Terry; Swann, Tod; Hughes, Tom; Vidovich, Greg;
Trans, Vincent; Warden, Jill; Yuen, Henry
Cc: Patent Directors; Patent Assistant/Deputy Comm; Focarino, Margaret (Peggy); Wiley, David; Le, Nancy (Off of the
Comm for Patents); Bahr, Robert
Subject: SAWS pendency data request
Importance: High

TC SAWS POCs - The 1 0th has just requested we provided data in order calculate the pendency of the applications we
currently have flagged as SAWS. I know that many TCs use the PALM grouping function to track flagged cases and
some simply use a list of serial numbers.
1. Please provide by COB Friday 3/19 your PALM groupings or serial number lists of cases your TC currently has

flogged as a SAWS application. Please send that data to me, Kathleen Bragdon and Dave Wiley. We will share with all
the results and data. We need this data for all TCs including 2900 and CRU.
Please identify by serial which are flagged in the TC vs. at the 10th in the process if at all possible.
2. We will call a meeting next week to brainstorm on ideas for a unified tracking method for Peggy's OK for
ease of providing SAWS data and to ensure we are moving these in an efficient manner.
Additional SAWS items needed by a few areas (Contact me for details Directors):
3. Some TCs have yet to provide the first half of year updated materials used in their TCs as well as an
indication the mangers have been notified, and that they are required to hold AU meetings on the topic to
discuss with examiners.

4. End of March is approaching. Please don't forget to provide the SAWS stats needed. Kathleen will send
out reminder.

Directors -

Pass this on to another to complete if your SAWS POC is out.

Thanks all and apologies for the short lead time...
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etc.
As long as it starts with SAWS and your TC number, you can add things after it, so long as you let me know all the names you use so we can pull them in one report
when necessary.
***Once SIRA provides the list, I will consolidate all requests to move current groupings you have into new groupings we're trying to make and forward our request to

SIRA. If your list is sufficiently small, feel free to do it yourself and let me know.
From: LeGuyader, John
Sent: Wednesday, March 24, 2010 12:03 PM
To: Bragdon, Kathleen; Baxter, Janet; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Morse, Gregory; Phan, Hien; Lee, Diane; Ryan, Patrick; Perveen, Rehana; Paras, Peter; Melius, Terry; Swann, Tod;
Hughes, Tom; Vidovich, Greg; Trans, Vincent; Warden, Jill; Yuen, Henry
Subject: RE: SAWS Pendency
Jus a heads - up, and per Peggy's request, the TCs will need to monitor their SAWS cases and try to move the old ones and I will be discussing such with the other directors/ADCs Tuesday at WIL. This is a
gentle push because we don't want to discourage putting cases on the SAWS list. But we need to be mindful that they do have to move unless we have good reasons why not. You director and ADC
should be in the loop on those that are seemingly languishing but have good reasons why. Otherwise we need to try to move our old ones.

To that end attached are the SAWS cases you identified by serial number, TC, PALM status code and age. Look to see especially if you have old counted but not mail cases, and even more especially if
allowed but not mailed. More to follow on the topic after WIL next week.
I wanted to give you all a heads- up

this was coming. Stay tuned...

From: Bragdon, Kathleen
Sent: Tuesday, March 23, 2010 3:59 PM
To: Baxter, Janet; Veynar, Caron; Swerdlow, Daniel; Moise, Emmanuel; Morse, Gregory; Phan, Hien; Lee, Diane; Ryan, Patrick; Perveen, Rehana; Paras, Peter; Melius, Terry; Swann, Tod; Hughes, Tom;
Vidovich, Greg; Trans, Vincent; Warden, Jill; Yuen, Henry
Cc: LeGuyader, John
Subject: FW: PALM Grouping Access

FYI - can use the link below to pull long list of applications in PALM grouping but you need to know the Short Description of your grouping in PALM (not the Application

Group Name) and typing in the Short Description is CASE SENSITIVE. It will pull up a PALM list of all applications in the grouping for you. I don't see where it's
exportable or downloadable to excel...but the Ad hoc report we were talking about today will be.
I will try and write up instructions for use and post them to SharePoint site as well.

From: Hughes, Tom
Sent: Tuesday, March 23, 2010 2:44 PM
To: Bragdon, Kathleen; Hughes, Tom
Subject: PALM Grouping Access

Here is the link to the PALM grouping access. Please distribute to the SAWS team per our discussion today. Note that the drop down menu for "Select Group" does not refer
to the group name; I think it refers to the short or long description. Thanks.
http://expoweb1:8001/cgi bin/expo/Expo1002/1002.pl
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Bragdon, Kathleen

From:

Bragdon, Kathleen

Sent:

Monday, November 15, 2010 9:51 AM

To:

LeGuyader, John; Focarino, Margaret (Peggy)

Cc:

Fitzpatrick, David

Subject:

RE: All_SAWS_grp Report

Attachments:

1 SAWS Data Collection FY2010.xls

The report (link below) is a collection of all SAWS cases flagged in every TC currently. It is useful if you need
to know about a particular case, but not for understanding our SAWS process and how many cases we review
monthly.

All SAWS POCs for the TCs report out on our SAWS SharePoint site in an excel sheet called "SAWS Data
Collection FY2011" currently.
http://uspto -sstd2/HLES/DCFPO/SDC/SAWS/default.aspx
At the end of October, the numbers looked like this:

Total Currently

Allowances
Flagged
this month

Removed
this month

mailed with
Director review
only

Allowances
mailed
with
10th floor/OPLA
review

Allowances

Allowances

reopened after
10th floor/OPLA
review

awaiting
10th floor/OPLA
review
4

TC

Flagged as
SAWS

1600

103

1

1

0

1

0

1700

50

1

2

2

0

0

1

2100

247

2

1

1

0

0

1

2400

132

4

0

0

0

0

0

2600

49

0

0

0

0

0

0

2800

19

0

2

0

0

0

0

3600

53

3

0

0

0

0

1

3700

87

5

5

1

0

0

0

740

16

11

4

1

0

7

2900

CRU
TOTAL

"Total Currently Flagged " represents the number of cases each TC is keeping an eye on (740 Total). Most
are mid-prosecution. Generally, sensitive cases are flagged to have any allowance counted but not mailed. If
a TC's Director deems them ok to allow without further review, then the TC POC unflags them to mail and

proceed to issue. If the Director wants additional review, TC POCs forward up a SAWS report to Tony. After
all on the 10th floor are OK with the allowance, it gets mailed and proceeds to issue.

Am also attaching FY2010 spreadsheet which gives the numbers for the FY by month. David may also have
something more formalized that he provided to Kappos using our data.
Let me know if you need anything else.
Kathleen

----- Original Message----From: LeGuyader, John
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LeGuyader, John

From:

LeGuyader, John

Sent:

Friday, March 02, 2012 2:13 PM

To:

Bragdon, Kathleen; Stone, Jacqueline

Subject:

Re: Saws

Not ultimately my call but I would say no. 1600 is the outlier with this issue and that might be the only area I
personally would want to know. 1600 would be emblematic of the OPLA issue is there is one at all.

From: Bragdon, Kathleen
Sent: Friday, March 02, 2012 02:05 PM
To: LeGuyader, John; Stone, Jacqueline
Subject: RE: Saws

I would need to check w/each TC individually .

We track how many are in SAWS status every month, but we

don't track "why" they leave (OPLA approved, OPLA asked for changes to allow, OPLA said "no way").
I you want me to check, I just need to know what to ask them.

I can think of the below that might get at

what you want? Some variation of this?
How many went for SAWS review? (time frame?)
·

How many cleared SAWS review w/out any issues?

·

How many cleared SAWS review (as is) after working with the TC?

·

How many only cleared after changes?

·

How many were could not get allowed (had to be withdrawn from issue)?

I can't imagine Tony keeps any kinds of records, he just seems to forward to OPLA and forward back from
them.
Original Message
From: LeGuyader, John
Sent: Friday, March 02, 2012 11:12 AM
To: Stone, Jacqueline; Bragdon, Kathleen
Subject: RE: Saws
And since Tony Caputa is the 10th floor gate keeper on this (he receives for the 10th floor a SAWS from a
TC at the director' discretion and handles as deemed necessary including forwarding to OPLA), he may

have a better idea.
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Reichard, Dean

From:

Reichard, Dean

Sent:

Wednesday, February 25, 2015 9:32 AM

To:

Bragdon, Kathleen

Subject:

RE: email assistance

Thanks Kathleen,

I’ll be sending this to my Director today, I hope. I ’ m waiting for the litigation search to come back. I just
requested it yesterday when I was filling out the “ All TCs ” form and noticed that it had a yes/no checkbox
for “ Has a litigation search been performed? ”
Thanks,
Dean
From: Bragdon, Kathleen
Sent: Wednesday, February 25, 2015 6:30 AM
To: Reichard, Dean
Subject: RE: email assistance

Basically follow your TC ’s guidelines. Bring your SAWS Memo (filled out) to your Director. If
they agree it ’s still sensitive, you should send the SAWS Memo and any supporting info from the
Office action (like if there ’s an examiner ’s amdt, make a pdf of it since it ’s not in eDAN yet) to
Tony Caputa on the 10

th

floor. He’ll see it gets around to folks that need to review it.

We don ’t remove the SAWS flag (unless your director says it ’s not saws … then you can take it off
right away and mail it) until the 10 th floor

… mostly OPLA … gets back to you that they “don ’t have

a problem with it ”… or they ask for changes.
From: Reichard, Dean
Sent: Tuesday, February 24, 2015 5:05 PM
To: Bragdon, Kathleen
Subject: email assistance

Hi Kathleen,

I have a case that is allowable and the sensitive material has NOT been amended out of it. So I need to fill out
the “ All TCs SAWS Request. ” I have filled it out (all except the check box about the litigation search which I have

requested but not received yet). Assuming I get my Director’ s approval to remove the flag, who do I send
the “ All TCs SAWS Request ” to? Do I send them anything else.
I ’ m sending my Director the Notice of Allowability, the SAWS Report for our TC explaining why the case was put
in the SAWS program and why it is now allowable, and the “ All TCs ” form for his consideration in deciding
whether or not to authorize me to lift the flag. Assuming he does that, what do I do next?
I have had another case go to allowance, but in that case, the sensitive subject matter had been removed from
the application during prosecution, so I didn ’ t fill out the “ All TCs ” form.
Thanks for your help,
Dean Reichard
TQAS, TC 2800
SAWS POC
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:

Bragdon, Kathleen
Thursday, August 23, 2007 4:32 PM
Nguyen, Dave
SAWS job

As requested:
Preparing memos
accepting emails from examiners, making sure it has enough info.
If not, back to SPE for corrections. Once back from SPE...
finding good background articles on technology where necessary (PubMed)
filling in "political details" using Google, checking assignees, watching for interference/reexam,
etc.
double checking claims, especially for double patenting issues (checking family member cases)
forwarding to Brenda with highlights as to any recognized red flags
briefing John (biweekly meeting) on memo to make decision if ready to go up to 10th floor
Maintaining flagging
flagging all SAWS in PALM
unflagging/mailing/reflagging for all minimally sensitive non-allowances (any highly sensitive
cases, we look at each action)
accepting/"filing" all red folders that cannot mail
responding to emails from PUBS about flagged cases - and moving these faster where possible
Maintaining spreadsheet of all 1600 SAWS cases
putting in new cases as I receive emails about them, date reported, date counted, red folder
held, short summary
updating their status when new actions go out
tracking what goes up to the 10th floor, how long it's been there, when should I prod for an
answer
Acting as contact for the TC
providing details about SAWS process to TC
accepting emailed memos from Examiners
pooling information when we think a case does NOT need to go up...polling SPEs/QASs for
opinion, then present to John in meeting
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Exhibit 10
Documents referring to the Board of Appeals’
undisclosed process and use of SAWS information.
1

2

3

4

5

6

7

8

9

10

Email of December 15, 2005. A SAWS report must accompany SAWS applications
forwarded to the BPAI. The written instructions for BPAI’s use of this report were not
produced.
Email of January 03, 2008. Recites a SAWS forwarding procedure requested by Kimberly
Jordan of the BPAI. The written instructions for BPAI’s use of this information were not
produced.
Email of December 18, 2007. “Remember the Board wishes to receive a version of the
SAWS memo for those applications going on Appeal or to Interference.” The written
BPAI guidance adopting this “wish” and procedure was not produced.
Email exchange of December 15, 2014. PTAB. “When the [Board] decision is ready to be
mailed, the mailing paralegal receives an error message that it is a SAWS case. The case
then is removed from SAWS status and mailed.” The section(s) of the SAWS guidance or
internal Board instructions identifying this criterion for removing a SAWS flag based on
an entry of a Board decision was not produced.
Email of September 30, 2005. “I spoke to John Doll today and he's interested in
expanding the Patent Corps Sensitive Application Warning System (SAWS) to BPAI
decisions.” Board guidance for use of SAWS information for “BPAI decisions” was not
produced.
Email of December 12, 2007. BPAI. “Kimberly, Can you be the Board’s point of contact?
I believe that you will have most of these cases.” Written Board process or actions to be
taken when a Board staff will “have” a SAWS case was not produced.
Email of December 12, 2007. BPAI. “John, the SAWS memos for board cases go to
Patrick Nolan and Dale Shaw.” BPAI procedures for using SAWS information were not
produced.
Email of December 21, 2007. BPAI. “Update on what the Board needs in regard to
SAWS applications.” Also Email of December 18, 2007. “Remember the Board wishes to
receive a version of the SAWS memo for those applications going on Appeal or to
Interference.” BPAI procedures for using this SAWS information were not produced.
Email of December 21, 2007. “Do you need to know why an application is considered to
be a SAWS application (in a sentence or two)? Or is simply stating that an application is a
SAWS application enough?” The email reply to this question was not produced.
Email of November 17, 2005. BPAI. “Any SAWS case being forwarded to the BPAI
(examiner's answer written) should send the SAWS notice to Mike Fleming and Gary
Harkcom at the BPAI. The format of the SAWs notice should be the same as the one you
use for the 10th floor.” BPAI procedures for using this SAWS information were not
produced. 326.
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:

LeGuyader, John
Wednesday, October 24, 2007 11:51 AM
Brumback, Brenda
FW: TC1600 SAWS Program Reminder: clarification

Follow Up Flag:
Flag Status:

Follow up
Flagged

This is from 2006
-----Original Message----From:
Kisliuk, Bruce
Sent:
Wednesday, October 04, 2006 7:52 AM
To:
LeGuyader, John
Subject:
FW: TC1600 SAWS Program Reminder: clarification

-----Original Message----From:
Kisliuk, Bruce
Sent:
Thursday, December 15, 2005 12:21 PM
To:
TC1600 Examiners; Patent Examining Mgrs 1600
Cc:
Beach, Vickie; Chambers, Jasemine; Elliott, George; Payne, Gwendolyn; Kisliuk, Bruce
Subject:
RE: TC1600 SAWS Program Reminder: clarification

We've gotten some questions as to whether all reexams and all cases going to the BPAI need a SAWs report.
The intent is only those meeting the listed SAWs criteria need a report prepared and forwarded.
The memo attached below has been revised. (And thanks to those who pointed out the confusion).
-Bruce
-----Original Message----From:
Kisliuk, Bruce
Sent:
Wednesday, December 14, 2005 8:32 AM
To:
TC1600 Examiners; Patent Examining Mgrs 1600
Cc:
Kisliuk, Bruce; Beach, Vickie; Chambers, Jasemine; Elliott, George; Payne, Gwendolyn
Subject:
TC1600 SAWS Program Reminder
Importance: High

This is a reminder of the SAWS (Sensitive Application Warning System) Program in TC1600. The attached
memo details the program.
Some keys points to remember:





The program relies on early recognition of potential SAWS cases.
However, cases can be identified any time during prosecution.
Examiners and SPEs are encouraged to be liberal in identifying SAWS cases.
The program should have minimal impact of the normal processing of an application.

Two new points have been added (highlighted in blue in the memo). One concerning
reexaminations (top of page 2 and item 11 on page 3) and one concerning cases going to the BPAI
(top of page 2).
1
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Heaton, John (Ricou)
From:
Sent:
To:
Cc:
Subject:

Paras, Peter
Friday, December 21, 2007 4:37 PM
Jordan, Kimberly
LeGuyader, John; Brumback, Brenda
RE: SAWS update meeting

Thanks for the update. That helps alot. Do you need to know why an application is considered to be a SAWS application
(in a sentence or two)? Or is simply stating that an application is a SAWS appllication enough?
Thanks!
Peter

From: Jordan, Kimberly
Sent: Fri 12/21/2007 2:28 PM
To: LeGuyader, John; Brumback, Brenda; Paras, Peter; Ryan, Patrick; Swann, Tod; Follansbee, John; Eisenzopf,
Reinhard; Chin, Tommy; Laballe, Clayton; Melius, Terry; Hughes, Tom; Baxter, Janet; Warden, Jill; Marquis, Lissi
Subject: RE: SAWS update meeting
Update on what the Board needs in regard to SAWS applications:





Please send an email to me (Kimberly Jordan) at the time the examiner's answer is mailed.
The email only needs to include: 1) that it is considered a SAWS application and 2) the serial number of the
application. No memos, please.
This applies to all appeals for the Board - regular utility, design, plant, ex parte reexams and inter partes reexams.
The Board does not need to be notified of SAWS applications involved in potential interferences.

From: LeGuyader, John
Sent: Tuesday, December 18, 2007 11:17 AM
To: Brumback, Brenda; Paras, Peter; Ryan, Patrick; Swann, Tod; Follansbee, John; Eisenzopf, Reinhard; Chin, Tommy;
Laballe, Clayton; Melius, Terry; Hughes, Tom; Baxter, Janet; Warden, Jill; Jordan, Kimberly; Marquis, Lissi
Cc: Patent Directors
Subject: SAWS update meeting

Thank you all for attending yesterday's meeting. As discussed, we would like all the TCs
and the CRU to update their internal TC procedure for notifying your directors on SAWS in
your TC and how they should notify the Board and 10th floor if you have applications your
directors believe rise to that level. I'll investigate the PALM flag issue raised. Remember
that 10th floor notification and/or OK is intended to occur before the allowance is mailed.




I'll investigate the PALM flag issue raised.
Please update your TC subject matter list and internal SAWS process.
Take GATT applications off the general list applicable to all TCs, but do flag those
GATT applications that meet the other criteria.
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Please update your TC subject matter list and internal SAWS process.
Take GATT applications off the general list applicable to all TCs, but do flag those
GATT applications that meet the other criteria.
Remember the Board wishes to receive a version of the SAWS memo for those
applications going on Appeal or to Interference. Kimberly Jordan is to receive these
and is to let us know the level of detail to supply.
Please distribute your updated procedure and subject matter list to your managers
and examiners, or any TC personnel that would be appropriate based on your
internal procedure.
All SAWS that are being sent to the 10th floor are to be sent to Nancy Le. She will
notify you of the OK or if there are any items needing to be addressed
Remember to help the 10th floor understand why this is a SAWS by providing a
impact state as to why the particular application would be scrutinized outside the
office
After you have briefed your TC please provide me with the date you did so and an
electronic copy of the materials used so I can tell Peggy the Corps has been
updated on SAWS.
Timeframe - Complete the update within the month of January. I will send a
reminder by mid-Jan.

Please feel free to ask questions as you go through the process.
John L. LeGuyader
Director TC 1600
Ph: 571 272 0500
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Benoit} Barbara

From:

Benoit, Barbara

Sent:

Monday, December 15, 2014 9:58 AM

To:

Horner, Linda; Boalick, Scott; Ramsey, Adam; Tyler, Troy

Cc:

Smith, James D.; Quinn, Miriam

Subject:

RE: This Morning's USPTO Newsclips

I spoke with Steve:
1)

We are not aware of the SAWS flag when we receive the appeal, nor during processing, deliberations, or

2)

When the decision is ready to be mailed, the mailing paralegal receives an error message that it is a

decision writing.
SAWS case. The case then is removed from SAWS status and mailed. The panel is not made aware of the
SAWS status at any time.

From: i-brner, Unda
Sent: Monday, December 15, 2014 9:35 AM
To: Boalick, Scott; Benoit, Barbara; Ramsey, Adam; Tyler, Troy
Cc: Smith, James D.; Quinn, Miriam
Subject: RE: This Morning's USPTO Nev-.osdips
My understanding comports with ADCJ Boalick. To my knowledge, panels are not informed or aware that an
application is marked with a SAWS flag. Steve Bartlett takes the handoff from Patents to PTAB. He may know
more about what information PTAB may (or may not) have about applications so flagged.

From: Boalick, Scott
Sent: Monday, December 15, 2014 9:26 AM
To: Benoit, Barbara; Horner, linda; Ramsey, Adam; Tyler, Troy
Cc: Smith, James D.; Quinn, Miriam
Subject: FW: This Morning's USPTO Newsclips
We need to look into the allegation in the IP Watchdog story that the PTAB is notified of SAWS flags. To my
knowledge, we are not. Even if administrators are told, panels are not aware so far as I know.

From: Sewell, Karen
Sent: Monday, December 15, 2014 9:08 AM
Subject: This Morning's USPTO Nev-.osclips

newsclips
Your latest selection of news
stories of interest to the USPTO
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Heaton, John (Ricou)
From:

Kisliuk, Bruce

Sent:

Friday, September 30, 2005 2:02 PM

To:

Fleming, Michael R. @ BOAI

Cc:
Subject:

Toupin, James; Rolla, Joseph; LeGuyader, John; Doll, John; Kisliuk, Bruce
SAWS - and BPAI cases

Mike - I spoke to John Doll today and he's interested in expanding the Patent Corps Sensitive

8Pplication Warning §ystem (SAWS) to BPAI decisions.

The basic purpose is to notify the Agency Executives of applications, actions or decisions that could

potentially generate high publicity or would potentially have a strong impact in the patent community.
If you're not familiar with the SAWS program, attached is a one-page memo that describes how it
operates in the Patent Corps, and a more detail memo which includes the guidelines.

i

SAWS case would have to be refined a bit relative to the criteria using

for an application under examination in the Patent Corps.
Would be happy to meet with you, or whoever you designate, to discuss some details or possible

ways to implement this on BPAI decisions.
Thanks,
Bruce Kisliuk

Group Director, Technology Center 1600
U.S. Patent and Trademark Office
tel. 571-272-0700
fax 571-243-0200
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Heaton, John (Ricou)
From:
Sent:
To:
Subject:
Attachments:

Fleming, Michael R. @ BOAI
Wednesday, December 12, 2007 10:57 AM
Jordan, Kimberly
FW: SAWS and the Board
Patent Corps SAWS update for first half of '08

Kimberly,
Can you be the Board’s point of contact? I believe that you will have most of these cases.
Mike

From: LeGuyader, John
Sent: Tuesday, December 11, 2007 4:29 PM
To: Fleming, Michael R. @ BOAI
Cc: Brumback, Brenda
Subject: SAWS and the Board

Mike - The Patent Corps would like to know how at the Board would be your POC on
SAWS matters. As Corps lead I am holding a meeting Monday at 2:30 with TC POCs per
the attached meeting planner to make sure the Corps is updating their procedures, notifies
their managers and examiners of the process (including how to notify the Board of SAWS
applications going up to you all). You are welcome to send a rep to the meeting. In lieu of
such a POC name would be nice and we would like to work with that POC on a mutually
agreeable process for notifying the Board on Appeal or Interference applications we have
identified as SAWS (we would send you a copy of the SAWS memo drafted but need to
know who and how you want to get it, especially since we are trying to minimize email
traffic on such cases).
Thanks - Let me know if you have questions
John L. LeGuyader
Director TC 1600
Ph: 571 272 0500

1
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Well…maybe not…Fleming gave me another contact when I asked him:

Kimberly Jordan

_____________________________________________
From:
Paras, Peter
Sent:
Wednesday, December 12, 2007 3:56 PM
To:
LeGuyader, John
Cc:
Brumback, Brenda
Subject:
FW: SAWS memos for cases at the board

John, the SAWS memos for board cases go to Patrick Nolan and Dale Shaw.

______________________________________________
From:
Nolan, Patrick
Sent:
Monday, December 10, 2007 12:03 PM
To:
Paras, Peter
Subject:
RE: SAWS memos for cases at the board

Peter, for cases that are going to the Board, please e-mail Dale Shaw and myself.
Thanks.
_____________________________________________
From:
Paras, Peter
Sent:
Monday, December 10, 2007 11:41 AM
To:
Nolan, Patrick
Cc:
Brumback, Brenda
Subject:
SAWS memos for cases at the board

Hi Patrick, Do you happen to know to whom at the board I should send SAWS memos for cases on
appeal?
Thanks,
Peter

2
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Please distribute your updated procedure and subject matter list to your managers
and examiners, or any TC personnel that would be appropriate based on your
internal procedure.
All SAWS that are being sent to the 10th floor are to be sent to Nancy Le. She will
notify you of the OK or if there are any items needing to be addressed
Remember to help the 10th floor understand why this is a SAWS by providing a
impact state as to why the particular application would be scrutinized outside the
office
After you have briefed your TC please provide me with the date you did so and an
electronic copy of the materials used so I can tell Peggy the Corps has been
updated on SAWS.
Timeframe - Complete the update within the month of January. I will send a
reminder by mid-Jan.

Please feel free to ask questions as you go through the process.
John L. LeGuyader
Director TC 1600
Ph: 571 272 0500
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Heaton, John (Ricou)
From:
Sent:
To:
Cc:
Subject:

Paras, Peter
Friday, December 21, 2007 4:37 PM
Jordan, Kimberly
LeGuyader, John; Brumback, Brenda
RE: SAWS update meeting

Thanks for the update. That helps alot. Do you need to know why an application is considered to be a SAWS application
(in a sentence or two)? Or is simply stating that an application is a SAWS appllication enough?
Thanks!
Peter

From: Jordan, Kimberly
Sent: Fri 12/21/2007 2:28 PM
To: LeGuyader, John; Brumback, Brenda; Paras, Peter; Ryan, Patrick; Swann, Tod; Follansbee, John; Eisenzopf,
Reinhard; Chin, Tommy; Laballe, Clayton; Melius, Terry; Hughes, Tom; Baxter, Janet; Warden, Jill; Marquis, Lissi
Subject: RE: SAWS update meeting
Update on what the Board needs in regard to SAWS applications:





Please send an email to me (Kimberly Jordan) at the time the examiner's answer is mailed.
The email only needs to include: 1) that it is considered a SAWS application and 2) the serial number of the
application. No memos, please.
This applies to all appeals for the Board - regular utility, design, plant, ex parte reexams and inter partes reexams.
The Board does not need to be notified of SAWS applications involved in potential interferences.

From: LeGuyader, John
Sent: Tuesday, December 18, 2007 11:17 AM
To: Brumback, Brenda; Paras, Peter; Ryan, Patrick; Swann, Tod; Follansbee, John; Eisenzopf, Reinhard; Chin, Tommy;
Laballe, Clayton; Melius, Terry; Hughes, Tom; Baxter, Janet; Warden, Jill; Jordan, Kimberly; Marquis, Lissi
Cc: Patent Directors
Subject: SAWS update meeting

Thank you all for attending yesterday's meeting. As discussed, we would like all the TCs
and the CRU to update their internal TC procedure for notifying your directors on SAWS in
your TC and how they should notify the Board and 10th floor if you have applications your
directors believe rise to that level. I'll investigate the PALM flag issue raised. Remember
that 10th floor notification and/or OK is intended to occur before the allowance is mailed.




I'll investigate the PALM flag issue raised.
Please update your TC subject matter list and internal SAWS process.
Take GATT applications off the general list applicable to all TCs, but do flag those
GATT applications that meet the other criteria.

1
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Heaton, John (Ricou)
From:

Kisliuk, Bruce

Sent:

Thursday, November 17, 2005 1:37 PM

To:

Reynolds, Deborah; Ryan, Patrick; Warden, Robert; Swann, Tad; Salce, Pat; Chin,
Tommy; Eisenzopf, Reinhard; Phan, Hien; Laballe, Clayton; Reese, Randolph; Mansen,
Michael; Banks, Derris; Recla, Henry; Harrison, Jessica; Hindenburg, Max; Marquis, Lissi

Subject:

SAWS follow-up

Thanks to those that attended yesterday's meeting. Attached is the TC1600 sample SAWS Program memo
and the changes incorporating the Reexams and BPAI cases.
As a reminder;
1. Any Reexam in which a SAWS notice is sent to the 10th floor should also cc Lissi Marquis (Central Reexam
Unit).
2. Any SAWS case being forwarded to the BPAI (examiner's answer written) should send the SAWS notice to
Mike Fleming and Gary Harkcom at the BOAI. The format of the SAWs notice should be the same as the one
you use for the 10th floor.

.

.
..'

. j I,,'

I ,

Thanks, And let me know if there are any questions/issues/suggestions - Bruce
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Exhibit 11
Documents that were produced in part or that are
illegible
1
2
3
4

5

6
7
8

Email of December 18, 1998 from John Doll to multiple recipients. Subject: SAWS. Only
the message header was produced, message body was not produced.
Memo of July 24, 2002. TC 3600. Attachments to memo not produced are: “SAWS
Business Method Flowchart”, “Disposal Record”, and “Inquiry Record.”.
Email of March 18, 2010. TC 2600 pendency data request. Attached data file << File:
Current SAWS Aps-2600-2010-03-18.xls >> not produced.
Email of March 30, 2010. Showing a “Modify Group” input form for use in designating
SAWS application groups in PALM. A manual for using this tool was not produced.
Also, the copy of this screen appears to have been subject to selective photo
retouching/diffusion effects that obscures the label below the “PALM Location” label.
New production in non-retouched and non-compressed bitmapped graphics must be made.
Email of January 25,2011. “Updating your SAWS list of cases in PALM ExPo is great the spreadsheet pulls its data from PALM so that's all you need to do until I put a call out
for monthly SAWS numbers. I'm emailing that today - there will be instructions in that
email.” “See attached email for instructions ... let me know if you don't have access.”
The instructions for this PALM exportation tool was not produced..
Email of February 13, 2015. “Average time in status.xlsx” spreadsheet not provided in its
native Excel electronic format as requested.
SAWS Status “Data as of 12/15/2014” spreadsheet not provided in its native Excel
electronic format as requested.
Illegible flow chart reduced and under-scanned resolution. Full size and clear production
required.
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Technology Center 3600

DATE:

July 24, 2002

TO:

TC 3600

FROM :

Gerald Goldberg, John Love
Directors Technology Center 3600

SUBJECT:

Handling Procedure for Applications Having Business Method Claims

In order to insure the appropriate treatment and handling of those applications
examined in TC 3600 that have claims including business method limitations, the
following procedure has been developed. An underlying principle of this procedure is

that the application is identified as being “Sensitive”, warranting inclusion and tracking
in the TC 3600 SAWS Database. Conceptually, the TC 3600 procedure, is intended to
mirror the 3620 Workgroup (formerly TC 2100) approach and utilize their expertise.
Thus, for instance, at time of allowance the application would be subjected to the scrutiny
of the SPE to insure that the claims are statutory and that all the appropriate places have
been searched. The TC 3600 Disposal Record, used for all SAWS cases, would provide a
check sheet very similar to the Business Methods template. Furthermore, after discovery
of a business method type claim, the examiner would consult with the SPE who would
provide a TC 3600 Inquiry record form that would facilitate consultation with 3620
personnel and even the Search Help panel.
It may be determined that the application should be transferred to an Art Unit in
3620. If at the time of allowance the claims should be classified in Class 705, the
Examiner necessarily getting a primary examiner from 3620 to initial the classification
slip would also allow 3620 personnel to subject the case to their final review using the
template.
The procedure relies on the Examiner to recognize the business method claim and
to make the appropriate inquiry and utilization of TC 2100 resources. The TC 3600 SPE
is relied on to make the ultimate determination and perform the final review of the
application. The application is tracked, as are other sensitive cases using the SAWS
Database.
With this background information, the procedure can be easily followed by
consulting the attached flowchart. Also attached and helpful to understand the procedure
are two forms: a Disposal Record, and an Inquiry Form.

Attachments:
SAWS Business Method Flowchart
Disposal Record
Inquiry Record
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Swerdlow, Daniel
From:
Sent:
To:
Subject:

Swerdlow, Daniel
Thursday, March 18, 2010 12:54 PM
Bragdon, Kathleen
RE: SAWS pendency data request TC2600 Response

We had a large group of related cases that we flagged early this month.
that the books balance when I send in the EOM update.

You'll see

Daniel Swerdlow
TQAS
Technology Center 2600
United States Patent and Trademark Office
Knox Building, Room 8D13
Phone 571-272-7531
Fax
571-273-7531
Email daniel.swerdlow@uspto.gov

From:
Sent:
To:
Subject:

Bragdon, Kathleen
Thursday, March 18, 2010 12:47 PM
Swerdlow, Daniel
RE: SAWS pendency data request-TC2600 Response

Daniel - your numbers from February said 26 cases flagged as SAWS, but the
spreadsheet you sent today lists 55 application numbers as SAWS. Can you help me
understand the discrepancy so I'm sure I'm giving the correct numbers to the 10th
floor?
From:
Sent:
To:
Subject:
Importance:

Swerdlow, Daniel
Thursday, March 18, 2010 7:48 AM
LeGuyader, John; Bragdon, Kathleen; Wiley, David
FW: SAWS pendency data request-TC2600 Response
High

Here is the list for TC 2600
<< File: Current SAWS Aps-2600-2010-03-18.xls >>
Daniel Swerdlow
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Bragdon, Kathleen
From:

Bragdon, Kathleen

Sent:

Tuesday,January 25,2011 7:52

To:

Jones, Deborah

Subject:

RE:

(Art Unit

AM

3991)

SAWS and CRU

Updating your SAWS list of cases in PALM ExPo is great - the spreadsheet pulls its data from
PALM so that's all you need to do until I put a call out for monthly SAWS numbers. I'm emailing
that today - there will be instructions in that email.
Thanks for updating!!! Let me know if you have any questions

From: Jones, Deborah (Art Unit 3991)
Sent: Monday, January 24,2011 4:56 PM
To: Bragdon, Kathleen
Subject: RE: SAWS and CRU
We updated the list. How do you update the spreadsheet?

From: Bragdon,Kathleen
Sent: Monday,January 24, 2011 10:59 .AM
To: Jones, Deborah (Art Unit 3991)
Subject: FW: SAWS and CRU

I haven't heard back from you... we usually report cases at the beginning of the month. I was
hoping we could get your numbers set up before then. Let me know if you and your OM have
any time. Thanks!

From: Bragdon,Kathleen
Sent: Wednesday,January OS, 2011 2:27 PM
To: Jones, Deborah (Art Unit 3991)
Subject: SAWS and CRU

Next week in a sit down with your OM would be great. My outlook is up to date for when I'm free
from PTA and other obligations. Mostly afternoons...and
Just set us
up an appt and let me come to you. Pis check for access to SAWS on Demand below so you can
get into that before we meet.
Attached is your current list. Group Name is "SAWS 3900" (capitalization is important if you're
trying to find it in PALM ExPo). Column I is my additions.
On/Off the list is via PALM ExPo, just like docketing. I can walk you through it.
SAWS On Demand is at
http://sirdev-opae/saws/

See attached email for instructions... let me know i f yoo don't have access.]
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Mills, Gregory

From:

Mills, Gregory

Sent:

Friday, February 13, 2015 8:37 AM

To:

Koenig, Andrew

Subject:

Average time in status.xlsx

Attachments:

Average time in status.xlsx

enjoy
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Data as of 12/15/2014
Count of Application
Status Definition

Group
SAWS 1600
SAWS 1700
SAWS 2100
SAWS 2400
SAWS 2400 IP All
SAWS 2400 Solicitors
SAWS 2600
SAWS 2800
SAWS 2900
SAWS 3600
SAWS 3700
(blank)
Grand Total

Appeal
Brief (or
Supplem
ental
Brief)
Entered
and
Appeal
Allowanc Awaiting Forwarde
d to
BPAI
Advisory e
Counted Docketin Examiner
Action
g (Status (Status
(Status
Mailed
121)
132)
(Statu 83) 89)
1
2
1
2
2
10
4
3

Applicati
on
Involved
in Court
Proceedi
ngs
(Status
195)
1

AWAITIN
G
RESPON
SE FOR
INFORM
ALITY,
FEE
DEFICIE
NCY OR
CRF
ACTION
(Status
31)
1

1
2
1

4
1

1

1
2
1

2
7

1

10

28

2

Docketed
New
Case Ready for
Examinat
ion
(Status
30)
13
5
2
28
8

Court
Board of Proceedi
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA
R. Danny Huntington,

)
)
Plaintiff,
)
)
v.
)
)
U.S. Department of Commerce,
)
)
Defendant.
)
___________________________________ )

Civil Action No. 15-CV-2249 (JEB)

PLAINTIFF’S STATEMENT OF MATERIAL FACTS NOT IN DISPUTE
Pursuant to Local Rule 7(h) of the Rules of the United States District Court for
the District of Columbia, plaintiff, R. Danny Huntington, by and through undersigned
counsel, hereby states the following material facts not in dispute:
1.) The Patent Act establishes the United States Patent and Trademark Office
(“PTO”), 35 U.S.C. § 1, which is responsible for, among other things, “the granting and
issuing of patents.” 35 U.S.C. § 2(a). The Patent Act provides that “[w]hoever invents or
discovers any new and useful process, machine, manufacture, or composition of matter,
or any new and useful improvement thereof, may obtain a patent therefor, subject to the
conditions and requirements of [the patent statute].” 35 U.S.C. § 101.
2.) The Patent Act further provides that “[a] person shall be entitled to a patent
unless” the applicant fails to meet certain patent-eligibility and patentability conditions.
35 U.S.C. § 102. (Emphasis added). Statutory patentability conditions include novelty (§
102), non-obviousness (§ 103), and enabling disclosure (§ 112). To ensure that the
statutory conditions are met, the Patent Act contains a system of patent application
examination by patent examiners in the PTO.
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3.) An inventor initially applies for a patent by submitting a written patent
application to the PTO, containing a written description of the invention, drawings, and
one or more numbered claims that define the invention for which a patent is sought. See
35 U.S.C. §§ 111, 112. The Patent Act requires that the PTO “shall cause an examination
to be made” of the application for an “alleged new invention.” 35 U.S.C. § 131.
4.) If a patent examiner finds “that the application is entitled to a patent under the
law, the [PTO] shall issue a patent therefor.” Id. If a patent examiner rejects a patent
application, the Patent Act requires that the examiner notify the applicant “stating the
reasons for such rejection, or objection or requirement, together with such information
and references as may be useful in judging of the propriety of continuing the prosecution
of his application.” 35 U.S.C. § 132(a).
5.) The Examiner’s action must be “complete as to all matters,” 37 C.F.R. §
1.104(b), including the complete identification and statement of “any objection or
requirement.” 37 C.F.R. § 1.104(a). The first rejection is non-final and the applicant may
reply by amendment, argument, and/or evidence, which the examiner must consider
before making a final rejection. 37 C.F.R. §§ 1.111, 1.112.
6.) Should the application be finally rejected by the examiner, the Patent Act
provides for administrative review by the Patent Trial and Appeal Board, 35 U.S.C.
§ 134(a), which prior to the America Invents Act of 2011 was called the Board of Patent
Appeals and Interferences, (“BPAI”). Upon written appeal, “[t]he [Appeal Board]
shall…review [the] adverse decision of [the] examiner[].” 35 U.S.C. § 6(b)(1).
7.) In or about early December 2014, news reports began to emerge in the media
from unofficial sources that the PTO had a confidential policy and program involving a

2

Case 1:15-cv-02249-JEB Document 11-14 Filed 08/24/16 Page 3 of 17

secret review process for some pending U.S. patent applications selected based on
internally-created criteria made up by the PTO. The PTO program or policy was known
as the SAWS program. See Declaration of R. Danny Huntington, ¶9.
8.) The SAWS program does not appear to have been adopted by reference to any
specific statutory or regulatory authority. Nor does it appear to have been disclosed to
the public by the PTO whether through notice and comment, rulemaking, guidance or
otherwise. Applications designated under the SAWS are “applications which would
potentially generate unwanted media coverage (i.e., news, blogs, forums),” see Exhbit 23 attached to the Declaration of R. Danny Huntington at B-89, or “applications
containing claims to subject matter which, if issued, would generate unfavorable
publicity for the USPTO,” id. at B-107, or “applications reciting processes/systems that
PTO employees or IP attorneys practice/use,” id. at B-55, “applications with pioneering
scope,” id. at B-49, applications singled out “based on the identity (i.e., ‘name’) of the
inventor or assignee,” id. at C-7, or applications “with a very old effective filing date
(pre-GATT —before June 8, 1995) with broad claim scope.” Id. at C-21; B-74. See also
Exhibit 1-2 attached to the Declaration of R. Danny Huntington (“All Pre-GATT cases
should be flagged as SAWS and a SAWS report should be prepared if near allowance
when you send it up for 10th floor review.”)
9.) The SAWS program operated since 1994, see Exhibit 2-3 attached to the
Declaration of R. Danny Huntington at B-019, and was declared “retired” on March 2,
2015. Id. at B4. Consistent with its acronym, SAWS was said to be a “warning” system
“designed as an information gathering system to apprise various areas of the PTO of the
prosecution of patent applications that include sensitive subject matter.” Id. at B-31. The

3
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SAWS program is intended to “help USPTO personnel in the Office of the Commissioner
for Patents and the Office of Public Relations interact with the press about applications
that may generate a high level of publicity.” Id. at B-32. In other words, the SAWS list is
a purported “Be On the Lookout” or “BOLO” list of certain patent applications.
10.) The SAWS program operated in secrecy. Examiners were instructed that the
application file “shall not indicate it has been identified as a SAWS application;” that the
“[t]he Office shall not notify Applicant or any other party that any particular application
has been identified as a SAWS application;” that “examiners may not communicate with
the press or public on any application, SAWS or not.” Id. at B-44.
11.) Each Technology Center (“TC”) at the PTO develops and maintained its
own SAWS list of “sensitive” subject matter and criteria. Id. at B-114. Applications that
meet SAWS criteria were “flagged,” or designated, as SAWS in the SAWS database
and/or in the PTO’s Patent Application Locating and Monitoring (“PALM”) System. Id.
at B-115; Exhibit 1-1 attached to the Declaration of R. Danny Huntington (“SAWS TC
POC [Point Of Contact] flags the Application as SAWS in PALM to prevent issuance.”)
12.) Flagging the SAWS application in PALM prevented “mailing at the time of
disposal.” Exhibit 2-3 attached to the Declaration of R. Danny Huntington at B-116;
“Flagging an identified SAWS application in PALM to ensure that the case does not issue
until the flag has been removed.” Id. at B-074; Exhibit 1-1 attached to the Declaration of
R. Danny Huntington (“The SAWS PALM groupings prevent mailing and [patent]
issuance…”). “If during prosecution, the sensitive nature of the application has changed
(i.e., Applicants elect non-sensitive subject matter, Applicants amend the claims to
exclude sensitive subject matter), the SAWS POC can be notified to remove the

4
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application from the SAWS database and unflag.” Exhibit 2-3 attached to the
Declaration of R. Danny Huntington at B-81.
13.) An application flagged as SAWS was examined nonetheless and if it met all
patentability requirements, the examiner allowed the application and a “SAWS Report”
or “SAWS Memo” was written at the time of allowance. Id. at B-83. If the “TC Director
reviews the SAWS Memo and determines that it should continue as SAWS,” see Exhibit
1-1 attached to the Declaration of R. Danny Huntington, the SAWS Memo and the
allowed application is forwarded to the “10th floor,” to the Office of Patent Legal
Administration (“OPLA”) for review. Id. (“SAWS TC POC forwards the SAWS Memo
to Tony Caputa for distribution/review.“)
14.) TC takes the action necessary [which] can include specific claim amendments to
address OPLA's concerns that Applicant might agree to … , reinstating a previous (improperly
dropped) rejection, and reopening [prosecution] to apply a new rejection.” See Exhibit 1-1

attached to the Declaration of R. Danny Huntington
15.) Designation under SAWS could substantially delay or prevented the
issuance of at least some of the SAWS patent applications. Based on records produced
by the PTO, as of March 2010, 45 of the SAWS applications pending (about 7%) were
then pending for more than 10 years. Exhibit 1-3 attached to the Declaration of R. Danny
Huntington (adding all cases having an age of more than 120 months). Pendency at
disposition for these applications (if and when it ever happens) is unknown, but must
necessarily be longer than that. For comparison, the Office’s average pendency at that
time for all applications was 35.3 months. See “FY 2010 Performance and Accountability
Report,”at 12. See
www.uspto.gov/sites/default/files/about/stratplan/ar/USPTOFY2010PAR.pdf .
5
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16.) On February 12, 2015, plaintiff submitted via email a FOIA request to the PTO
seeking certain records concerning the SAWS Program. Specifically, plaintiff sought:
(1). The biannual SAWS update including a.) all documentation, guidance,
communication, articles or electronically stored emails or information as construed under
Federal Rule of Civil Procedure 34(a)(1)(A) (“Documents”) describing, documenting, or
relating to procedures (including all attachments and templates) issued with respect to
SAWS since this program has been in existence in the mid-1990s and b.) including
within the scope of the request any documents containing legal opinions, reports or
explanations of the statutory bases for the SAWS program and its procedures as furnished
after its first adoption in the mid-1990s and after any subsequent “update” thereof;
(2). Documents directing, instructing, or specifying the action(s) to be taken upon
receiving a notification that “an allowance of a SAWS application is mistakenly mailed
prior to the SAWS report.”;
(3). Information pertaining to complete SAWS Reports, specifically a.)
documents relating to, or instructing the preparation of, the “complete SAWS Report,”
including any listing, identification or explanations of the factors that should be
considered or included in the SAWS Report’s “Impact Statement” since this program has
been in existence in the mid-1990s and b.) copies of the “template of the required
[SAWS] report” provided in conjunction with every “update” of the SAWS procedures
since this program has been in existence in the mid-1990s; and
(4). Information pertaining to forwarded, non-forwarded or removed SAWS
reports, specifically a.) documents relating to, or specifying the conditions, circumstances
or reasons for a Technology Center (“TC”) Director not to forward the completed SAWS

6

Case 1:15-cv-02249-JEB Document 11-14 Filed 08/24/16 Page 7 of 17

Report and instead save it “for future use,” b.) documents, routing slips or designations
identifying the positions or functions of persons “in other areas of the PTO” to whom the
TC Directors forward the completed SAWS Reports after having made “the final decision
on forwarding the SAWS report to other areas of the PTO,” c.) documents relating to, or
specifying how the forwarded complete SAWS Reports are used, assist, or contribute to
an identifiable agency decision made by person(s) “in other areas of the PTO” with
respect to the SAWS application, d.) documents relating to, or specifying how an
application previously flagged under SAWS is removed “from the SAWS database and
unflagged” other than by abandonment or “applicants electing non-sensitive subject
matter,” or “applicants amending the claims to exclude sensitive subject matter” and e.)
documents relating to, or directing examiners’ communication with applicants through
office actions rejecting claims having “sensitive subject matter,” or suggesting the
election of “non-sensitive subject matter,” or amendment of “the claims to exclude
sensitive subject matter.” See Declaration of R. Danny Huntington dated August 24,
2016, ¶ 19 and 2-1.
17.) On March 20, 2015, the PTO responded to plaintiff’s request and assigned it
Request No. F-15-00107. The PTO indicated that it had located 118 pages responsive to
plaintiff’s request but that certain of the material was being withheld pursuant to FOIA
Exemption 5. The PTO provided administrative appeal rights. Id., ¶20, and Exhibit 2-2.
18.) By letter dated April 15, 2015, plaintiff administratively appealed the PTO’s
March 20, 2015 action. Id., ¶21, and Exhibit 2-3.
19.) The PTO denied plaintiff’s appeal on May 15, 2015. Specifically, the PTO
found that it had conducted an adequate search for responsive records and had properly

7
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been withheld pursuant to the quasi-judicial privilege and the deliberative process
privilege. Id., ¶22, and Exhibit 2-4.
20.) On April 30, 2015, plaintiff submitted via email, another request referred to
as “R3.” This request sought reporting separately for each Technology Center, wherein
the information for TC 3600 is separated by the business-method art units (AU 3621-29,
3681-89 and 3691-96) and other remaining art units, the following information on patent
applications designated, flagged, or grouped under the SAWS (“SAWS Applications”):
a. List of actual filing dates for each SAWS Application pending as of the latest
date available before the retirement of the SAWS program on March 2, 2015;
b. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2010;
c. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2006;
d. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 2002; and
e. List of actual filing dates for each SAWS Application pending as of the end of
fiscal year 1998. Id., ¶ 23, and Exhibit 3-1.
21.) Plaintiff submitted via email another FOIA request designated “R4” on April
30, 2015. This request sought three (3) items. Item 1 concerned SAWS Applications that
are “flagged by the SAWS POC,” by the “SAWS data base manager,” or removed and
“unflagged” by them. It specifically sought:

8
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a. All manuals, instructions, training material, screen-shots, or records relating to,
or describing the “flagging” and “unflagging” of SAWS Applications in the “SAWS
database,” the PALM, or the PALM EXPO systems; and
b. All manuals, instructions, training material, screen-shots, or records relating to,
or describing the exportation of data or generation of reports pertaining to SAWS
Applications from the “SAWS database,” the PALM, or the PALM EXPO systems.
Further, plaintiff sought the PTO, at a minimum, search records and emails of “IT
specialist(s) who maintain the PALM system,” the “SAWS database manager,” and the
TC SAWS POCs including John LeGuyader, Kathleen Bragdon (TC1600), Peter Paras
(TC1600), Patrick Ryan (TC1700), Jill Warden (TC1700), Vincent Trans (TC2100),
Rehana Perveen (TC2100), Emmanuel Moise (TC2400), Tod Swann (TC2400), Daniel
Swerdlow (TC2600), Hien Phan (TC2800), Diane Lee (TC2800), Terry Melius
(TC3600), Robert Weinhardt (TC3600), Thomas Hughes (TC3700), Janet Baxter
(TC3700), Greg Vidovich (TC3700), Henry Yuen (TC3700), Caron Veynar (TC2900),
and Gregory Morse (CRU). Item 2 of R4 sought all records, reports, or emails providing
summary reports produced any time from 1994 to 2015 on SAWS Applications by
Technology Centers, including numerical summaries on pendency or status, or separately
reporting on issued, pending, or abandoned SAWS Applications. Responsive records also
include reports on the number of SAWS Applications by TC, referred to “10th
floor/OPLA review.” In searching for responsive records for this request, the PTO should
at least search the records and emails of the persons identified in relation to Request 1
above, prior SAWS POCs, and of those having overall responsibility for the SAWS
program, including present and past Deputy Commissioners for Patent Operations. Item

9
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3 of R4 sought, reporting separately for each Technology Center, wherein the information
for TC 3600 is separated by the business-method art units (AU 3621-29, 3681-89 and
3691-96) and other remaining art units, the following cumulative information on all
SAWS Applications that were so tracked until the retirement of the SAWS program:
a. for applicants claiming micro entity status, the numbers for issued, abandoned,
and pending SAWS Applications;
b. for applicants claiming small entity status, the numbers for issued, abandoned,
and pending SAWS Applications; and
c. for applicants claiming large entity status, the numbers for issued, abandoned,
and pending SAWS Applications.
Id. ¶24 and Exhibit 3-2.
22.) Plaintiff submitted a third FOIA request by email on April 30, 2015. This
request designated “R5” sought two items. Item 1 sought (a) all communication records
concerning Kimberly Jordan becoming the Board’s SAWS Point of Contact, including
job/task description and instructions for her handling and forwarding the SAWS
notifications and SAWS memoranda. Responsive records for this request include
Kimberly Jordan’s own notes or write ups on the subject and (b) all communications,
letters, memoranda, or emails concerning the SAWS program sent to the Board’s
personnel including to Administrative Patent Judges (“APJ”) since 1994 which contain
any alerts to the SAWS program or explanations or instructions for how APJs should use
or consider SAWS flag information or the SAWS memoranda. Item 2 of R5 sought all
post-decisional communications, letters, memoranda, or emails concerning the retirement
of the SAWS program or instructions to TC Directors, TC SAWS POCs, or examiners of

10
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tasks and procedures for terminating or winding down the SAWS program, including
instructions for clearing SAWS flags, or retaining or purging SAWS-related records. Id.,
¶25, and Exhibit 3-3.
23.) By letter dated May 20, 2015, the PTO acknowledged receipt of the three
FOIA requests of April 30, 2015 and assigned them one FOIA number, FOIA No. F-1500190. Further, the PTO estimated search and review fees of $5307.55 for the requests.
Id., ¶ 26, and Exhibit 3-4.
24.) Plaintiff requested a breakdown of the fees for all the distinct requests
consolidated by the PTO in FOIA No. F-15-00190 by letter dated June 11, 2015. Id., ¶
27, and Exhibit3-5.
25.) By letter dated June 19, 2015, plaintiff promised to pay $250 to cover the
estimated cost of R3 but again asked for a breakdown of the fees for the remaining
requests. Id., ¶28, and Exhibit 3-6.
26.) The PTO, via email dated June 22, 2015, acknowledged receipt of plaintiff’s
June 19, 2015 letter. Id., ¶29, and Exhibit 3-7.
27.) By letter dated July 24, 2015, the PTO responded to plaintiff’s request R3.
The PTO stated it had located information concerning the filing dates and Technology
Center for SAWS applications pending as of March 2, 2015 and the end of fiscal year
2010. However, the PTO denied this material in full pursuant to Exemption 5 of the
FOIA. Id., ¶30, and Exhibit 3-8.
28.) Plaintiff appealed the PTO’s withholdings by letter dated August 19, 2015
and appealed the PTO’s actions as to plaintiff’s requests R4 and R5, including its failure

11
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to produce the records and provide plaintiff with an estimated cost breakdown for the
processing of each request. Id., ¶31, and Exhibit 3-9.
29.) The PTO denied plaintiff’s appeal by letter dated September 22, 2015 and
stated that the search for the requested records in request R3 was adequate and that the
material was properly withheld pursuant to FOIA Exemption 5 as it was privileged under
the deliberative process and quasi-judicial privileges. Furthermore, the PTO disregarded
plaintiff’s arguments concerning requests R4 and R5 stating only that he argued “that the
Agency's response to FOIA Request No. F-15-00190 was untimely and, as a
consequence, the Agency may not require the payment of fees associated with the
request.” The PTO stated that it “did not require you to pay fees associated with FOIA
Request No. F -15-00190. Therefore, that aspect of your argument is inapposite.” No
further discussion of the agency’s failure to provide an estimated cost breakdown for
Requests R4 and R5 were provided. Id., ¶32, and Exhibit 3-10.
30.) Plaintiff emailed the PTO on November 2, 2015, and informed the PTO he is
still interested in requests R4 and R5. He stated that he believed that the PTO’s failure to
process these requests forfeited its opportunity to charge any fees. Furthermore, he stated
that if it did believe that fees could be applied, he still sought an estimated cost
breakdown for the processing of the requests. Id., ¶33, and Exhibit 3-11.
31.) On December 24, 2015, plaintiff filed the complaint in this action due to the
inadequate searches and withholdings made by the PTO, and its failure to provide records
or even any cost breakdowns or records for Requests R4 and R5. Complaint [Dkt. No. 1].

12

Case 1:15-cv-02249-JEB Document 11-14 Filed 08/24/16 Page 13 of 17

32.) Following the filing of the Complaint, the PTO processed additional records
without charging any fees and made releases on April 8, 2016, May 12, 2016, June 1,
2016 and June 21, 2016. Declaration of R. Danny Huntington., ¶35, and Exhibit 5.
33.) The PTO found apparently responsive records for request index 18, found
no responsive records for request indices 2, 3, 6, 9, and 10, and made partial productions
of records pertaining to request indices 1, 4, 5, 7, 8 and 12-17. See Declaration of R.
Danny Huntington., ¶36, and Exhibit 4. Records released by the PTO, however, indicate
that additional records responsive to these requests exist. Id.
34.) As to the incomplete search and production for Request Index 1, the table in
Exhibit 1 attached to the Declaration of R. Danny Huntington demonstrates the sparse
PTO production of the semiannual SAWS guidelines to examiners. The table
demonstrates that PTO production for SAWS guideline updates earlier than 2008 is
virtually non-existent. Id. However, released documents demonstrate that the PTO
instituted periodic semiannual internal dissemination of updated SAWS instructions from
at least 1998. (Exhibit 2-3 attached to the Declaration of R. Danny Huntington at B-27).
Indeed, for TC 1600 (and its predecessors), the PTO found periodic SAWS guidelines
starting from 1995. Exhibit 6-1 attached to the Declaration of R. Danny Huntington. In
2002, the Deputy Commissioner for Patent Operations stated in a Memo to all examiners
“[e]ach Technology Center will distribute a SAWS memo to examiners at least
semiannually.” (Exhibit 2-3 attached to the Declaration of R. Danny Huntington at B-72)
(emphasis supplied). Other released documents indicate that there were updates to the
SAWS process made in each Technology Center twice a year (Exhibit 6-2 attached to the
Declaration of R. Danny Huntington). In fact, records from more recent years for which

13
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the PTO’s production was more complete have included two updates per year. Exhibit 61 attached to the Declaration of R. Danny Huntington.
35.) Request Indices 4 and 5 sought specific items about the preparation of SAWS
reports. Little responsive material was located by the PTO. While “templates” from
certain years were later produced, no written guidelines for “impact” criteria for
examiners to make the “Impact Statement” were produced. Declaration of R. Danny
Huntington, ¶ 38.
36.) Request Indices 11, 14 and 15 sought any numerical summaries on pendency
or status, or separately reporting on issued, pending, or abandoned SAWS Applications,
including by entity size since 1994. The request also sought filing dates for SAWS
applications that were so flagged at certain time periods. The PTO did not find
responsive information for the 1998, 2002 and 2006 dates. The PTO located the
information only for the March 2, 2015 and 2010 dates, even though it withheld them
pursuant to FOIA Exemption 5. See Exhibit 3-8 attached to the Declaration of R. Danny
Huntington. The PTO however, was silent as to the information for the 1998, 2002 and
2006 dates. Id.
37.) Despite its silence, the PTO clearly has the information requested for the
1998, 2002 and 2006 dates as a memo released by the PTO establish that the agency was
using a database as early as at least January of 2000 to track SAWS applications. The
memo states “[t]he SAWS reporting process is based upon Microsoft Access™ database
that has three elements (1) a data entry screen (2) a compiled database of application
information; and (3) an output report that includes information relating to application
identified as SAWS.” Exhibit 2-3 attached to the Declaration of R. Danny Huntington at

14
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B-26. In 2002, a corps-wide memo shows that SAWS applications were tracked in
PALM and a task of “[f]lagging an identified SAWS application in PALM to ensure that
the case does not issue until the flag has been removed.” Id. at B-074. Other released
documents demonstrate that the PTO had tracked flagged SAWS applications in the
PALM system to automatically prevent mailing allowances years before 2010. Exhibit 7
attached the Declaration of R. Danny Huntington. The records released indicate that
PTO management started receiving SAWS data 15 years after the SAWS program was
initiated at the request of the Assistant U.S. Secretary of Commerce. Declaration of R.
Danny Huntington, ¶40 and Exhibit 2-3 at B-019.
38.) Virtually little or no material at all was produced in response to Request
Indices 6, 9, and 10. These requests were pertaining to TC Directors’ decision factors
regarding disposition of SAWS applications including not to forward the completed
SAWS Report and instead keep a SAWS application flagged and save the report “for
future use;” how, if at all, SAWS flags can be removed other than by abandonment or
“applicants electing non-sensitive subject matter,” or “applicants amending the claims to
exclude sensitive subject matter;” or the legal basis for directing examiners to negotiate
with applicants to make such amendments. See Exhibit 1-1 attached to the Declaration of
R. Danny Huntington (“TC takes the action necessary [which] can include specific claim
amendments to address OPLA's concerns that Applicant might agree to … , reinstating a previous
(improperly dropped) rejection, and reopening [prosecution] to apply a new rejection.”) These

are substantive procedures for which responsive documentation should exist but were not
produced. Declaration of R. Danny Huntington ¶41. A number of documents referring
to such TC Directors’ undisclosed process and use of SAWS Reports were released by
PTO. Exhibit 8 attached to the Declaration of R. Danny Huntington.
15
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39.) Virtually no documented procedures or information on the factors and
considerations or “decisions” (if any) made at “other areas of the PTO,” by PTO
management on the “10th floor,” or by OPLA, were produced in response to Request
Indices 7 and 8. Declaration of R. Danny Huntington ¶42. Despite no production of
these documents, material indicating the existence of substantive OPLA procedures
existing was released by the PTO. Id. and Exhibit 7.
40.) Very little information on the Board of Appeals handling of SAWS
information (Request indices 16 and 17) was produced. Id. ¶43. Documents released
demonstrate that in 2005, 10 years after the SAWS program was in place, the PTO
Commissioner informed then Chief Administrative Patent Judge (“APJ”) of the Board of
Appeals that the Board is to be made cognizant of applications that come before it that
are flagged under SAWS. Exhibit 10 attached to the Declaration of R. Danny
Huntington. In 2007, the Chief APJ had requested that SAWS Reports pertaining to such
applications be forwarded to the Board as well. Id.
41.) Responsive documents that were produced in part are defective, illegible or
otherwise not produced in their native Excel electronic form. Exhibit 11 of the
Declaration of R. Danny Huntington.

August 24, 2016

Respectfully submitted,
_____/s/__________________
Scott A. Hodes
(D.C. Bar No. 430375)
P.O. Box 42002
Washington, D.C. 20015
Phone (301) 404-0502
Fax (413) 641-2833
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Attorney for Plaintiff
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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA
R. Danny Huntington,

)
)
Plaintiff,
)
)
v.
)
)
U.S. Department of Commerce,
)
)
Defendant.
)
___________________________________ )

Civil Action No. 15-CV-2249 (JEB)

ORDER
The Court having considered plaintiff’s partial motion for summary judgment, the
declaration of R. Danny Huntington, and the entire record herein, it is hereby
ORDERED that plaintiff’s partial motion is granted; and it is further hereby;
ORDERED that defendant will conduct additional searches for records responsive to
Index Number requests 1-17, and release additional material to plaintiff within 30 days of this
Order.

DATED________________

________________________________
JAMES E. BOASBERG
UNITED STATES DISTRICT JUDGE

