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QUESTION PRESENTED

• Where a design patent is applied to only a 

component of a product, should an award of 

infringer’s profits be limited to those profits 

attributable to the component? 

U.S. Pat. No. D593,087

U.S. Pat. No. D604,305
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35 U.S.C. § 289 
- ADDITIONAL REMEDY FOR INFRINGEMENT OF DESIGN PATENT

“MONEY, NOT MORALITY, IS THE PRINCIPLE COMMERCE OF CIVILIZED NATIONS.”  

 THOMAS JEFFERSON (FIRST PATENT EXAMINER OF THE US PTO)

• Whoever during the term of a patent for a design, without license of the 

owner, 

(1) applies the patented design, or any colorable imitation thereof, to any 

article of manufacture for the purpose of sale, or 

(2) sells or exposes for sale any article of manufacture to which such 

design or colorable imitation has been applied

shall be liable to the owner to the extent of his total profit, but not less than 

$250, recoverable in any United States district court having jurisdiction of the 

parties.

• Nothing in this section shall prevent, lessen, or impeach any other remedy 

which an owner of an infringed patent has under the provisions of this title, 

but he shall not twice recover the profit made from the infringement.
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HELD (8-0): 
• In the case of a multicomponent product, the relevant 

“article of manufacture” for arriving at a Section 289 
damages award need not be the end product sold to the 
consumer but may be only a component of the end product. 

Accused Samsung Products
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LEGISLATIVE HISTORY

Hartford Carpet (U.S. 1885)

Owner of U.S. Design Pat. 11,074 

recovered 6¢

Design Patent Act of 1887

“It is expedient that the infringer’s 

entire profit on the article should 

be recoverable, as otherwise 

none of his profit can be 

recovered, for it is not 

apportionable.”

- 18 Cong. Rec. 834
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PRACTICAL PROBLEMS

“EVERYTHING IN WAR IS SIMPLE, BUT EVEN THE SIMPLEST THING IS DIFFICULT.”  

 CARL VON CLAUSEWITZ
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“ONCE MORE UNTO THE BREACH, DEAR
FRIENDS, ONCE MORE … ” 

N.D. CAL.  FED. CIR.  S. CT. 

The design may 

be applied to an 

article of 

manufacture or a 

portion thereof. 

See MPEP 1502.

N.D. CAL.  FED. CIR.   
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VARSITY BRANDS, INC. V. 
STAR ATHLETICA, LLC

COPYRIGHT PROTECTION IN CLOTHING

Theresa H. Wang, 

Stokes Lawrence, P.S.
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Varsity Brands et al. v. Star Athletica 
, 799 F. 3d 468 (6th Cir. 2015)
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Varsity Brands et al. v. Star Athletica 
, 799 F. 3d 468 (6th Cir. 2015)

On summary judgment, district court decides designs are not 
copyrightable because “colors, stripes, chevrons, and similar designs 
typically associated with sports in general, and cheerleading in 
particular” make the garment “recognizable” as a cheerleading 
uniform.

Sixth Circuit reverses, finding (among 
many other things): “a plain white 
cheerleading top and plain white skirt 
still cover the body and permit the 
wearer to cheer, jump, kick and flip.”

“Can the arrangement of stripes, 
chevrons, color blocks, and zigzags ‘exist 
independently of’ the utilitarian aspects 
of a cheerleading uniform?  We believe 
they can.”
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Question Presented to the 
Supreme Court:

• What is the 
appropriate test 
for determining 
when a feature 
of the design of 
a useful article is 
protectable 
under § 101 of 
the Copyright 
Act? 
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Proposed Responses to USSC’s
Question Presented:
• Star Athletica’s Proposed Test for Separability

Analysis:
• Decide whether the pictorial, graphic or 

sculptural work is a design of a useful article
• Identify all of the article’s inherent, essential, or 

natural functions
• Consider whether the feature can be recognized 

as a unit by itself, apart from utilitarian aspects 
of article – if not, then no copyright.

• Finally, look to whether the artistic feature and 
useful article could exist as separate works.  The 
feature must be “purely artistic.” 
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Proposed Responses to USSC’s
Question Presented:

• Varsity Brands’ Response:

• Star Athletica’s proposed test is too 
narrow.

• Either physical or conceptual
separability satisfy requirements of 
the Copyright Act

• Two-dimensional artwork on useful 
articles is “inherently separable.”
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Protected by 
Copyright:

Not Protected 
by Copyright
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SCA Hygiene Products Aktiebolag v. First 

Quality Baby Products, LLC



SCA HYGIENE

 Issue: Laches 

 Whether laches is available as a defense under the Patent Act to bar claims for 

damages during the six-year look back period codified in 35 U.S.C. § 286?

 Petrella v. Metro-Goldwyn-Mayer, Inc., 134 S. Ct. 1962 (2014) 

 Laches may not bar a copyright infringement suit based on acts that occurred 

within the statute of limitations period

 Will the Supreme Court extend Petrella to the Patent Act?



LACHES

 Laches 

 May be applied where there is evidence of “unreasonable delay” in bringing 

suit that causes “unjust hardship” 

 Distinct from “equitable estoppel”

 Generally requires misleading conduct



PETRELLA

 In 2009 Petrella sued for copyright infringement occurring only 

within the statute of limitations

 Defendants, MGM, argued that laches barred suit based on first infringement 

occurring in 1991

 District Court granted summary judgment for MGM on laches, 9th 

Circuit affirmed

 Majority (Ginsberg, Scalia, Thomas, Alito, Sotomayor, and Kagan, 

JJ.) 

 Statute of limitations takes account of delay 

 Delay may be used in determining injunctive relief or assessing profits

 Laches creates lack of uniformity 

 Equitable estoppel may still be used to prevent inequities



SCA HYGIENE

 In 2010 SCA filed complaint for patent infringement

 Defendant, First Quality, argued laches barred suit because of 

alleged infringement as early as 2003 

 District Court held on summary judgment that laches barred suit

 Fed. Cir. en banc affirmed declining to extend Petrella 

 Logic of Petrella applies 

 But Congress codified laches in § 282 as applicable to damages claims



SCA HYGIENE ARGUMENTS 

 SCA Hygiene, Petitioner

 Petrella applies - § 286 is a statute of limitations

 § 282 does not codify laches

 Even if § 282 codified laches, there is insufficient evidence that 

it was intended to apply to a damages claim and override 

general common law principles

 First Quality, Respondent

 Petrella does not apply - § 286 is not a statute of limitations

 Even if Petrella applies, Congress codified laches in § 282

 Policy



WILL THE SUPREME COURT 

EXTEND PETRELLA?  

 Likely Yes. 

 Is Petrella actually different?

 Statute of limitations

 § 282

 Policy – “Lock in” and Damages



STATUTES OF LIMITATIONS

 35 U.S.C. § 286

 “Except as otherwise provided by law, no recovery shall be had for any 

infringement committed more than six years prior to the filing of the 

complaint or counterclaim for infringement in the action.”

 17 U.S.C. § 507(b)

 “No civil action shall be maintained under the [Act] unless it is commenced 

within three years after the claim accrued.” 



35 U.S.C. § 282(B)

 Text codifies “unenforceability” defenses

 The following shall be defenses in any action involving the validity or 

infringement of a patent and shall be pleaded:

(1) Noninfringement, absence of liability for infringement or 

unenforceability

 Commentary and dicta in Supreme Court cases indicate laches was 

considered an unenforceability defense

 Does pre-1952 case law indicate whether “unenforceability” 

defenses were intended to apply to a damages claim?

 Some examples of district and appellate courts applying laches to an 

action at law

 Supreme Court more generally held that laches within the term of the 

statute of limitations is no defense to an action at law



POLICY

 Lock-in 

 Friend of the court briefs highlighted that companies often must make choices 

about technology in the face of uncertainty of scope of protected patent rights

 Delay in bringing suit can lead to severe economic injury to a defendant

 Laches encourages timely suit so that a defendant may switch to a non-

infringing product before locking in to a particular technology

 Not the case for copyright infringement 

 Is equitable estoppel sufficient to avoid the lock-in problem?  



Lee v. Tam: The Slants



The Disparagement Clause

• Lanham Act §2(a) Absolute bar to 
registration:

…matter which may disparage or falsely 
suggest a connection with persons, living 
or dead, institutions, beliefs, or national 
symbols, or bring them into contempt, or 
disrepute…



The Procedural History

• Trademark Trial and Appeal Board:

– Disparaging

– Registration barred

• Federal Circuit

– Disparaging

– Lanham Act’s bar on registration of disparaging 
marks violates 1st Amendment – discriminates 
against speech on the basis of viewpoint



The Question

Does the Lanham Act’s 
disparagement clause 
violate the free speech 

clause of the First 
Amendment?



The Arguments

• Disparagement clause doesn’t ban speech

• The Slants can continue to use their name

• A “reasonable limit on access to a 
government program”

• The government is discriminating based on 
viewpoint

• Registration grants valuable benefits



The Patent Exhaustion 
Defense and Foreign Sales:

Impression Prods. v. 
Lexmark Int’l

Mariko Kageyama

University of Washington School of Law



Original Equipment 
Manufacturers (OEMs)

v. 
Aftermarket 

Remanufacturers/Resellers



Questions Presented #1: 
Patent Exhaustion Defense

The patent exhaustion doctrine: 
The initial authorized sale of a patented item 
terminates all patent rights to that item. Quanta 
Computer, Inc. v. LG Electronics, Inc. (2008).

1. Does a "conditional sale" that specifies post-sale 
restrictions on the article's use or resale while 
transferring title to the patented item avoid
application of the patent exhaustion doctrine and 
therefore permit the enforcement of such post-sale 
restrictions through the patent law's infringement 
remedy?



Questions Presented #2: Foreign Sales

The common law first sale doctrine barring 
restraints on alienation makes no geographical 
distinctions. 
Kirtsaeng v. John Wiley & Sons, Inc. (2013) (under 
Copyright Act statutory provision). 

2. Does a sale of a patented article, authorized by 
the U.S. patentee, outside of the United States 
exhaust the U.S. patent rights in that article?

CVSG 10/12/2016; Cert. Granted 12/2/2016



Lexmark Opinions Below #1: 
Exhaustion 

• S.D. Ohio (2014)

Quanta overruled Mallinckrodt (Fed. Cir. 1992). 
Exhausted.

• Fed. Cir. (2016) (en banc) Reversed.

Mallinckrodt still good. First sale does not confer 
downstream buyers authority expressly denied on 
original sale. Resale/reuse remain unauthorized 
and infringing under § 271.

Dyk and Hughes Dissent – Exhausted under 
Quanta.



Lexmark Opinions Below #2: Foreign 
Sales 

• S.D. Ohio (2014)

Kirtsaeng did not overrule Jazz Photo (Fed. Cir. 
2001).

• Fed. Cir. (2016) (en banc) Affirmed. 

Jazz Photo still good law. Non-exhaustion on 
foreign sales.

Dyk and Hughes – Exhausted unless expressly 
reserved.
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• § 285:  the court in exceptional cases may 
award reasonable attorney fees 

• Highmark (2014) (9-0)

• Octane Fitness (2014) (9-0)

• § 284:  the court may increase the damages 
up to three times the amount found or 
assessed

• Halo/Stryker (2016) (8-0)

© Microsoft 



Halo/Stryker:  The Wind-Up

• Read Factors  

• Underwater Devices (1983)  
• affirmative duty of due care re known patent
• adverse inference 
• ostrich
• opinion letters

• Knorr-Bremse (2004)
• no adverse inference from no opinion

• Seagate (2007)  
(1) objectively high likelihood of infringement of a valid 
patent; and
(2) risk was obvious/known

• State of mind not relevant for objective prong
• Reasonable defenses developed during litigation may suffice
• Role of opinion letters?

PATENT OPINIONS



Halo/Stryker:  Question 
Presented

Whether the Federal Circuit erred by applying a 
rigid, two-part test for enhancing patent 
infringement damages under 35 U.S.C. § 284, that 
is the same as the rigid, two-part test this 
Court rejected last term in Octane Fitness, LLC v. 
ICON Health & Fitness, Inc., 134 S. Ct. 1749 (2014) 
for imposing attorney fees under the similarly-
worded 35 U.S.C. § 285.



Halo/Stryker:  Return to Basics

• Seagate too rigid:
• § 284 “contains no explicit limit or condition”; “the word ‘may’ clearly 

connotes discretion” 
• “180 years” of enhanced damages awards: “not to be meted out in a 

typical infringement case”; “generally reserved for egregious cases of 
culpable behavior” 

• Seagate focuses on the wrong time:  
• “culpability is generally measured against the knowledge of the actor 

at the time of the challenged conduct” 

• Seagate focuses on the wrong thing (reasonable defense at trial 
instead of culpability at time of infringement):

• “someone who plunders a patent—infringing it without any reason to 
suppose his conduct is arguably defensible—can nevertheless escape 
any comeuppance under § 284 solely on the strength of his 
attorney’s ingenuity” 

• Seagate review has been too nosy

• “Standard” for discretion:  
• limited “to egregious cases of misconduct beyond typical 

infringement”
• “courts should continue to take into account the particular 

circumstances of each case”



Halo/Stryker:  The Aftermath

• Return to the Read factors

• Objective reasonableness lives … as one factor

• Opinions (and all their baggage) matter again

• The district judge is once again boss


