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Jury Instructions for “Reasonable and Nondis-

criminatory” (“RAND”) Terms in Standard Essen-

tial Patents (“SEPs”) Infringement 

SEPs are patents that cover spe-
cific technology that a certain 
industry standard requires 
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Because the standard is set such 
that users of the standard necessar-
ily will be infringing on the SPEs 
for that standard, to alleviate po-
tential concerns, SDOs often seek 
assurances from patent owners 
before publishing the standard.

Standard Essential Patents

In Ericsson, Inc., et al v. D-Link Systems Inc., et al, No. 2013-1625, -1631, 

-1632, -1633, a case relating to Wi-fi technology, the Texas federal judge up-

held a 2013 jury verdict that found that D-Link Systems, Netgear Inc., and five 

other companies infringed three Ericsson patents and rejected defendants’ re-

quest for a new trial.  More specifically, the Federal Circuit held that for “stan-

dard essential patents” (“SEPs”), which are patents that cover specific technol-

ogy that a certain industry standard requires such that complaint devices nec-

essarily infringe certain claims in the patent, many of the standard Georgia-Pa-

cific factors, which are factors used to determine reasonable royalties, do not 

apply to cases involving SEPs. 

Case Background

One standard that has been acknowledged by standards development organiza-

tions (“SDOs”), which publish lists of technical requirements used for certain 

set standards, is the 802.11(n) standard for Wi-fi.  In 2010, Ericsson filed an 

infringement suit against D-Link and six other companies and accused them of 

infringing its 802.11(n)-related SEPs.  The patents at issue are: Patent Nos. 

6,424,625 (“the ‘625 patent”), which discloses a process that ensure that the 

receiver of a Wi-fi signal will receive all missing packets; 6,466,568 (“the ‘568 

patent), which discloses prioritizing packets based on the type of payload in 

the packet; and 6,772,215 (“the '215 patent”), which discloses an “Automatic 

Repeat Request” to retransmit packets that were not received or are corrupted. 

 The accused products were a variety of electronic devices, including laptops, 



 

For RAND-encumbered patents, many of the Georgia-Pacific factors 
are not relevant and even possibly contrary to RAND principles 
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courts regularly rely on them.  However, for RAND-encumbered 

patents, the Federal Circuit held that many of those factors are not 

relevant and even possibly contrary to RAND principles (for exam-

ple, factor 5 looks at “[t]he commercial relationship between the 

licensor and licensee” which is irrelevant since Ericsson must offer 

the licenses at a nondiscriminatory rate).  Georgia-Pacific, 318 F. 

Supp. at 1120. 

The Federal Circuit stated that the trial court should have instruct-

ed the jury about Ericsson’s actual RAND promise rather than 

adding a generalized 16th factor.  It also clarified that it was not 

holding that there is a modified version of the Georgia-Pacific fac-

tors that should be used for all RAND-encumbered patents but it is 

a case-by-case basis.  And in regards to instructing the jury on 

patent hold-ups and royalty stacking, the court reasoned that 

there must be enough evidence of those two issues in each partic-

ular case to warrant an instruction.  Thus, the Federal Circuit held 

that the district court erred in failing to instruct the jury ade-

quately regarding Ericsson’s actual RAND commitment and the 

jury’s damages award was vacated and remanded for further pro-

ceedings consistent with that opinion. 

The entire case is available here.  Please feel free to contact us for 

additional information pertaining to any of the articles. 

Legal Standard for SEPs 

Standards for technology tend to require a collaborative effort in-

volving multiple patent-eligible parts developed by multiple parties.  

SPEs are patents that cover parts that are required for a set stan-

dard.  Because the standard is set such that users of the standard 

necessarily will be infringing on the SPEs for that standard, to alle-

viate potential concerns, SDOs often seek assurances from patent 

owners before publishing the standard.  Some potential concerns 

include patent hold-ups, which is when a SPE holder demands ex-

cessive royalties, and royalty stacking, which is when standard im-

plicates too many patents that the aggregated royalties become 

excessive.  One particular SDO, IEEE, would ask SEP owners, like 

Ericsson, to pledge that they will grant licenses to an unrestricted 

number of applicants on ‘reasonable and nondiscriminatory 

(“RAND”) terms.  Ericsson, Inc. et al v. D-Link Systems Inc., et al, No. 

2013-1625, -1631, -1632, -1633 at *8. 

Court’s Analysis and Holding with Precedent

On appeal, D-Link raised several issues, one of which was regarding 

the jury instruction for RAND.  At the district court, D-Link request-

ed for a jury instruction on Ericsson’s RAND obligation, especially 

for the instruction regarding the dangers of patent hold-up and 

royalty stacking in RAND-related situations.  Instead, the court 

added a 16th factor (that the jury “may consider … Ericsson’s 

obligation to license its technology on RAND terms”) to the 15 

Georgia-Pacific factors.  Georgia-Pacific Corp. v. U.S. Plywood Corp., 

318 F. Supp. 1116, 1120 (S.D.N.Y. 1970). 

On appeal, D-Link argued that the district court erred in giving all 

the Georgia-Pacific factors when many were not relevant and likely 

misleading, especially in the RAND context.  D-Link also argued 

that the district court erred in omitting the patent hold-up and 

royalty stacking instruction.  Although the Federal Circuit never 

held that the Georgia-Pacific factors were the sole test, district 
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