
  

 

 

 

 

 

 

 

 

 

 

 

 
There is no denying that the Alice Corp. decision 

has now confirmed that what used to be a much 

laxer § 101 subject matter gatekeeper has 

transformed into a relentless software-barring 

nightmare for many. The Supreme Court held that 

tranforming a long-known method of reducing risk 

in financial trading to be implemented by a 

computer does not overcome a §101 subject 

matter rejection.  Although the ruling provided 

some guidance in terms of how computer-related 

patents should be written to avoid an Alice 

rejection, most practioners and industry experts are 

unsatisfied with the “we’ll know it when we see it” 

attitude that seems to be spreading through out 

the lower court holdings.  

There have been four Federal Circuit cases that 

have affirmed invalidity based on the Alice Corp. 

decision: Ultramercial, Inc. v. WildTangent, Inc., 
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Given the uncertainty of how Alice Corp. 
might be applied, the safest route for 
business method patent applications is to 
draw out the application process.  
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copyrighted material over the internet for free by 

allowing viewers to watch sponsored ads. On the 

internet for free by allowing viewers to watch 

sponsored ads. On November 14, 2014, the US Court 

of Appeals for the Federal Circuit affirmed the US 

District Court for the Central District of California’s 

grant of WildTangent’s motion to dismiss. The Federal 

Circuit used the two-step framework detailed in Alice 

which was: (1) determine whether or not Ultramercial's 

claimed steps, viewed individually and in combination, 

are directed to the abstract idea of showing an ad 

before delivering free content and (2) determine 

whether or not that the disputed claims do no more 

than simply describe the abstract method and do not 

add any meaningful limitations. The court further 

explained that including additional routine, conventional 

steps, and including the internet is not enough in itself 

to overcome patent-ineligibiity under Alice. Although 

the analysis builds the case law library supporting Alice 

regarding where the §101 threshold lies, the weight of 

the support tends to rest on subjective values. Thus, 

even if many more cases were to continue analyzing 

uding the two-step framework, it will still be a gamble 

in terms of what to rely on for other software patents. 

Despite the cloud of confusion by Alice Corp., for 

defendants at least, the updated interpretation of § 101 

has produced a valuable gatekeeper for patent litigation 

that may help provide an early opportunity to challenge 

invalid patent claims before  incurring substantial 

expenses.  For patent owners, it has produced a 
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conundrum when in come to responding to motions to 

dismiss under Section 101.  

Given the uncertainty of how the law might be applied, the 

safest route for business method patent applications is to 

draw out the application process in order to wait and see 

how the courts and PTO utilize Alice to either uphold or 

deny patentability.   

For those who are looking to file now, given the first-to-

file standards of the AIA force many inventors to file as 

soon as they can, there is still hope. The follow are tips 

that could possibly help avoid an Alice rejection, but given 

the volatile nature of how the PTO and courts will be 

treating software patents under §101, there is no 

certainty in terms of foreseeing how high the § 101 

threshold is.  

Firstly, the claim may need to more narrowly tailored for a 

specific way of using the computer to accomplish a task 

rather than generally stating steps that a computer is 

involved with accomplishing a task that could be 

implimented with a computer. Of course, this may mean 

that it may be easier for competitors to work around the 

claim sets but realisitically speaking, that may be the only 

hope to actually receiving a patent and not get a rejection 
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