
  

 

 

 

 

 

 

 

 

 

 

 

 
The U.S. Court of Appeals for the Federal Circuit 

recently held in e.Digital Corp v. Futurewei Techs., 

Inc., et al, No. 3:13-cv-00783, No. 2014-1019, -

1242, -1243 (Fed. Cir. Nov. 19, 2014) that the 

collateral estoppel doctrine (issue preclusion) 

prevents a new claim construction for the same 

limitation in a second proceeding if there is an 

“identical issue,” meaning that there is no “new 

matter that could materially impact the 

interpretation of a claim.” Id. at *5. 

Case Background 

The case involves two patents, U.S. Patents No. 

5,491,774 and No. 5,839,108, which were “closely 

related,” involving  handheld devices with a flash 

memory recording medium that allows for audio 

recording and playback. Id. at *4.  However, the 

‘108 patent only “incorporate[s] by reference the 
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The Claim Construction in Previous Case 

The claim construction in a previous case, e.Digital Corp. 

v. Pentax of Am., Inc., No. 09-cv-02578, 2011 WL 

2560069 (D. Colo. June 28, 2011), limited the term “sole 

memory” to require “that the device use only flash 

memory, not RAM or any other memory system” to store 

the “received processed sound electrical signals” in 

regards to claims 1 and 19 for the ‘774 patent. Id. at *8. 

After the case, claims 1 and 19 were cancelled but a 

reexamined claim 33, which recited the “sole memory” 

limitation and added additional limitations, was eventually 

issued.  

The erroneously District Court held that because the two 

patents were closely related, e.Digital Corporation was 

collaterally estopped from seeking claim construction of a 

limitation regarding the term “sole memory” for both the 

‘774 patent and the ‘108 patent. 

Legal Standard for Collateral Estoppel 

Due process generally allows parties a chance to address 

any issue relevant to their case. However, the doctrine of 

collateral estoppel blocks parties from re-litigating issues 

that had already been finally decided. “Collateral estoppel 

applies if: (1) the issue necessarily decided in the previous 

proceeding is identical to the one which is sought to be 

relitigated; (2) the first proceeding ended with a final 

judgement on the merits; and (3) the party against which 

collateral estoppel is asserted was a party or in privity with a 

party at the first proceeding.” at 5 (citing Hydranautics v. 

FilmTec Corp., 204 F.3d 880, 885 (9th Cir. 2000)). The 

only issue here was whether the construction of the “sole 
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memory” limitation presented an “identical issue.” 

Court’s Holding in e.Digital v. Futurewei Tech. 

The Federal Circuit held that the District Court’s ruling on 

collateral estoppel as to claim 33 of the ‘774 patent was 

correct but was wrong as to claims 2 and 5 of the ‘108 

patent. Claim 33 of the ‘774 patent was rightfully collaterally 

estopped from claim construction because reexamine claim 

33 recited the sole memory limitation identical to claims 1 

and 10 while the ‘774 patent reexamination never addressed 

that limitation or about the presence of RAM. Furthermore, 

even though claim 33 added a microprocessor not recited in 

claims 1 and 19, the lower court had already decided that the 

existence of a microprocessor does not required RAM. On the 

other hand, even though the ‘108 patent disclosed a 

purported improvement to the ‘774 patent, the two patents 

are unrelated in that the ‘108 patent disclosed a different 

invention. Further, the Federal Circuit specifically noted that 

two figures clearly depicted RAM and therefore, the ‘108 

patent requires a new claim construction including whether 

the sole memory limitation applies or not. 

The Federal Circuit also clarified that even related patents 

does not necessarily mean that there is automatic collateral 

estoppel. For example, a “continuation-in-part, for instance, 

may disclose new matter that could materially impact the 
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